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IN THE UNITED STATES DISTRICT COURT  
FOR THE EASTERN DISTRICT OF VIRGINIA 

Richmond Division 
 

______________________________________________ 
 
JUXTACOMM-TEXAS SOFTWARE, LLC, 

 
)
)

 

a Texas Limited Liability Company, )
)

 

                                          Plaintiff, )
)

 

v. ) Civil Action No.: 3:11-cv-299 
 )  
LANIER PARKING SYSTEMS OF VIRGINIA, INC., 
a Georgia Corporation, 

)
)

 

HINES RIVERFRONT PLAZA, LP, 
a Delaware Limited Partnership, 
FIRST STATES INVESTORS 3500 LLC, 
a Delaware Limited Liability Company, 
JAMES CENTER PROPERTY LLC,  
a Delaware Limited Liability Company, 
DOMINION TOWER FINANCIAL ASSOCIATES LLC, 
a Delaware Limited Liability Company, 
DIRECT INVEST-500 EAST MAIN, LLC, 
a Delaware Limited Liability Company, and 
FIRST TOWER ASSOCIATES LP, 
a Virginia Limited Partnership 
 
                                           Defendants. 
______________________________________________ 

 

)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
 

JURY DEMAND 

PLAINTIFF’S RESPONSE TO LANIER’S MOTION TO STAY 
 

I. INTRODUCTION 

Lanier’s motion to stay is a litigation tactic designed to delay this litigation for years.  A 

stay would leave JuxtaComm vulnerable and powerless to stop the Defendants’ irreparably 

harmful infringements of the ‘662 Patent.  The Court should prevent this because:  

 JuxtaComm will suffer severe prejudice from a stay of indefinite length; 

 A stay will not simplify the issues in this case; and 

 A stay is not warranted despite the early stage of litigation. 
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Importantly, all factors for deciding whether to stay litigation pending reexamination 

weigh heavily against a stay.  The Court should therefore deny Lanier’s motion. 

II. FACTUAL BACKGROUND 

A. Virginia Lawsuit 

JuxtaComm is the exclusive licensee of U.S. Patent No. 6,195,662 (“the 662 Patent”), a 

system that manipulates and transforms data from one computer system so that it can be used by 

a different computer system.  On September 14, 2010, JuxtaComm through its agent VPS 

Solutions, LLC (“VPS”) sent a letter to Lanier with a copy of the ‘662 Patent.1  The letter invited 

a meeting between VPS and Lanier, and offered to license the patent to Lanier.2  By email dated 

October 13, 2010, Timothy J. Walsh, president of Lanier, referred VPS to Lanier’s attorney.3  

Lanier later advised VPS that it would not take a license to the ‘662 Patent.4  Instead, Lanier 

grew its business and expanded its use of the infringing software.5  Having no other recourse, 

JuxtaComm then filed this lawsuit on May 6, 2011 to enforce the 662 Patent. 

B. Previous Reexamination of the ‘662 Patent 

JuxtaComm prevailed in the first reexamination of the ‘662 Patent.  On August 17, 2007, 

JuxtaComm filed a patent infringement suit in the United States District Court for the Eastern 

District of Texas (“Eastern District of Texas”) against twenty-one (21) defendants, including, 

some of the largest competitors in the data integration software market, such as Microsoft 

Corporation and IBM.  (“JuxtaComm I”).  Approximately six (6) months before trial, Microsoft 

initiated an ex parte reexamination proceeding before the Patent and Trademark Office (“PTO”) 

                                                 
1 Pl.’s Compl. ¶ 18, ECF No. 1. 
2 Compl. ¶ 18. 
3 Compl. ¶ 19. 
4 Compl. ¶ 20. 
5 Compl. ¶ 22. 
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attacking the ‘662 Patent.  On December 15, 2009, the PTO issued an official Office Action 

confirming the patentability of all but one of the claims of the ‘662 Patent.6 

C. Pending Texas Litigation and Second Reexamination 

On January 21, 2010, JuxtaComm filed a second patent infringement lawsuit in the 

Eastern District of Texas against additional software vendors including SAS Institute, Inc. and 

DataFlux Corporation (“JuxtaComm II”).  Approximately ten (10) months after the lawsuit was 

initiated, Defendants SAS and DataFlux (collectively “SAS”) filed an ex parte request for 

reexamination questioning the patentability of the 662 Patent.  This second reexamination relied 

on allegedly new prior art, DBMS Copy Plus, alone and in combination with The DAISY System.  

The DAISy System was rejected in the first reexamination.7  The PTO issued a Final Office 

Action (“Office Action”) on May 12, 2011 invalidating Claims 1-11 and 14-19 of the ‘662 Patent.  

Upon issuance of the Office Action, JuxtaComm immediately asked the Examiner to 

reconsider certain evidence she rejected in reaching her conclusions.  The Examiner agreed, and 

on June 7, 2011, she issued a “Continuation of Advisory Action” wherein she withdrew her final 

rejection of claims 1-11 and 14-19 under 35 U.S.C. § 103(a) as obvious over the combination of 

The DAISy System and DBMS Copy Plus.8  However, she left intact the rejection of the claims 

as anticipated by DBMS Copy Plus, a decision JuxtaComm intends to challenge.  JuxtaComm is 

entitled to and will pursue all remedies available to it to overturn the rejection of its patent claims, 

including filing a request for reconsideration and appealing the decision if necessary.  Contrary 

to Lanier’s allegations, the Office Action is far from “final.” 

                                                 
6See Exh. 1, Ex parte Ellis, 90/010,526 (Dec. Comm’r Pat. Dec. 15, 2009) (Non-Final Office 
Action). 
7 Id. 
8 See Exh. 2, Ex parte Ellis, 90/011,267 (Dec. Comm’r Pat. June 7, 2011) (Advisory Action). 
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Notably, upon receipt of the Office Action, the JuxtaComm II defendants moved to stay 

the litigation pending completion of the reexamination process.  In opposition, JuxtaComm 

argued that the stay should be denied because it was nothing more than a delay tactic that would 

not simplify the case and that would severely prejudice JuxtaComm.  On May 24, 2011, the 

Texas Court summarily denied the motion to stay without a hearing and is requiring the parties to 

proceed with discovery and trial.9 

III. LEGAL STANDARD 

A. Stays pending reexamination are discretionary and disfavored. 

Lanier has no automatic right to a stay.  In fact, courts in the Eastern District of Virginia 

often deny motions to stay pending reexamination.  See NTP, Inc. v. Research in Motion, Ltd., 

397 F. Supp. 2d 785 (E.D. Va. 2005) (Spencer, J.) (denying motion to stay pending 

reexamination) Sunbeam Products, Inc. v. Hamilton Beach Brands, Inc., No. 3:09-cv-791, 2010 

WL 1946262 (E.D. Va. May 10, 2010) (Payne, J.) (denying motion to stay pending 

reexamination); ePlus, Inc. v. Lawson Software, No. 3:09-cv-620, 2010 WL 1279092 (E.D. Va. 

Mar. 31, 2010) (Payne, J.) (denying motion to stay pending reexamination); Osmose, Inc. v. Arch 

Chemicals, Inc., No. 2:10-cv-00108 (E.D. Va. Jan. 28, 2011) (Friedman, J.) (denying motion to 

stay pending reexamination)10; 01 Communique Lab. v. Logmein, Inc., No. 01:10-cv-1007, 2010 

WL 4736204 (E.D. Va. Nov. 12, 2010) (Hilton, J.) (denying motion to stay pending 

reexamination). 

Lanier cannot persuade this Court that the denial of a stay will result in undue harm.  The 

Court’s power to stay litigation is discretionary and should only be exercised if Lanier 

                                                 
9 Exh. 3, Min. Entry for Markman Hearing at 1, JuxtaComm-Texas Software v. Axway, No. 6:10-
cv-11 (E.D. Tex. May 24, 2011), ECF No. 538. 
10 Exh. 4. 
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demonstrates “a clear case of hardship or inequity in being required to go forward.”  ePlus, 2010 

WL 1279092, at *2 (E.D. Va. 2010) (denying motion to stay pending reexamination because 

defendant failed to meet its burden of showing hardship in being required to forward with the 

proceeding (citing Landis v. N. Am. Co., 299 U.S. 248, 255 (1936))); Osmose, Inc. v. Arch 

Chemicals, Inc., No. 2:10-cv-00108 (E.D. Va. Jan. 28, 2011) (Friedman, J.) (denying motion to 

stay pending reexamination because defendant failed to establish that the denial of a stay would 

result in undue harm)11; Sunbeam Products, 2010 WL 1946262, at *2 (E.D. Va. 2010) (“If 

hardship or inequity cannot be shown, a stay is not merited.”).12 

No evidence exists that Lanier will suffer any hardship or inequity if required to go 

forward with this litigation, and none was offered.  Instead, Lanier relies on three primary 

arguments in support of its motion.  First, Lanier argues that JuxtaComm would not be unduly 

prejudiced by a delay because it waited ten years since issuance of the ‘662 patent to file suit and 

a stay would not result in financial harm.  Secondly, Lanier argues that a stay would simplify the 

issues because the Court would have the expert view of the PTO.  Thirdly, Lanier argues that a 

stay is warranted because the dispute is in its “infancy.”  Each argument lacks merit.  

Accordingly, this Court should deny Lanier’s motion to stay. 

IV. THE MOTION TO STAY SHOULD BE DENIED 

In deciding whether to grant a stay, courts consider: (1) whether a stay will unduly 

prejudice or present a clear tactical disadvantage to the nonmoving party; (2) whether a stay will 

simplify the issues in question and trial of the case; and (3) whether discovery is complete and 

                                                 
11 Exh. 4. 
12 See also Castanho v. Jackson Marine, 484 F.Supp. 201, 209 (E.D. Tex. 1980) (“The burden is 
squarely on the party seeking the stay to show that there is a pressing need for a delay.” (citing 
Landis, 299 U.S. at 255 (1936))); Williford v. Armstrong World Industries, Inc., 715 F.2d 124, 
127 (4th Cir. 1983) (“The party seeking a stay may justify it by clear and convincing 
circumstances outweighing potential harm to the party against whom it is operative.”). 
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whether a trial date has been set.  Telecomm. Sys., Inc. v. Sybase 365, Inc., No. 2:09-cv-387, slip 

op. at 8, (E.D. Va. Dec. 23, 2009) (Doumar, J.). 13   An examination of these three factors 

demonstrates that Lanier has not satisfied its burden and that a stay is unnecessary. 

A. JuxtaComm will suffer severe prejudice if the Court grants Lanier’s motion 
to stay.14 

1. A stay of indefinite length will prejudice JuxtaComm. 

Lanier asks the Court to delay indefinitely JuxtaComm’s lawsuit to enforce its patent 

while Lanier incurs no consequences.  The Federal Circuit has warned against stays of 

immoderate and indefinite duration.  See Cherokee Nation of Okla. v. United States, 124 F.3d 

1413 (Fed. Cir. 1997) (holding that indefinite stay of proceedings was an abuse of discretion). 

It is impossible to estimate the length of reexamination.  Once the PTO enters a “final 

rejection,” reexamination may continue for several years.  An appeal to the Board of Patent 

Appeals and Interferences (“BPAI”) could take years to complete, and if the BPAI remands the 

case to the examiner, or the patentee appeals to the Federal Circuit, the process could take even 

longer.  See NTP, v Research in Motion, 397 F. Supp. 2d 785, 787 (E.D. Va. 2005) (Spencer, J.) 

(“Reality and past experience dictate that several years might very well pass from the time when 

a final office action is issued by the PTO to when the claims are finally and officially ‘confirmed’ 

                                                 
13 Exh. 5. 
14 Lanier relies on a sixteen-year old, unreported case out of the Northern District of California to 
arrive at the improper conclusion that JuxtaComm bears the burden of establishing that any 
alleged prejudice resulting from a stay outweighs its benefits.  See Def. Mot. 10 (citing Target 
Therapeutics, Inc. v. SciMed Life Sys., Inc., No. C-94-20775, 1995 WL 20470, at *2 (N.D. Cal. 
Jan. 13, 1995)).  This case has never been cited by any court in this district and is not persuasive.  
As JuxtaComm has already demonstrated—through controlling case law in the Eastern District 
of Virginia, the Fourth Circuit, the Federal Circuit, and the United States Supreme Court—it is 
Lanier who bears the burden to establish that a stay is warranted in this case.  In any event, 
JuxtaComm has devoted over five pages of this brief to demonstrate the severe prejudice it will 
suffer because of a stay. 
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after appeals.”).15  Many courts have refused to stay proceedings pending reexamination because 

the length of stay would be indefinite.  eCOMSYSTEMS, Inc. v. Shared Marketing Services, Inc., 

No. 8:10-cv-1531, 2011 WL 280942, at *4 (M.D. Fla. Jan. 26, 2011) (“[T]he potential prejudice 

to eCOM is exacerbated by the lengthy and indefinite amount of time required to complete the 

reexamination proceedings. . . .”); Fusilamp, LLC v. Littlefuse, Inc., No. 10-20528-CIV, 2010 

WL 2277545, at *4 (S.D. Fla. June 7, 2010) (“A stay cannot be granted if it is found to be 

‘immoderate of an indefinite duration.’”  (citing CTI-Container Leasing Corp. v. Uiterwyk Corp., 

685 F.2d 1284, 1288 (11th Cir. 1982))); ePlus, Inc. v. Lawson Software, No. 3:09-cv-620, 2010 

WL 1279092, at *3 (E.D. Va. Mar. 31, 2010) (Payne, J.) (“The fact of the matter is there simply 

is no deadline for the completion of a reexamination.  Thus, ePlus correctly argues that staying 

this action for an indefinite period, possibly lasting six years or more, prejudices ePlus and does 

not serve the efficient administration of justice or the public interest.”); George Kessel Intern. Inc. 

v. Classic Wholesales, Inc., 544 F. Supp. 2d 911, 914 (D. Ariz. 2008) (“Although this case is in 

its early stages, the Court is reluctant to issue a stay of indefinite length.”); Medicis Pharm. Corp. 

v. Acella Pharm. Inc., No. CV 10-1780, 2011 WL 587094, *1 (D. Ariz. Feb. 9, 2011) (“In general, 

the Court disfavors indefinite and potentially lengthy stays pending the outcome of external 

proceedings.”); Lexington Lasercomb I.P.A.G. v. GMR Products, Inc., 442 F. Supp. 2d 1277, 

                                                 
15 The most recent statistics published by the PTO show that average pendency times for appeals 
to the BPAI has trended upward from 29 months in 2010 to 32 months in the most recent 
calendar quarter.  See http://www.uspto.gov/ipboards/bpai/stats/perform/fy 2010 performance 
measures.jsp, attached hereto as Exhibit 6.  JuxtaComm would have a right of further appeal to 
the Federal Circuit if necessary, where statistics published by the Federal Circuit show that the 
average pendency of appeals from the PTO is almost ten months.  See 
http://www.cafc.uscourts.dv/images/stories/the-
court/statistics/Median_Disposition_Time_for_Cases_Terminated 
_after_Hearing_or_Sumission_Detailed_Table_of_Data_2001-2010.pdf (average pendency from 
date of docketing of appeal to disposition on the merits, 2001-2010), attached hereto as Exhibit 7.  
In summary, any reexamination decision adverse to JuxtaComm is unlikely to be final for at least 
another 45 months (3 + 32 + 10) or more. 
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1378 (S.D. Fla. 2006) (“Here, a stay of this action could result in an delay of months, if not years. 

Accordingly, this Court declines to stay, and thus prolong for an indefinite period of time, the 

instant litigation.”). 

Because JuxtaComm will exhaust all appeals if necessary, Lanier improperly asks the 

Court to stay this litigation indefinitely.  Such a result would prejudice JuxtaComm and weighs 

heavily against a stay. 

2. An indefinite stay would undermine this district’s efforts to a just and 
speedy resolution of patent cases. 

In measuring the prejudice to JuxtaComm from a lengthy stay, this Court should also 

consider the length of the alternative proceeding in district court.  The Eastern District of 

Virginia holds the record for quickest disposition of patent cases, averaging six months from start 

to finish.  Telecomm. Sys. v. Sybase 365, No. 2:09-cv-387, slip op. at 9, (E.D. Va. Dec. 23, 2009) 

(Doumar, J.).16  The prejudice, therefore, is more significant here “than it would be if the parties 

were litigating in a district where judicial proceedings take longer to resolve.”  Id. 

3. Substantial evidence will be lost if the case is stayed. 

As a practical matter, a lengthy delay will harm JuxtaComm’s ability to enforce its 

property rights.  Courts across jurisdictions have recognized that “the lengthy reexamination 

process will cause problems for discovery as witnesses relocate, memories fade, and documents 

become difficult to locate” in denying motions to stay.  Tesco Corp. v. Weatherford Int’l Inc., 599 

F. Supp. 2d 848, 851 (S.D. Tex. 2009).  Plaintiff here faces similar prejudice and disadvantage 

because it has not yet deposed witnesses or received discovery from Defendants.   

For example, JuxtaComm must amass evidence relating to how the Defendants’ accused 

products and services function today.  This endeavor will only become more difficult to prove 

                                                 
16 Exh. 5. 
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years hence.  By contrast, issues on which Defendants bear the burden, such as invalidity of the 

‘662 patent, are based largely on prior art references, and the passage of time will have little to 

no affect on this discovery.  A stay would thus cause additional undue prejudice to JuxtaComm 

and provide a tactical advantage to Defendants when litigation resumes.  See Cooper Notification, 

Inc. v. Twitter, Inc., No. 09-865-LPS, 2010 WL 5140573 (D. Del. Dec. 13, 2010) (denying 

motion to stay pending reexamination because the lengthy delay would unduly prejudice and 

tactically disadvantage the patentee because patentee had not yet had the opportunity to conduct 

discovery related to its infringement theory); Parallel Networks, LLC v. Microsoft Corp., No. 

2:09-cv-00172, slip op. at 5 (E.D. Tex. May 10, 2010) (finding that the prejudice factor weighed 

against granting a stay pending reexamination where the lengthy delay would prejudice Parallel 

and put it “at a tactical disadvantage in later obtaining discovery and preparing its case”).17 

In addition, the named inventors—both Canadian citizens—are not employees of 

JuxtaComm, and they may become unable or unwilling to provide testimony in the future.  

Inventors are crucial witnesses in any patent trial.  JuxtaComm should not face the prospect of 

presenting a complex software patent case to a jury with videotaped inventor depositions.  See 

Anascape, Ltd. v. Microsoft Corp., 475 F. Supp. 2d 612, 617 (E.D. Tex. 2007) (“[C]rucial 

witnesses are more likely to be located if discovery is allowed to proceed now, rather than later.”). 

The potential loss of JuxtaComm’s sole expert on infringement and validity, Dr. Walter 

Rudd, would cause further prejudice.  Dr. Rudd is 67 years old and retired (except for his work 

on the ‘662 patent litigations).  A stay of three or four years or more may severely compromise 

Dr. Rudd’s ability and willingness to continue to serve as JuxtaComm’s expert.  Dr. Rudd was 

JuxtaComm’s sole expert on infringement and validity issues in the JuxtaComm I and 

                                                 
17 Exh. 8. 
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JuxtaComm II litigations.  Because of his heavy involvement in those cases, Dr. Rudd has 

acquired a great deal of knowledge and expertise in the ‘662 patent, its prosecution history, the 

massive amounts of prior art, and an array of infringement issues.  To force JuxtaComm to 

replace him now by staying the case for years would deprive JuxtaComm of this substantial 

investment, resulting in severe prejudice. 

Thus, Plaintiff faces the inherent prejudice of a lengthy delay, plus the probability that 

discovery will disappear or be compromised if a stay is granted. 

4. If stayed, JuxtaComm’s licensing program would be impaired. 

JuxtaComm is a small company.  Its lifeblood is its patents, which create the ability to 

generate revenue from licensing and for research and development.  JuxtaComm needs to 

enforce its patents in real time to have a legitimate chance of success in this marketplace, from 

the standpoint of continuing to attract licensees, establishing strategic relationships with partners, 

growing its business, and enjoining competitors.  Significant delay will only continue Defendants’ 

open and touted infringement, thereby diluting the value of the ‘662 patent.  See Foliar Nutrients, 

Inc v. Plant Food Sys., Inc., No. 6:04-cv-00346, slip op. at 4 (M.D. Fla. Nov. 17, 2004) (denying 

motion to stay pending reexamination and noting that any delay would negatively impact 

plaintiff’s ability to procure additional licensees)18; Affinity Labs of Tex., LLC v. Nike, Inc., No. C 

10-5543 CW, slip op. at 4 (N.D. Cal. May 13, 2011) (“A stay may prejudice Affinity’s ability to 

enforce and license its patents, and could lead to a loss of evidence.”).19  

                                                 
18 Exh. 9. 
19 Exh. 10. 
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Although Lanier alleges that JuxtaComm can recover any harm from a stay through 

money damages, this argument ignores that JuxtaComm also seeks to enjoin the Defendants.20  

The ability to exclude competitors from infringing the patent is the essential attribute of a patent 

grant.  Acumed LLC v. Stryker Corp., 551 F.3d 1323, 1328 (Fed. Cir. 2008) (“In view of that 

right [to exclude competitors from infringing the patent], infringement may cause a patentee 

irreparable harm not remediable by a reasonable royalty.”); Bartex Research, LLC v. FedEx 

Corp., 611 F. Supp. 2d 647, 652 (E.D. Tex. 2009) (“The right to exclude, even for a non-

practicing entity, may be the only way to fully vindicate the patentee’s ownership in the patent.” 

(citing Acumed, 551 F.3d at 1327-28)).  The impact of a lengthy stay would therefore nullify the 

purpose of the patent and strip JuxtaComm of its chance to succeed. 

5. JuxtaComm has not caused any delay. 

Judge Davis in the Eastern District of Texas denied the defendants’ motion to stay 

pending reexamination in JuxtaComm II where JuxtaComm argued that SAS likely sought 

reexamination to cause delay in that litigation.21  Accordingly, any further delay caused by this 

reexamination would prejudice JuxtaComm.  See Visto Corp. v. Good Tech., Inc., No. 2:06-cv-

39-TJW, 2007 WL 2823278, at *1 (E.D. Tex. Sept. 27, 2007) (denying motion to stay 

infringement suit based on ex parte reexamination filed by a third-party and concurrently 

                                                 
20 Pl.’s Compl. 16 (ECF No. 1).  In any event, the prejudice from delayed discovery is more 
important than whether or not JuxtaComm can be compensated monetarily.  See Tesco Corp., 
599 F. Supp. 2d at 852 (“Even though the Court may eventually determine that Plaintiff’s injuries 
from lost market share may be fully compensable in money damages, the prejudice from delayed 
discovery outweigh any mitigating effects these damages might have.”).  JuxtaComm has 
developed this technology and is entitled to enjoy the fruits of its labor to the exclusion of Lanier 
or anyone else not under license. 
21 Exh. 11, Plf.’s Response to Defendants’ Motion to Stay, JuxtaComm-Texas Software v. Axway, 
No. 6:10-cv-11 (E.D. Tex. May 23, 2011), ECF No. 537; Exh. 3, Min. Entry for Markman 
Hearing at 1, JuxtaComm-Texas Software v. Axway, No. 6:10-cv-11 (E.D. Tex. May 24, 2011), 
ECF No. 538. 
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pending when the court thought that the third-party filed the reexamination request to delay a 

companion suit against it, which favored denying the requested stay). 

Lanier also argues that JuxtaComm cannot assert prejudice from delay because 

“JuxtaComm itself delayed this litigation by choosing to file this action ten years after the 

issuance of the ‘662 Patent.”22  By this argument, Lanier improperly suggests that patent holders 

should rush to file its infringement actions against any and all potential targets as soon as 

possible.  No law supports this argument and none was offered.  To the contrary, American law 

and policy strongly discourage this kind of behavior.  See, e.g., Fed. R. Civ. P. 11 (imposing 

sanctions for filing lawsuits without adequate investigation).  Moreover, it was almost a year ago 

when JuxtaComm contacted Lanier to take a license.  JuxtaComm should not be punished for 

taking time 1) to investigate Lanier’s infringement, and then 2) to try and resolve the 

infringement without judicial assistance.  This Court should therefore disregard Lanier’s baseless 

argument. 

B. Contrary to Lanier’s assertions, a stay will not simplify the Case. 

1. The May 12, 2011 Office does not materially change the status of the case.  

Defendant’s argument that a stay would simplify the issues in this case by disposing of 

validity issues depends entirely on Defendant’s prediction that the PTO, the BPAI, and the 

Federal Circuit will each invalidate all claims of the ‘662 patent.  The Court should not credit 

that prediction.  The facts surrounding reexaminations generally and this reexamination in 

particular, suggest the opposite outcome is quite likely.   

Other courts have correctly recognized the reality that a “Final” Office Action is 

inconclusive and have refused to stay proceedings despite “final rejections” of all asserted claims 

by the PTO.  See Min. Entry for Markman Hearing at 1, JuxtaComm-Texas Software v. Axway, 
                                                 
22 Def. Mot. 10 (emphasis in original). 
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No. 6:10-cv-11 (E.D. Tex. May 24, 2011), ECF No. 538 (denying motion to stay litigation 

pending reexamination of the ‘662 Patent despite final rejection of all asserted claims)23; Oracle 

Corp. v. Parallel Networks, LLP, Civ. No. 06-414-SLR, 2010 WL 3613851 (D. Del. Sept. 8, 

2010) (denying motion to stay despite final rejections of all asserted claims); App Pharm., LLC v. 

Ameridose LLC, No. 10-4109, 2011 WL 816622 (D. N.J. Mar. 8, 2011) (refusing to stay 

litigation despite final rejection of all claims); Parallel Networks, LLC v. Microsoft Corp., No. 

2:09-cv-00172, slip op. (E.D. Tex. May 10, 2010) (denying motion to stay despite final rejection 

of all asserted claims).24  

As previously stated, JuxtaComm is entitled to request reconsideration of the Examiner’s 

decision and will do so on or before July 12, 2011.  In addition, the Examiner has since issued a 

“Continuation of Advisory Action” by which she withdrew her final rejection of claims 1-11 and 

14-19 under 35 U.S.C. § 103(a) as obvious over the combination of the DAISy reference and 

DBMS Copy Plus.25  At this time, JuxtaComm is entitled to a further, formal written request for 

reconsideration for the remaining rejections.  In sum, Lanier greatly exaggerates the finality of 

the May 12 Office Action. 

And even if Defendants’ invalidity case had real merit, which it does not, the use of a 

reexamination is both slower than the district court procedure and completely unfocused. 

2. The Court will not need the PTO’s expertise to facilitate trial in this case. 

Lanier cites MercExchange, LLC v. eBay, Inc., 500 F. Supp. 2d 556 (E.D. Va. 2007) to 

argue that this Court will need the PTO’s expertise to facilitate trial in this case.  The defendants 

fail to note that in granting a stay, the eBay court specifically noted that the reexamination “ha[d] 

                                                 
23 Exh. 3. 
24 Exh. 8. 
25 See Exh. 2. 
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been underway for over three years” and was actively the subject of intensive scrutiny by the 

PTO as the patentee had engaged in a complicated process by amending, adding, and 

withdrawing claims.  Id. at 567.  By contrast, this reexamination was initiated less than a year 

ago, and JuxtaComm has not even tried to add or amend any of its claims. 

Courts commonly stay cases pending reexamination where the patentee significantly 

amends and adds new claims.  See, e.g., Southwire Co. v. Cerro Wire, Inc., 750 F. Supp. 2d 775 

(E.D. Tex. 2010) (granting motion to stay where patentee responded to initial office action 

rejecting all claims by amending all independent claims and adding three new ones).  In doing so, 

courts often observe that the patent holder made no attempt to argue that the PTO’s rejection 

rationale was incorrect and that the claims as originally issued were valid in light of cited prior 

art.  See id. at 778 (noting that Southwire made no attempt to distinguish the prior art over the 

original claims).  Lanier, however, has pointed to nothing to suggest that JuxtaComm has any 

present intention of amending its claims.  Instead, Lanier points out exactly the opposite—that 

JuxtaComm argued the patent’s validity to the PTO in light of the cited prior art.26   

Though Lanier has argued that a reexamination will simplify the issues, this is pure 

speculation as the opposite may be true as well.  Indeed, “the reexamination process may 

actually complicate a case by creating additional prosecution history estoppels and disavowal 

arguments that must be addressed during claim construction.”  Roy-G-Biv Corp. v. Fanuc Ltd., 

No. 2:07-cv-418, 2009 WL 1080854, at *2 (E.D. Tex. Apr. 14, 2009); see also Sunbeam Products, 

Inc. v. Hamilton Beach Brands, Inc., 2010 WL 1946262, at *3 (E.D. Va. 2010) (finding that a 

stay will not simplify the issues where the PTO recently examined the patent during the 

                                                 
26 Def.’s Mot. 6, June 20, 2011, ECF No. 40 (“Significantly, the PTO’s Final Rejection of these 
claims comes after JUXTACOMM conducted a private interview with the Patent Examiner, 
attempted to distinguish the prior art of record, and submitted declarations in support of its 
arguments.”). 
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application process); Parallel Networks, LLC v. Microsoft Corp., No. 2:09-cv-00172, slip op. at 6 

(E.D. Tex. May 10, 2010) (noting the same in light of the PTO’s final rejection of all asserted 

claims and finding that this factor weighed against granting a stay).27  In any event, this Court 

has the benefit of the PTO’s expert view from the first reexamination, if needed.  Courts often 

find that a stay will not likely simplify the issues when the PTO has already conducted a 

reexamination of the patent at issue.  See Rosenthal Mfg. Co. v. Thermal Equip., Inc., 1988 WL 

3830384 (D. Kan. 1988) (denying motion to stay pending a second reexamination of the patent-

at-issue); Agar Corp. v. Multi-Fluid, Inc., 983 F.Supp. 1126, 1127 (S.D. Tex. 1997) (“[A] court 

will be inclined to proceed to trial when it already has the benefit of a technical evaluation from 

the Patent Office arising out of a prior reexamination.”). 

In sum, the Court will not need the PTO’s expert view to facilitate its understanding of 

the ‘662 patent.  JuxtaComm has not amended the claims of the ’662 patent, and it is not for 

Defendants to speculate on whether, when, or how JuxtaComm might amend the claims.  In fact, 

wasted time, resources, and irreparable harm to JuxtaComm are the only sure results of any stay 

in this case. 

C. A stay is not warranted despite the early stages of this litigation. 

This case may be in its early stages, but this fact alone fails to justify a lengthy stay.  See 

Sunbeam Products, Inc. v. Hamilton Beach Brands, Inc., 2010 WL 1946262, at *3 (E.D. Va. 

2010) (Payne, J.) (“Although the advanced nature of a case approaching trial may weigh heavily 

against granting a stay, the opposite inference—that a stay in the early stages should weigh 

heavily in favor of a stay—is not true.” (citing Sighting Sys. Instruments, LLC v. Prestige Law 

Enforcement, Inc., 2006 WL 2642184 (N.D. Tex. 2006)).  Indeed, courts typically conclude that 

                                                 
27 Exh. 8. 
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stays in patent litigation pending reexamination lead to the wrong result, even at early stages in 

the litigation.  See, e.g., Network Appliance, Inc. v. Sun Microsystems, Inc., No. C-07-06053 EDL, 

2008 WL 2168917, at *3 (N.D. Cal. May 23, 2008); App Pharm., LLC v. Ameridose LLC, No. 

10-4109, 2011 WL 816622, at *2 (D. N.J. Mar. 8, 2011) (denying a stay pending reexamination 

where the case was in its early stages); Wordtech Sys., Inc v. Microboards Mfg., LLC, No. C 09-

04612, 2010 WL 1641510, at *2 (N.D. Cal. Apr. 22, 2010) (denying accused infringer’s motion 

to stay case pending reexamination even though case was in its early stages); Affinity Labs of 

Tex., LLC v. Nike, Inc., No. C 10-5543 CW, (N.D. Cal. May 13, 2011) (denying accused 

infringers’ motion to stay pending reexamination even though the parties had not yet appeared 

for a case management conference).28 

D. Neither party will suffer a hardship by proceeding with the litigation. 

Lanier’s argument that a stay will prevent the parties from incurring the costs associated 

with patent infringement litigation fails to justify the requested relief.  Defendants in most cases 

would prefer a stay for as long as possible, hoping that the plaintiff will lose its resolve over time.  

Lanier asserts that significant time and money will be saved if this action is stayed indefinitely.  

However, “[t]he mere fact that this action will go forward, and that litigating it will cost money, 

is an insufficient reason to warrant a stay.”  Sunbeam Products, Inc. v. Hamilton Beach Brands, 

Inc., 2010 WL 194262, at * 4 (E.D. Va. 2010); see also ePlus, Inc. v. Lawson Software, 2010 WL 

1279092, at *3 (E.D. Va. 2010) (“Being required to defend a suit, without more, does not 

constitute a clear case of hardship or inequity . . . .” (citing Lockyer v. Mirant Corp., 398 F.3d 

1098, 1112 (9th Cir. 2005))).  Moreover, as previously argued, an indefinite stay prejudices 

JuxtaComm and fails to serve the efficient administration of justice or the public interest.  

                                                 
28 Exh. 10. 
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Osmose, Inc. v. Arch Chemicals, Inc., No. 2:10-cv-00108, slip op. at 2 (E.D. Va. Jan. 28, 2011) 

(Friedman, J.) (“[I]n determining whether to grant what will likely be a multi-year stay, a district 

court should not lose sight of its ‘paramount obligation to exercise jurisdiction timely in cases 

properly before it.’” (citing Cherokee Nation of Okla. v. United States, 124 F.3d 1413, 1416 (Fed. 

Cir. 1997))).29 

V. CONCLUSION 

Defendants have failed to offer any justifiable basis, in fact or law, for this Court to go 

against sound principles and precedent regarding the treatment of requests for a stay.  A stay 

would severely prejudice JuxtaComm and has the potential for crippling JuxtaComm’s marketing 

and licensing efforts in a market where its ability to compete has already been made difficult by 

the infringing actions of the Defendants.  Further, rather than simplifying the case, a stay may 

complicate matters.  For these reasons, the Court should deny Defendant’s Motion to Stay.  

 

Dated: July 1, 2011    Respectfully submitted, 

 

/s/ Anthony T. Pierce 
 

Anthony T. Pierce 
Virginia Bar No. 27862 
AKIN GUMP STRAUSS HAUER & FELD LLP 
1333 New Hampshire Avenue, NW 
Washington, DC 20036 
Telephone: (202) 887-4000 
Facsimile: (202) 887-4288 
E-mail:  apierce@akingump.com 
 
R. LAURENCE MACON, TRIAL COUNSEL  
(pro hac vice) 
Texas Bar. No 12787500 

                                                 
29 Exh. 4. 
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I HEREBY CERTIFY that a true and correct copy of the foregoing Response to Lanier’s 
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Virginia, on July 1, 2011, and that all counsel of record were served via the Court’s electronic 

mail notification system.   

/s/ Anthony T. Pierce  
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90/010,526
Patent Under Reexamination
6195662

Art Unit
3992

Office Action in Ex Parte Reexamination Examiner
Deandra M. Hughes

-. The MAILING DA TE of this communication appears on the cover sheet with the correspondence addres ..

al8 Responsive to the communication(s) filed on 30 October 2009. bti This action is made FINAL.
cD A statement under 37 CFR 1.530 has not been received from the patent owner.

A shortened statutory period for response to this action is set to expire 2. month(s) from the mailng date of this letter.
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).
If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days
wil be considered timely.

Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1.

2.

o Notice of References Cited by Examiner, PTO-892.

o Information Disclosure Statement, PTO/SB/08.

3. 0
4. 0

Interview Summary, PT0-474.

Part II SUMMARY OF ACTION

1a. 18 Claims 1-19 are subject to reexamination.

1 b. 0 Claims _ are not subject to reexamination.

2. 0 Claims _ have been canceled in the present reexamination proceeding.

3. 18 Claims 1-12 and 17-19 are patentable and/or confirmed.

4. 18. Claims 13 are rejected.

5. 0 Claims _ are objected to.
6. 0 The drawings, filed on _ are acceptable.

7. 0 The proposed drawing correction, fied on _ has been (7a)D approved (7b)0 disapproved.
8. 0 Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).

a)O All b)O Some'" c)O None of the certified copies have
10 been received.
20 not been received.
30 been filed in Application No. _ .

40 been filed in reexamination Control No. _
50 been received by the International Bureau in PCT application No. _'

'" See the attached detailed Offce action for a list of the certified copies not received.

9. 0 Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 C.D.
11,453 O.G. 213.

10. 0 Other:

cc: Requester (if third pary reauester)
u.s. Palenland Tiademark Ofice
PTOL.466 (Rev. 086) Offce Action in Ex Parte Reexamination Part of Paper No. 20091203
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EX PARTE REEXAMINATION NON-FINAL ACTION

1. This is an ex parte reexamination of U.S. Patent No. 6,195,662. (lithe '662

patent") Original patent claims 1-19 are under reexamination.

References Cited in this Action

2. Melton et al. Understanding the New SOL: A Complete Guide. 1993. ("Melton")

3. The Infopump Script Language Guide, 1993. ("SLG")

4. The Infopump Installation Guide. 1993. ("ISG")

5. The Infopump Manager Guide. 1993. ("MG")

6. Morgenstern, Matthew. An Integration Platform for Heterogeneous Databases.

The DAISY System. 1996. ("DAISy")

7. USP 5,694,578 to Upso'n. Jan. 13,1998. (" Upson")

BRIEF DESCRIPTION OF THE '662 PATENT

8. The '662 patent is a system for transforming and exchanging data between .

distributed heterogeneous computer systems. (Abstract), Since businesses frequently

use disparate data formats and data storage within a corporate structure, the system of

the '662 p~tent permits data exchange between heterogeneous computer systems

when different formants are used, (col. 1 :20-30). . Prior art systems were slow and

resource intensive because they required a metadata object for each datalist object:

(coL. 1 :37-38). In addition, the prior art systems were inflexible and unsuitable for use in

many applications because they were only capable of moving data from an object-

oriented environment. (coL. 1 :40-47).

The '662 patent discloses a system that imports data from a source computer

system, transforms the data, and exports it to a target control system under the control
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of a script processor using metadata definitions stored in a metadata database. (lgJ.

Metadata is the description of the properties of the data being manipulated. UgJ It is

well known in the art that metadata is 'data about data' such as how, when, and by

whom a particular set of data was collected and how the data is formatted.

CLAIM TREA TMENT

9. Patent Owner ("PO") has acted as his own lexicographer as to the term "data

bag". Specifically, PO states:

"A generic format data bag contains both the data to be manipulated and the
data structure definitions, in a generic format. . The present invention wil use the
title 'data bag' to indicate a generic format data bag. II (coI.2:35-40: emphasisadded). .

As a result, the claim term data bag is defined as containing: (1) the data to be

manipulated; and (2) data structure definitions, which are in a generic format.

THE INFOPUMP REFERENCES: SLG, ISG, and MG

10. Claims 1-12 and 14.19 are confirmed as patentable over the combination of

SLG, ISG, and MG. .

The InfoPump references are essentially three parts of a body of references for

the InfoPump system: (1) the Script Language Guide (SLG), (2) the Installation and

Server Guide (ISG), and (3) the Manager Guide (MG).

InfoPump is a client-server tool that transfers data between major database

management systems on an ad hoc or scheduled basis. (MG, P9. 5). InfoPump

typically collects data for transfer via SQL queries. (Id.) In addition, InfoPump can

manipulate data in transit according to instructions written in its high levellanguag~.

(lgJ The result is the abilty to move, merge, and synchronize data across database
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platforms, bring it to the people who need the information for transforming and

exchanging data between distributed heterogeneous computer systems. (Id.)

The information that InfoPump needs, such as what data to move and when, is

contained in the InfoPump Database, which is maintained through the InfoPump

Manager. (lç) The Manager is used to create users, create and update objects used to

build InfoPump sessions, and edit the script and queries used to collect, move, and

manipulate data. (lç)

However, the combination of SLG, ISG, and MG do not disclose or suggest the

claimed metadata database for storing logical import and export data interfaces of

independent claim 1 and dependent claim 18. The.elèment that reads on the
lmetadata database' is the InfoPump Database, or Idb, as shown in MG, page 5. The

Idb is the database that contains the information that InfoPump needs to transfer and

manipulate data, (MG. pg. 51). The Interfaces are the logical import and export data

interfaces because the users of the programs Excel, Lotus Notes, etc. are sharing data

via InfoPump. These programs send or receive the data to be manipulated by

InfoPump. SLG sections 6-1 to 13-1 describe the interfaces for these systems. These

are the Interfaces of the FigureA. As shown in Figure A, the Idb does not store the

logical import and export data interfaces because the interfaces are separated from the

Idb by the InfoPump server.
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Manager

The infonnation that InfoPwnp needs, such as
what dati to move and when, is contied in

the Idb (lfoPwnp Datibase) which is main-
tained though the InfoPump Maager. The
Manager is used to create users, create and .
update objects used to buid InfoPwnp ses-
sions, and edit the scripts and queries used to

collect move, and manpulate dara.
The. Manager is also used to momtor
the InfoPump Server,

InfoPump
server

SQL
front
ends

Figure A: MG, page 5

For at least this reason, claims 1-12 and claim 18 are confirmed as patentable

over the combination of SLG, ISG, and MG.

As to claims 14-16, the combination of MG, SLG, an~ ISG does not disclose or

suggest that the logica/ import data interface (e.g. fr~m Lotus Notes interface. SLG. Chi

~) comprises import data views and said import data bag in combination with the other

features of the claim. Here, an example of the 'import data bag' is the database

connected to LOTUSNOTES. As is shown in Figure A, the import data interface (~

Lotus Notes interface, SLG. Chi 9) is distinct from the import data bag, Le. the database

connected to LOTUSNOTES. Consequently, the logical import data interface does not

comprise the import data bag. Further, a teaching of the claimed import data views is
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absent in the combination of MG, SLG, and ISG. For at least these reasons, claims

14-16 are confirmed as patentable over the combination of MG, SLG, and ISG.

As to claims 1-12 and 17-19, the combination of MG, SLG, and ISG does not. .
disclose the claimed rule set processor in combination with the other features of the

claim. In independent claims 1 and 17, a rule processor is claimed as an element

distinct from the script processor. In the combination of MG, SLG, and ISG, the script

processor would be the InfoPump server because the InfoPump server executes the

scripts. (SLG, Chi 1). Since the Idb reads on the element of the script processor, the

combination of MG, SLG, and ISG does not disclose or suggest a distinct processor for

processing the rules. Further, the Examiner was unable to identify any suggestion in

the combination for one of ordinary skil in the art to partition the InfoPump server into

two processors, i.e. the script processor and the rule processor. For at leasUhis reason,

claims 1-12 and 17-19 are confirmed as patentable over the combination of MG, SLG,

and ISG.

11. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over MG in

view of SLG and ISG.

As to claim 13, the combination of MG and SLG disclose a method of controllng
data transformation comprising the steps of:

(a) operating a script processor (MG, QS; 'InfoPump Server) that utilzes
metadata1 stored in a metadata database (Idb) to control:

(1) the loading of data into an import data bag (e.g. the database .
connected to LOTUS NOTES) from a logical import data interface
(e.g. from Lotus Notes interface. SLG. Chi 9); and'

1 'data about data' such as how, when, and by whom a particular set of data was collected and how the

data is fonnatted.
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(b) performing anyone or more ofthe following steps to convert the data to a
desired format (e.g. Conversion function. SLG. §3-4) in an export data bag
(e.g. the database connected to POWERBUILDER);

(1) sorting said data according to a predetermined order;

"NotesColumn is the name of a sorted column in the specified
Notes view." (SLG, §9-11)

"The structure must include at least one UPDATE 
KEY field that

corresponds to the left-most sorted column as it appears in the
view--and each additional UPDATE KEY field must correspond to
the next left-most sorted column in the view." (SLG, §9-15;
emphasis original)

(2) copying data from a first data bag into another data bag of the
same type;

"STRUCTCOPY...copies the contents of structure instances
(source_structure) to another structure instance (target_structure),
both of which must be based on the same structure definition./l
(SLG, §9-15)

(3) formatting data from a data bag into another data bag of a different
type, using a defined rule set; and

"#FORM identifies the name of the Notes form that defines the
format of the documents to be extracted. Specify the form name in
a string after the parameter name./l (SLG, §9-10)

(4) saving the data in the export data bag out to an export data
connection.

"STORE transfers the data from a loaded structure instance to a
connected database (or from a loaded element of 

an array of
structures to a connected database). The basic STORE
parameters are the same regardless of the database interface
involved, but certain interfaces support additional parameters (SLG,
§2-28)

(c) saving the data in the export data bag (e.g. the database connected to
POWERBUILDER) out to an export data connection (~
POWERBUILDER).
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Although all the claim limitations are not disclosed in a single prior art reference,

it would have been obvious to one of ordinary skil in the art to combine the teachings of

MG, SLG, ~nd ISG because they are merely three manuals emphasizing separate

aspects of the InfoPump system.

THE DAISY REFERENCE

12. Claims 1-12 and 14-19 are confirmed as patentable over DAISy, alone or in

combination. . .

Like the '662 patent, DAISy is an integration platform for heterogeneous

databases, (~). A key focus is on the reusabilty of components through a

specification based approach. (Id.) DAISy utilizes a declarative specification language

which is referred to as the high level data structure specification, (lgJ This language

can describe diverse database schemas and specialized file formats. (lgJ For a given

situation there are separate descriptions for the source representation and for the target

representation. (lgJ In addition, a rule-like specification describes functional

transformations in a manner similar to that of production rule systems. (ll)

DAISy does not teach or suggest the claimed rule set processor responsive to

said script processor in combination with the other limitations set forth in the claim. In

DAISy, the script processor has to be the mediator generator because the mediator

generator controls data transformation and has two schema analyzers which analyze

the logical structure of the source and the target, respectively, (fig. 2, pg. 5) The hi-level

transformation rules specification (HL TRS) would be the closest element to the claimed'
i.

rule set processor. However, the HL TRS is not disclosed as a separate processor. As
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a result, claims 1-12 and 17-19 are confirmed as patentable over DAISy because,

DAISy does not teach or suggest the c1amed script processor and the claimed rule set

processor in combination with the other features in the claims.2

As to claims 14-15, DAISy does not 'disclose or suggest the claimed logical

import data interface comprises import data views because the View Generator is part

of the mediator generator which is distinctly separated from the logical import data

interface, Le. the high-level data schema, specification (HLDSS) by the schema

analyzer. (figure 2. pg. 5)

13. Claim 13 is rejected unçfer 35 U.S,C. 102(a) as being anticipated by DAISy.

As to claim 13, DAISy discloses a method of controllng data transformation
comprising the steps of operating a script processor that utilizes metadata stored in a
metadata database to control:

Mediator generator because the mediator generator controls data transformation
and has two schema analyzers which analyze the logical structure of the source
and the target, respectively, (fig. 2, P9. 5; see also figure 1 l P9. 4)

(a) the loading of data into an import data bag from a logical import data
interface; and

HLDSS: high level data structure specifications; "The two HLDSS data
structure specifications describe the source and target data .
representations, respectively." The schema specification is analyzed by
the Schema analyzers (§2.1. 1I1I1-2: emphasis added).

(b) performing anyone or more of the. 
following steps to convert the data to a

desired format in an export data bag;

(1) sorting said data according to a predetermined order;

"each tuple is an ordered aggregation (sequence) of the attribute
and field values.." (P9. 7. §3.1! 1st m

2 Compare figure 2 of the '662 patent with figure 1 of DAISy on page. 4,
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(2) formatting data from a data bag into another data bag of a different
type, using a defined rule set; and

(Transformer Engine, figure,2, pg. 5)

(c) saving the data in the export data bag out to an export data connection.

(Target Builder, figure 2, pg. 5)

THE UPSON REFERENCE

14. Claims 1-19 are confirmed as patentable over the Upson, alone or in

combination.

Upson is a method and apparatus for converting data according to a selected

data transformation. (Abstract), The user can select data transformations for converting

input data to output data without having to perform complicated operations. (Id.)

Upson discloses an interactive graphic display provider which enables a user to

generate input and output graphic'display templates. (Id.) The user then identifies a

selected data transformation by making assignments between data items in the input

template and the output template. (lgJ A conversion system then converts data in a

given structure into the desired data structure. (coI.4:27-32) The conversion system

consists of two main components: (1) the data editor #98 of figure 3 and (2) the data

scribe module #94 of figure 4, (coL. 5:10-11)

U.pson does not disclose or suggest the ~Iaimed systems interface for defining

data transformation scripts, the claimed metadata database for storing said data

transformation scripts or the claimed script processor. The systems interface, i.e. User

Interface #70, Visual Manger #72, and Data Editor #98, allows a user to generate input

and output graphic display templates and to identify a selected data transformation by
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making assignments between data items in the input template and the output template.

(coI.5:15-25). These data transformations are the data transformation rule sets.

However, Upson does not teach or suggest data transformation scripts. For at least

this reason, claims 1.19 are confirmed as patentable over Upson.

Conclusion

15. In order to ensure full consideration of any amendments, affidavits or

declarations, or other documents as evidence of patentability, such documents must be

submitted in response to this Offce action. Submissions after the next Offce action,

which is intended to be a final action, will be governed by the requirements of 37 CFR

§1, 116, after final rejection and 37 CFR §41.33 after appeal, which wil be strictly

enforced.

16. The patent owner is reminded that any proposed amendment to the specification

and/or claims in this reexamination proceeding must comply with 37 CFR §1.530(d)-U).

17. 'Extensions of time under 37 CFR §1.136(a) wil not be permitted in this

proceeding because the provisions of 37 CFR §1.136 apply only to "an applicant" and

not to parties in a reexamination procee~ing. Additionally, 35 USC §305 requires that

reexamination proceedings "will be conducted with special dispatch," Extensions of

time in Ex Parte reexamination proceedings are provided for in 37 CFR §1,550(c).

The patent owner is reminded of the continuing responsibilty under 37 CFR §1.565(a),

to apprise the Office of any litigation activity, or other prior or concurrent proceeding,

involving the patent throughout the course of this reexamination proceeding. See
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MPEP §§2207, 2282, and 2286. The third party is also reminded of the ability to

apprise the offce of such activity.

18. All correspondence relating to this ex parte ,reexamination proceeding should' be

directed:

By Mail to: Mail Stop Ex Parte Reexam
Attn: Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Offce
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Centra,1 Reexamination Unit

By hand: Customer Serv.ice Window
Randolph Building.
401 Dulany Street
Alexandria, VA 22314

19. Registered users of EFS-Web may alternatively submit such correspondence via

the electronic filing 'system EFS-Web, at:

bltp.~L1,.QQljJl.i .1.§P.1Q~yf¡lltb.e.ntjÇJlt.eJ.~nthenticatellerIQ.caleiJttml,

EFS-Web offers the benefit of quick submission to the particular area of the

Office that needs to act on the correspondence. Also, EFS-Web submissions are "soft

scanned" (i.e., electronically uploaded) directly into the offcial file for the reexamination

proceeding, which offers parties the opportunity to review the content of their

submissions after the "soft scanning" process is complete.

20. Any inquiry concerning this communiçation or earlier còmmunications from the

examiner, or as to the status of this proceeding, should be directed to the Central

Reexamination Unit at telephone number (571) 272-7705.
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Signed:

/Deandra M. Hughes/

Deandra M. Hughes '
Primary Examiner
Central Reexamination Unit 3992
(571) 272-6982

December 15, 2009

. Conferees:

/A. J. G.I J£St.

Examiner, Art Unit 3992,
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UNITED STATES DISTRICT COURT 

EASTERN DISTRICT OF VIRGINIA 

Norfolk Division 

OSMOSE, INC., 

Plaintiff, 

FILED 

JAN 2 8 2011 

CLfiRK. U.S. DISTRICT COURT 
NC-PO! •-• VA 

Civil Action No. 2:10cvl08 
v. 

ARCH CHEMICALS, INC., 

ARCH WOOD PROTECTION, INC., 

ARCH TREATMENT TECHNOLOGIES, INC., 

COX INDUSTRIES, INC., 

ROCKY TOP BUILDING PRODUCTS, INC., and 

MADISON WOOD PRESERVERS, INC., 

Defendants. 

MEMORANDUM ORDER 

This matter is before the court on defendants' motion to stay based on the PTO's grant of 

an inter partes reexamination and issuance of a "First Office Action" indicating that the Claims 

1-29 of the '481 patent are invalid. The instant motion is fully briefed and ripe for review. For 

the reasons set forth below, the court declines to exercise its broad discretion to stay this matter. 

Defendants' motion is therefore DENIED. 

"The Supreme Court has long recognized that district courts have broad discretion to 

manage their dockets, including the power to grant a stay of proceedings." Procter & Gamble 

Co. v. Kraft Foods Global. Inc., 549 F.3d 842, 848-49 (Fed. Cir. 2008) (citing Landis v. N. Am. 

Co 299 U.S. 248,254-55 (1936)). "It is well-settled law that a district court may exercise 

[such] discretion when ruling on a motion to stay proceedings pending reexamination of the 

patents-in-suit by the PTO." NTP. Inc. v. Research In Motion. Ltd.. 397 F. Supp. 2d 785, 787 

(E.D. Va. 2005). However, a district court "is under no obligation to delay its own proceedings 
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by yielding to ongoing PTO patent reexaminations, regardless of their relevancy to infringement 

claims which the court must analyze." Id. at 787; see Viskase Corp. v. American Nat. Can Co.. 

261 F.3d 1316, 1328 (Fed. Cir. 2001) ("The court is not required to stay judicial resolution in 

view of the reexaminations."). 

Although a court is not obligated to stay a patent infringement case based upon a parallel 

reexamination, it may opt to do so in order to avoid inconsistent results, narrow the issues, obtain 

guidance from the PTO, or simply to avoid the waste of judicial resources. Notwithstanding such 

potential benefits, in determining whether to grant what will likely be a multi-year stay, a district 

court should not lose sight of its "paramount obligation to exercise jurisdiction timely in cases 

properly before it." Cherokee Nation of Oklahoma v. United States. 124 F.3d 1413,1416 (Fed. 

Cir. 1997): see Sunbeam Products. Inc. v. Hamilton Beach Brands. Inc.. No. 3:09cv791, 2010 

WL 1946262, at *2 (E.D. Va. May 10, 2010) (unpublished) fquoting American Steamship 

Owners Mut. Protection and Indem. Ass'n. Inc. v. Lafarge North America. Inc.. 474 F. Supp. 2d 

474,488 (S.D.N.Y. 2007)) ('"Judicial efficiency,' a central concern when considering a motion 

to stay, 'has a temporal component and mandates that the matter be decided at the earliest 

possible time.'"). In considering the propriety of a stay pending PTO reexamination, district 

courts consider a variety of factors, including the stage of discovery, whether a trial date has been 

set, the potential for undue prejudice on the non-moving party, whether a stay will simplify the 

issues for trial, whether denial of a stay will prejudice the moving party, and the stage of the PTO 

reexamination process. See, e.g.. MercExchange. L.L.C. v. eBav. Inc.. 500 F. Supp. 2d 556, 563 

(E.D. Va. 2007); Soverain Software LLC v. Amazon.com. Inc.. 356 F. Supp. 2d 660, 662 (E.D. 

Tex. 2005); Xerox Corp. v. 3Com Corp.. 69 F. Supp. 2d 404,406 (W.D.N.Y. 1999). 

Although some district courts justify staying a patent case based on the federal statute 

2 
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requiring that PTO reexaminations be "conducted with special dispatch," 35 U.S.C. § 305, this 

court affords minimal weight to such statutory provision as the undeniable reality is that even if 

the PTO promptly responds to all filings, the parties often request extensions and the 

reexamination process frequently takes several years to complete. Furthermore, even after the 

PTO issues a final agency action, the gravity of the stakes in patent disputes often leads to 

appeals to both the Board of Patent Appeals and Interferences ("BPAI") and federal courts. See, 

e^, In re American Ac^mv nf Science Tech Center, 367 F.3d 1359, 1362-63 (Fed. Cir. 2004) 

(affirming the BPAI's claim construction ten years after the request for PTO reexamination was 

filed).1 Although the potential length of such process certainly does not bar entry of a stay, it is a 

consideration that this court takes seriously when exercising its broad discretion. 

Here, the PTO reexamination was filed less than six months ago, and the PTO re-

examiner has only recently issued a "first office action." It is unclear how many months or years 

will pass before a final action is issued, and as noted above, that ruling would still be appealable 

to the BPAI and ultimately the federal courts. As for the instant litigation, the complaint was 

filed nearly a year ago, a Markman hearing has been conducted, significant discovery has been 

completed, numerous motions have been filed and addressed by the court, and a trial is scheduled 

to begin in approximately three months. Furthermore, both parties have already filed partial 

motions for summary judgment. In addition to such considerations, the court notes that plaintiff 

alleges large scale and ongoing infringement by defendants, who are purportedly Osmose's chief 

competitors in the wood-preservation industry. See Tesco Corp. v. Weatherford Int'l, Inc., 599 

1 According to recent PTO statistics, the "average pendency" of an inter par 

reexamination, which does not appear to include the time it takes to obtain a decision on appeal 
to the BPAI, is approximately three years. See http://www.uspto.gov/patents/stats/IP_quarterly 

_report_Sept_2010.pdf. 
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F. Supp. 2d 848, 851 (S.D. Tex. 2009) ("Where the parties are direct competitors, a stay would 

likely prejudice the non-movant"). Although Osmose has not filed a motion for a preliminary 

injunction, the complaint does seek injunctive relief. Osmose therefore might be prejudiced by a 

multi-year stay that could allow defendants to both continue selling the allegedly infringing 

products and further increase their market share. Finally, defendants have not established that the 

denial of a stay will result in undue harm. See Sunbeam Products, 2010 WL 1946262, at *4 

(indicating that being required to defend against a suit is not sufficient to establish a "clear case 

of hardship or inequity," and that "[t]he mere fact that th[e] action will go forward, and that 

litigating it will cost money, is an insufficient reason to warrant a stay"). 

Considering the factors discussed above,2 particularly the early stage in the reexamination 

process and this court's obligation to timely resolve cases properly before it, the court declines to 

enter a stay in this case. Defendants' motion to stay is therefore DENIED. 

The Clerk is REQUESTED to send copies of this Order to all counsel of record. 

It is so ORDERED. 

/s/ 

Jerome B. Friedman 

SENIOR UNITED STATES DISTRICT JUDGE 

Norfolk, Virginia 

January)* ̂ ,2011 

2 The court's ruling is based on the factors discussed herein and not based on a finding 
that defendants are dilatory or that the request for reexamination was filed in an untimely 

manner. 
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IN THE UNITED STATES DISTRICT COURT 

FOR THE EASTERN DISTRICT OF VIRGINU 

Norfolk Division 

FILED 

TELECOMMUNICATION SYSTEMS, INC., 

Plaintiff, 

v. 

CLERK. US DIS7RICT COURT 

NOWOI.K. VA 

Civil Action No. 2:09cv387 

SYBASE 365, INC., 

f/k/a 

MOBILE 365, INC., 

Defendant. 

ORDER 

This case involves a patent dispute between Plaintiff Telecommunication Systems, Inc. 

("TCS") and Defendant Sybase 365, Inc. ("Sybase 365"). The parties appeared before the Court 

for a Markman hearing on December 15,2009. At the Markman hearing, the Court also heard 

argument concerning a Motion to Stay Proceedings Pending Conclusion of Inter Paries 

Reexamination ("Motion to Stay"), filed by Sybase 365 on November 25,2009. Having heard 

from the parties, and having considered their briefs and exhibits, the Court now addresses the 

Motion to Stay and the disputed terms in the Patents at issue. 

The Court declines to order a stay of these proceedings pending the outcome of the Patent 

and Trademark Office's inter paries reexamination. Although granting a stay might arguably 

simplify issues for trial and conserve judicial resources, these benefits are greatly outweighed by 

the prejudice TCS would face if a stay were granted. Accordingly, the Court DENIES Sybase 

365's Motion to Stay. 
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The Court has reviewed United States Patent No. 6,891,811 ("the '811 patent") and 

United States Patent No. 7,355,990 ("the '990 patent"), as well as the intrinsic and extrinsic 

evidence submitted by the parties. For the reasons set forth herein, the Court constructs the 

disputed terms as follows. 

The Court ADOPTS the following construction for the term "Gateway" in the '811 and 

'990 Patents: "A combination of hardware, firmware and/or software that allows a 2-way short 

message service-capable device to interact with one or more HTTP devices by converting 

information from one protocol to the other protocol." 

The Court ADOPTS the following construction for the term "Short Message" in the '811 

and '990 Patents: "A message limited to 140 bytes capable of being sent or received by a mobile 

device using a standardized messaging protocol that governs the size and structure of the 

message." 

The Court ADOPTS the following means-function construction for the term "Translation 

Module" in the '811 and '990 Patents: "Function: to translate said short message into an HTTP 

protocol message and/or to translate said return results into a short message. Means: A 

combination of hardware, firmware and/or software that translates a short message into an HTTP 

protocol message and is capable of creating a short message from an HTTP protocol message." 

The Court ADOPTS the following construction for the term "Two-way Short Message 

Service Communication" in the '811 Patent: "Bi-directional synchronous communication 

between a short message service device and an HTTP device." 

The Court ADOPTS the following construction for the term "Short Message Service 

Device" in the '811 Patent: "A device that uses standardized communication protocols to allow 

interchange of short messages." 
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The Court ADOPTS the following construction for the term "HTTP Device" in the '811 

Patent: "A combination of hardware, firmware and/or software that is capable of receiving and 

sending HTTP communications." 

The Court ADOPTS the following construction for the term "Return Response" in the 

'811 and '990 Patents: "Response from an HTTP device intended for a short message service 

device." 

I. Factual and Procedural Background 

/. Overview 

TCS is a publicly traded company that specializes in wireless technology. Its clients 

include government agencies and cellphone companies. TCS offers a range of wireless products, 

from military-grade satellite communication devices to GPS navigation tools for mobile phones. 

Roughly a quarter of the text messages sent worldwide use some form of TCS technology. 

Sybase 365 is a subsidiary of Sybase, a database management software company. Sybase 

365 specializes in "mobile messaging services." These services include standard text messaging 

as well as more advanced mobile phone applications, such as tools for conducting banking 

transactions on a cellphone. Like TCS, Sybase 365 is a leader in text messaging technology. 

TCS and Sybase 365 have fought several battles over patent infringement, including a 

2007 willful infringement case decided in favor of TCS. See Telecommunication Systems. Inc. 

v. Mobile 365. Inc.. 2007 WL 2416539 (E.D. Va. 2007). The present dispute began on July 30, 

2009. TCS filed a lawsuit against Sybase 365, alleging infringement of two related patents. The 

first patent, United States Patent No. 6,891,811 ("the '811 patent") is a patent for a "Short 

Messaging Service Center Mobile-Originated to HTTP Internet Communications." The second 

patent, United States Patent No. 7,355,990 ("the '990 patent") is entitled "Mobile-Originated to 
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HTTP Internet Communications." TCS alleges that Sybase 365 has infringed on these patents 

"through, among other activities, the manufacture, use, importation, sale and/or offer for sale of 

products, services, methods, and technology permitting the two-way communication of short 

messages between either a short message service center or a wireless handset, and an HTTP 

device or an Universal Resource Locator." (Compl. 1J7). 

TCS further alleges that Sybase 365 has infringed on these patents "with full knowledge 

of at least the '811 patent and its applicability to its business and, upon information and belief, 

the '990 patent and without having taken adequate and necessary steps to avoid infringement of 

the '811 and '990 patents." As evidence of this claim, TCS submits that Sybase 365 was 

provided with actual notice of the patents, but failed to respond to TCS's communications 

regarding the patents and continued to infringe on the patents in "an objectively reckless manner 

... in violation of 35 U.S.C. §284." (Compl. ̂ 11). 

On October 2,2009, Sybase 365 responded with a separate lawsuit against TCS, alleging 

infringements of two of Sybase 365's patents. The first patent, United States Patent No. 

5,873,040 ("the '040 patent"), is entitled "Wireless 911 Emergency Location." The second 

patent, United States Patent No. 7,082,312 ("the '312 patent") is a patent for "Short Message 

Gateway, System and Method of Providing Information Service for Mobile Telephones." 

Sybase alleges that TCS has infringed on these patents through the sale of "location-based 

information service for mobile telephones including, but not limited to, TCS' Xy products and 

services." Unlike TCS, Sybase 365 does not allege that its competitor willfully infringed on its 

patents in violation of 35 U.S.C. §284. 

2. The Relevant Patents 

SMS messaging, or "texting," is the predominant form of mobile communication 
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worldwide. To summarize briefly, SMS messaging functions by delivering a 140-byte message 

from a cellular phone to a Short Messaging Service Center, or SMSC. The SMSC then delivers 

the message to its intended recipient. The primary advantage of an SMSC over a direct phone-

to-phone communication network is that the SMSC can store a message and deliver it later if the 

intended recipient has switched off their phone. 

Cellular phones are commonly configured for internet access using a standard known as 

Wireless Application Protocol, or WAP. WAP functions by allowing the mobile phone user to 

access a built-in browser programmed into the mobile phone. The browser transmits data to a 

WAP gateway, which obtains requested data from the internet and translates it into a 

programming language the mobile phone can understand. This reformated data is then sent to 

the mobile phone user. 

TCS' Patents cover a technology similar to a WAP gateway, described in the Patents as a 

mobile-to-HTTP protocol gateway (MHG). In essence, the Patents describe a method whereby a 

SMSC can translate a text message into a standardized format, send that message to a web 

server, and translate and send the server's response back to the original user (or other recipients) 

as a text message. Unlike a WAP user, a mobile phone user using a MHG can interact with the 

internet directly through text messaging, without accessing a specialized browser. 

3. Markman Hearing 

On October 27, 2009, the Court ordered the parties to prepare and submit a joint 

statement by November 10,2009 to apprise this Court of the portions of the patent, if any, that 

are actually in dispute. The joint statement must identify the following: 

1. The construction of the claims and terms to which the parties agree; 
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2. Each side's construction of disputed claims and terms, if any; 

3. Each side's rebuttal to the proposed construction submitted by the opposing party, 

if any; and 

4. If disputed claims and terms exist, each proposed witness at the claim-

construction hearing together with a brief description of the witness' testimony. 

See Precision Shooting Equip.. Inc. v. High Country Archery. 1 F. Supp. 2d 1041, 1042 (D. 

Ariz. 1998). 

The parties submitted a joint statement on November 10, 2009. The '990 Patent contains 

twenty-eight claims, and the '811 Patent contains twenty-seven claims. The '811 Patent is a 

continuation of the '990 Patent, and the Patents differ primarily in that the '811 Patent spells out 

certain abbreviations. TCS is asserting Claims 1,2,3,6,7, and 8 of the '990 Patent, and Claims 

1,2,3,6,7, and 8 of the '811 Patent. There are seven (7) different disputed terms, four of which 

are found in both Patents, and three of which are found only in the '811 Patent. The disputed 

terms are (1) "Gateway," (2) "Short Message," (3) "Translation Module", (4) "Two-Way Short 

Message Service Communication," (5) "Short Message Service Device," (6) "HTTP Device," 

and (7) "Return Response." 

4. Inter Partes Reexamination 

While this case was pending before the Court, Sybase 365 filed two inter partes 

reexamination requests with the United States Trademark Office (PTO). These requests were 

filed on October 2,2009, and allege that the Patents were invalid due to seven additional pieces 

of prior art that had not been considered during the patent examination process. 

The PTO granted reexamination of the Patents, and has initially rejected all the Claims at 
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issue. More specifically, on November 10,2009, the PTO granted reexamination of the '990 

Patent, and rejected Claims 1-3 and 6-8. On November 13, 2009, the PTO granted 

reexamination of the '811 Patent, and rejected Claims 1-3 and 6-8. 

II. MOTION TO STAY 

Sybase 365 filed the present Motion to Stay on November 25,2009. Sybase 365 argues 

that a stay should be granted because the case is still at an early stage, reexamination will 

simplify the proceedings, and a stay will not prejudice TCS. TCS claims that it will be 

significantly and unfairly prejudiced by a stay, and that a patent reexamination will not 

necessarily simplify the issues at trial. 

35 U.S.C. §318 provides as follows: 

Once an order for inter partes reexamination of a patent has been issued under 

section 313, the patent owner may obtain a stay of any pending litigation which 

involves an issue of patentability of any claims of the patent which are the subject 

of the inter partes reexamination order, unless the court before which such 

litigation is pending determines that a stay would not serve the interests of justice. 

Although this statutory language may suggest that only a "patent owner" can obtain a stay 

pending an inter partes reexamination, the Federal Circuit has held that an alleged infringer can 

file a motion for a stay. See Proctor & Gamble Co. v. Kraft. Inc.. 549 F.3d 842, 848 

(Fed.Cir.2008) (rejecting patantee's argument that a stay under Section 318 could not be granted 

when requested by an accused patent infringer); SP Techs.. LLC v. HTC Corp.. 2009 WL 

1285933 (N.D. III. May 6, 2009) (slip op.) (same). 

The decision to issue a stay pursuant to §318 lies "entirely within the discretion of the 

court, as it is incidental to the power inherent in this, and every, court to control the disposition 

of cases on its docket." Heinz Kettler GmbH & Co. v. Indian Industries. Inc.. 592 F. Supp. 2d 
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880, 882 (E.D. Va. 2009) (Smith, J.) (quoting Landis v. N. Am. Co.. 299 U.S. 248,254 (1936)). 

A stay should not be granted, however, "unless there is a substantial patentability issue raised in 

the inter partes reexamination proceeding." Proctor & Gamble. 549 F.3d at 849. Assuming this 

threshold showing has been met, a district court must consider whether (1) the litigation is at an 

early stage, (2) whether a stay will unduly prejudice or tactically disadvantage the non-moving 

party, and (3) whether a stay will simplify the issues in question and streamline the trial. Lincoln 

Nat'l Life Ins. Co. v. Transam. Fin. Life Ins. Co.. 2009 WL 1108822 (N.D. Ind. 2009) 

(collecting cases). 

In the present case, there is no doubt that a substantial patentability issue has been raised 

in the inter partes reexamination proceeding. The PTO has issued an initial determination 

rejecting each of the Claims in issue. While it may be true that the "PTO almost always grants 

initial rejections in inter partes reexaminations," Network Appliance Inc. v. Sun Microsvs. Inc.. 

2008 WL 4821318 (N.D. Cal. 2008), the PTO's initial rejections and the numerous pieces of 

prior art cited therein nonetheless raise a substantial question about the validity of the Patents. 

The Court acknowledges that the PTO's reexamination may result in a simplification of 

the issues in this case due to the elimination, narrowing, or amendment of the claims. Unlike ex 

pane reexaminations, inter partes reexaminations have a resjudicata effect. See Tomco Equip. 

Co. v. Southeastern Aeri-Svs.. Inc.. 542 F. Supp. 2d 1303,1309 (N.D. Ga. 2008). The PTO is 

also statistically more likely to reject all claims at issue in an inter partes reexamination than in 

an exparte reexamination. See Soverain Software. LLC v. Amazon.com. Inc.. 356 F.Supp. 2d 

660,662 (E.D. Tex. 2005) (PTO finds all allegedly infringed claims invalid "in only 12% of [ex 

parte] reexaminations requested by a third party"); United States Patent and Trademark Office, 

Inter Partes Reexamination Filing Data (June 30,2009), available at 

http://www.uspto.gov/web/patents/documents/inter_partes.pdf. This simplification should not be 
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overstated, however. The PTO rejects all allegedly infringed claims in only a slight majority of 

cases. See Inter Partes Reexamination Filing Data, supra (noting rejection of all claims in only 

60% of inter partes reexaminations) 

Despite the possibility of simplification of the issues, the Court declines to order a stay 

pending an inter partes reexamination. The Court reaches this conclusion because it finds that a 

stay pending reexamination would unduly prejudice TCS. As Judge Newman of the Federal 

Circuit recently noted, the average pendency for an inter partes reexamination is 41.7 months. 

See Fresenius USA. Inc. v. Baxter IntM. Inc.. 582 F.3d 1288, 1305 (Fed. Cir. 2009) (Newman, J., 

concurring). Sybase 365 is correct, of course, that some courts have granted stays pending 

reexamination despite the prospect of a drawn-out PTO proceeding. But the prejudice to the 

non-moving party must be measured not only by the delay attendant to a PTO examination, but 

also in terms of the length of an alternative proceeding in a district court. This judicial district 

holds the record for fastest disposition of patent cases, resolving cases on average within half a 

year. See Kimberly A. Moore, Forum Shopping in Patent Cases: Does Geographic Choice 

Affect Innovation, 83 J. Patent & Trademark Soc. 558, 575 (2001). Thus, the prejudice which 

would result from a stay in the present case is more significant than it would be if the parties 

were litigating in a district where judicial proceedings take longer to resolve. 

Considering the importance of TCS's Patents to its business and the likely length of a 

stay pending reexamination, the Court finds that a stay of this proceeding is not appropriate. The 

Court is mindful of the fact that some courts, including courts within this district, have granted 

stays pending reexamination under circumstances arguably similar to the case at hand. See, e.g.. 

NTP v. T-Mobile USA. 2007 WL 3254796 at *2-*3 (E.D. Va. Nov. 2,2007). The Court would 

respond to this point, however, by noting that other courts have denied a stay under equally 

analogous circumstances. See, e.g. ESN. LLC v. Cisco Svs.. Inc.. 2008 WL 6722763 (E.D. Tex. 
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Nov. 20,2008). Before ruling on a motion for a stay pending inter partes reexamination, a court 

must carefully balance the utility of expert PTO review against the patent holder's right to 

expeditious judicial enforcement. It is not surprising that different courts, facing different docket 

pressures, might rule differently on this question. 

Sybase 365's Motion to Stay is DENIED. 

III. LEGAL STANDARD FOR MARKMAN HEARING 

The purpose of a Markman hearing is assist the Court in construing the meaning of the 

patent at issue. Markman v. Westview Instruments, Inc.. 116 S. Ct. 1384 (1996); Markman v. 

Westview Instruments. Inc.. 52 F.3d 967 (Fed. Cir. 1995). Patents consist of "claims," and claim 

construction "is a question of law, to be determined by the court." Id. By interpreting the words 

used in a claim, courts explain the scope of the claim, which ultimately defines the scope of the 

patented invention. See Gart v. Logitech. Inc.. 254 F.3d 1334,1339-40 (Fed. Cir. 2001); 

Herbert F. Schwartz, Patent Law and Practice § 5.1 (4th ed. 2003). Where there is a 

dispute about claim meanings, claim construction is required before determining issues of 

infringement. Apex. Inc. v. Raritan Computer. Inc.. 325 F.3d 1364, 1370 (Fed. Cir. 2003). 

Claim construction is limited, however, to claims "that are in controversy, and only to the extent 

necessary to resolve the controversy." Vivid Techs.. Inc. v. Am. Science & Eng'p. Inc.. 200 

F.3d 795, 803 (Fed. Cir. 1999). 

The Federal Circuit has given the following description of the claim construction process: 

It is the person of ordinary skill in the field of the invention through whose eyes 

the claims are construed. Such person is deemed to read the words used in the 

patent documents with an understanding of their meaning in the field, and to have 

knowledge of any special meaning and usage in the field. The inventor's words 

that are used to describe the invention-the inventor's lexicography-must be 

understood and interpreted by the court as they would be understood and 

interpreted by a person in that field of technology. Thus the court starts the 

decisionmaking process by reviewing the same resources as would that person, 

viz., the patent specification and the prosecution history. 

10 
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Phillips v. AWH Corp.. 415 F.3d 1303,1313 (Fed. Cir. 2005) (en bane) (quoting Multiform 

Desiccants, Inc. v. Medzam. Ltd.. 133 F.3d 1473, 1477 (Fed.Cir.1998)). 

Unless the ordinary meaning of the claim language "as understood by a person of skill in 

the art" is readily apparent, a court must look "to 'those sources available to the public that show 

what a person of skill in the art would have understood disputed claim language to mean.'" Id. at 

1314 (quoting Innova/Pure Water. Inc. v. Safari Water Filtration Svs.. Inc.. 381 F.3d 1111,1116 

(Fed. Cir. 2004)). These sources include "the words of the claims themselves, the remainder of 

the specification, the prosecution history, and extrinsic evidence concerning relevant scientific 

principles, the meaning of technical terms, and the state of the art." Innova. 381 F.3d 1111 at 

1116. 

These different sources are not considered equal; rather, they are a "hierarchy of 

analytical tools." Digital Biometrics. Inc. v. Identix. Inc.. 149F.3d 1335, 1344 (Fed.Cir. 1998). 

The language used in the claim is the first step and most important step of the court's analysis, 

followed by the "rest of the intrinsic evidence." Adv. Cadiovascular Svs.. Inc. v. Medtronic. 

Inc.. 265 F.3d 1294 (Fed. Cir. 2001). When interpreting technical terms in a patent document, a 

court should give it the "meaning that it would be given by persons experienced in the field of 

the invention." Hoechst Celanese Corp. v. BP Chemicals Ltd.. 78 F.3d 1575, 1578 (Fed. Cir. 

1996). In other words, a court must "give a claim term the full range of its ordinary meaning as 

understood by persons skilled in the relevant art." Honeywell Intern.. Inc. v. International Trade 

Com'n. 341 F.3d 1332, 1338 (Fed. Cir. 2003). 

Second on the "hierarchy of tools" is the specification, the written description describing 

the invention that includes the claims. Phillips v. AWH Corp.. 415 F.3d 1303, 1315 (Fed. Cir. 

2005). It has been described as "a concordance for the claims," which is "based on the statutory 

II 
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requirement that the specification 'describe the manner and process of making and using' the 

patented invention. Id (internal citation omitted). The United States Court of Appeals for the 

Federal Circuit has instructed that the best way to "understand[ ] a technical term is the 

specification from which it arose, informed, as needed, by the prosecution history." Id. 

The prosecution history is the third most important tool for a court when construing a 

claim. The prosecution history of a patent contains: 

... all express representations made by or on behalf of the 

applicant to the examiner to induce a patent grant.... Such 

representations include amendments to the claims and arguments 

made to convince the examiner that the claimed invention meets 

the statutory requirements of novelty, utility, and nonobviousness. 

Thus, the prosecution history (or file wrapper) limits the 

interpretation of claims so as to exclude any interpretation that may 

have been disclaimed or disavowed during prosecution in order to 

obtain claim allowance. 

Jonsson v. Stanley Works. 903 F.2d 812, 818 (Fed. Cir. 1990). "The Court should consult the 

prosecution history to determine whether the patent applicant 'consistently and clearly use[s] a 

term in a manner either more or less expansive than its general usage in the relevant 

community." Ortho-McNeil. 348 F. Supp. 2d 713, 723 (N.D. W. Va. 2004). The Federal 

Circuit has cautioned, however, that "because the prosecution history represents an ongoing 

negotiation between the PTO and the applicant, rather than the final product of that negotiation, 

it often lacks the clarity of the specification and thus is less useful for claim construction 

purposes." Phillips. 415 F.3d at 1317. 

Accordingly, claim interpretation begins with the claims themselves, the "specification" 

or written description, and, if in evidence, the prosecution history. Id at 1346. This is the 

"intrinsic evidence" the Court may consider when construing a claim. This intrinsic evidence is 

privileged because it is the "claims, specification, and file history, rather than extrinsic evidence, 

[which] constitute the public record of the patentee's claim, a record on which the public is 
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entitled to rely." Vitronics Corp. v. Conceptronic. Inc.. 90 F.3d 1576,1583 (Fed. Cir. 1996). 

Courts may consult extrinsic evidence such as expert testimony under certain 

circumstances, although caution should be exercised when doing so. If "an analysis of the 

intrinsic evidence alone will resolve any ambiguity in a disputed claim term," then "it is 

improper to rely on extrinsic evidence." Vitronics Corp. v. Conceptronic. Inc.. 90 F.3d 1576, 

1583 (Fed. Cir. 1996). "[I]t is entirely appropriate," however, "perhaps even preferable, for a 

court to consult trustworthy extrinsic evidence to ensure that the claim construction it is tending 

to from the patent file is not inconsistent with clearly expressed, plainly apposite, and widely 

held understandings in the pertinent technical field." AFG Industries. Inc. v. Cardinal IG Co.. 

Inc.. 239 F.3d 1239, 1249 (Fed. Cir. 2001) (citing Pitnev Bowes. Inc. v. Hewlett-Packard Co.. 

182 F.3d 1298,1309 (Fed. Cir. 1999). Accordingly, when determining, for example, what 

someone skilled in the art would understand, "the court should consider the testimony of 

scientific witnesses." Ortho-McNeil. 348 F. Supp. 2d at 723. 

IV. CONSTRUCTION OF DISPUTED CLAIMS 

1. Gateway 

Claim 1 of the '990 Patent states as follows: 

A gateway, comprising: a first communication path to accept a short message 

from a mobile device; a translation module to insert said short message into an 

Hypertext Transfer Protocol (HTTP) message; a second communication path to 

push said HTTP message to at least one Universal Resource Locator (URL); and a 

return communication path to receive a return message relating to said HTTP 

message. 

The '811 Patent contains similar language. TCS proposes the following construction of 

"gateway": "A combination of hardware, firmware and/or software that allows a 2-way short 

message service-capable device to interact with one or more HTTP devices." Sybase 365 

proposes the following construction: "A device that connects networks using different 
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communications protocols and converts information from one protocol to the other protocol." 

The primary dispute between the parties is whether a gateway can be a combination of multiple 

hardware, firmware, and software elements, or rather a discrete "stand-alone device." 

TCS's construction of a gateway as a "combination of hardware, firmware and/or 

software" is clearly preferable. The Court begins by considering the language of the claim. See 

Adv. Cadiovascular Svs.. Inc. v. Medtronic. Inc.. 265 F.3d 1294 (Fed. Cir. 2001). The claim 

describes a gateway "comprising" four discrete parts: a first communication path, a translation 

module, a second communication path, and a return communication path. Sybase 365 concedes 

that the gateway "contains [multiple] elements,"1 but claims that the "logical conclusion to be 

drawn from this language is that the gateway is a device that is installed between system 

elements and translates from one protocol to the other." The logical conclusion to be drawn 

from the claim language is precisely the opposite. The claim language clearly and 

unambiguously refers to a combination of three communication paths and a "translation 

module." A construction limiting "gateway" to a single, stand-alone device would conflict with 

the Claim language. 

Sybase 365 notes that the "gateway is consistently and repeatedly shown to be a discrete 

and unified object in every figure in the patent." While this may be true, it does not follow that 

the gateway itself is a discrete and unified object. The figures depict "wireless network" and 

"internet" as stand-alone objects, but certainly no one skilled in the art would suggest that the 

internet is a "device."2 Accordingly, the Court does not interpret the figures or specifications to 

'Sybase 365 claims that the gateway contains three elements: a first communication path, 
a translation module, and a second communication path. It is unclear why Sybase 365 does not 

include the claimed "return path" in the gateway. 

2It is well-settled that the internet is, in fact, a series of tubes. "The Internet is not 
something you just dump something on. It's not a truck. It's a series of tubes." Communications 

Reform Bill: Full Committee Markup Before The S. Comm. on Commerce, Science & 
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suggest that "gateway" is limited to a single, discrete device. 

Sybase 365 notes that in discussing prior art in connection with the present Patents, a 

PTO Examiner referred to a "Proxy Server Device" as a "gateway." (J.A. 408). Statements by a 

Patent Examiner do not necessarily limit the scope of a Claim, however. See Dow Chemical Co. 

v. SumitomoChem. Co.. 257 F.3d 1364, 1382 (Fed. Cir. 2001). Moreover, the Court does not 

read the Examiner's statement to suggest that a gateway is limited to a stand-alone device. 

Although a "proxy server device" may be an example of a gateway, there is nothing in the 

Examiner's statement to indicate that a distributed system of hardware, software, and firmware 

cannot also be a gateway. 

Although the Court finds TCS's proposed construction better comports with the language 

of the Claim, the Court agrees with Sybase 365 that TCS's proposed construction is too broad. 

A variety of hardware, software, and firmware—ranging from the battery in the mobile device to 

the HTTP device itself—"allows" interaction between a mobile device and an HTTP device. It 

is important to limit the scope of "gateway" by reference to the specific function that the 

"gateway" serves, specifically, converting information from one protocol to another. Thus, the 

Court adopts a modified version of TCS's proposed construction of "gateway": "A combination 

of hardware, firmware and/or software that allows a 2-way short message service-capable device 

to interact with one or more HTTP devices by converting information from one protocol to the 

other protocol." 

2. "Short Message" 

As discussed above, an element of the "gateway" in Claim 1 is "a first communication 

Transportation, 109th Cong. (2006) (statement of Sen. Ted Stevens), available at 

http://www.publicknowledge.org/node/497. 
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path to accept a short message from a mobile device." TCS proposes the following construction 

of "short message": "A message capable of being sent or received by a mobile device using a 

standardized messaging protocol that governs the size and structure of the message." Sybase 365 

proposes the following construction: "a message limited to 160 bytes that is transmitted using the 

SMPP protocol." 

TCS's definition is far too broad while Sybase 365's definition is too narrow. On the one 

hand, TCS's definition seemingly encompasses almost any form of wireless communication sent 

by a mobile phone. The definition would include, for example, a message sent via Wireless 

Markup Language (WML), which is entirely distinct from what is commonly known as "short 

messaging." On the other hand, although Sybase 365 is correct that most short messages are 

ultimately sent via Short Message Peer-to-Peer Protocol (SMPP) and are limited to 160 

characters, there are a handful of alternative protocols, and it is possible that the 160-character 

limit will be relaxed as bandwidth improves. 

Given the choice between the two, Sybase 365's construction is preferable. TCS's 

Patents are clearly not broad enough to cover its proposed construction. The technology for 

standardized biderectional communication between mobile devices and internet servers has been 

around for some time, and is commonly implemented through Wireless Application Protocol 

(WAP). TCS's patents are intended as an improvement over WAP technology, in that a user can 

communicate with an internet server without entering a specialized browser. But messages sent 

through a WAP browser, just like messages sent by SMS messaging, are "message[s] capable of 

being sent or received by a mobile device using a standardized messaging protocol that governs 

the size and structure of the message." The raison d'etre of TCS's patents is to allow 

communication through a very particular type of message—commonly known as "text 
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messaging." A broad definition of "short message" that would include WAP, WML, and various 

other standardized messaging protocols would carry TCS's Patents far beyond their intended 

scope. 

Although "short message" is not expressly defined in the claim or in the specifications, 

the specifications indicate that a "short messsage" is a message transmitted by "a service called 

short messaging service (SMS)," and that SMS is a service included in a "standard ... now 

known as the global standard for mobiles (GSM)." Because SMS messages are limited to 140 

bytes, the most plausible reading of this specification is that "short message" is a SMS-standard 

message limited to 140 bytes. Accordingly, the Court adopts the following construction: "A 

message limited to 140 bytes capable of being sent or received by a mobile device using a 

standardized messaging protocol that governs the size and structure of the message." See 

Sinorcechem Co. Shandong v. ITC. 511 F.3d 1132, 1136 (Fed. Cir. 2007) (construing 

"controlled amount" to mean an amount "up to about 4% of H2O" where specification used 

language "e.g., up to about 4% H2O"). 

Sybase 365's proposed construction is similar, but allows for larger short messages of up 

to 160 bytes. As discussed above, GSM-standard short messages are limited to 160 characters 

and 140 bytes. Sybase 365 appears to draw the higher 160-byte limit from the Patent 

specification, which describes "a short_message" as a "payload containing up to 160 bytes of 

data." The Court views "short_message," which is a data response from an HTTP device, as 

being different from a "short message" received by a mobile phone. Specifically, HTTP devices 

typically send data in 8-bit Unicode format. See Mark Davis, Moving to Unicode 5.1 (May 5, 

2008), available at http://googleblog.blogspot.com/2008/05/moving-to-unicode-51.html (noting 

that Unicode is the most common encoding in webpages indexed by the search engine Google). 
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Mobile devices, on the other hand, receive data in a 7-bit GSM alphabet. Thus, a 160-character 

Unicode message sent from an HTTP device would take up 160 bytes of data, but a mobile 

device would receive that same 160-character message as a 140-byte GSM-standard message. 

The reference to "short_message" in the specification refers to a 160-byte message encoded in an 

8-bit format; the reference to "short message" in the Claim refers to a 140-byte message encoded 

in a 7-bit format. As the Court is called to interpret "short message," not "short_message," the 

Court rejects Sybase 365's proposed 160-byte limit and interprets "short message" as limited to 

140 bytes. 

TCS notes that the specification states that short messages are "typically up to 160 

characters," and argues that this reference contemplates a "short message" that may be larger 

than 140 bytes. While this is not an unreasonable interpretation, the Court interprets this portion 

of the specification to mean that a 140-byte message may contain./ewer than 160 characters, 

depending on the alphabet that is used. While American users typically use a 7-bit alphabet that 

supports 160 characters in a 140-byte message, messages sent in other languages—such as 

Arabic, Chinese, or Russian—must be sent in a 16-bit alphabet that limits a message to 70 

characters. Thus, although short messages sent via the 140-byte SMS standard are typically 

limited to 160 characters, messages sent in different languages may be more limited in length. 

TCS further notes that a short message may not contain 160 bytes of user-inputted data, 

or may not contain any inputted data at all. It is obvious that a message "limited to 160 bytes" 

can contain less than 160 bytes of user-inputted information, however. To defeat Sybase 365's 

proposed construction, TCS would have to show that its Patents contemplate a message longer 

than 160 bytes. There is nothing in the specifications or claim language to support this 

interpretation, and the repeated references to SMS protocol weigh strongly in favor of the 
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contrary reading.3 

Finally, TCS points to a portion of the specification stating that "[t]he shortmessage 

field contains up to 254 octets of short message data." TCS argues that this portion of the 

specification shows that the Claims contemplate short messages in excess of 140 bytes. The 

Court rejects this argument for the same reason that it rejected Sybase 365's proposed 160-byte 

limit. The data limitations of a "shortmessage field" are unrelated to the data limitations of a 

"short message," because the former is transmitted using a different protocol, namely, SMPP. 

The 254-byte limit is a SMPP-standard limitation, unrelated to the size of a "short message" 

transmitted via SMS. See ColdFusion Developer's Guide, available at 

http://livedocs.adobe.com/coldfusion/8/htmldocs/help.html?content=UseSMSGateway_ࡑ 

(discussing 254-byte limit of SMPP). 

Although the Court largely adopts Sybase 365's proposed construction, the Court 

declines to read a limitation into the Patents requiring the short message to be transmitted using 

"SMPP protocol." This interpretation would conflict with the language of the Claim. The '990 

Patent's Claim refers to a "short message from a mobile device" and a "short message originated 

from a mobile device." A mobile device cannot transmit a message using SMPP protocol. 

SMPP protocol allows for the transmission of data from an SMSC to another SMSC, server, or 

mobile device. It does not allow the transmission of data from a mobile device. In other words, 

there is no such thing as a "message transmitted using SMPP protocol from a mobile device." 

3 At the hearing, TCS noted that some mobile device service providers allow for the 
sending of messages longer than 160 characters via short messaging technology. The Court 

understands this to be a reference to "Concatenated SMS," a mobile technology that allows a 

user to write a single long message, splits that message up into smaller 140-byte short messages, 

and then reassembles these individual short messages into a single long message on the 

recipient's mobile device. This technology involves the sending of multiple 140-byte short 
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This technical limitation is reflected in the illustrative embodiments of the Patents. Although the 

Patents show communication using SMPP, this communication occurs between the SMSC and a 

Wireless Internet Gateway. 

To illustrate the absurdity of Sybase 365's construction, consider a user who sends a 

message to an SMSC. If this message is then transmitted via SMPP to another server, it qualifies 

as a "short message." But if that same message is dropped by the SMSC, or it is transmitted via 

a protocol other than SMPP, it somehow loses its character as a "short message" and becomes 

something else entirely. 

TCS's Patents may or may not be limited to messages sent from server to server via 

SMPP protocol. But the Court cannot read such a limitation into the definition of "short 

message." The Court adopts the following construction of "short message": "A message 

limited to 140 bytes capable of being sent or received by a mobile device using a standardized 

messaging protocol that governs the size and structure of the message." 

3. " Translation Module " 

Claim 1 includes a "translation module to insert said short message into an Hypertext 

Transfer Protocol (HTTP) message." TCS proposes a construction of "translation module" as 

follows: "A combination of hardware, firmware and/or software that inserts a short message into 

an HTTP protocol message and is capable of creating a short message from an HTTP protocol 

message." Sybase 365 argues that 35 U.S.C. §112, |6 applies,4 and the term should be 

constructed as a means-plus-function claim element. Sybase 365's proposed means/function 

messages, not the sending of a single short message that exceeds 140 bytes. 

4 This statute provides as follows: "An element in a claim for a combination may be 
expressed as a means or step for performing a specified function without the recital of structure, 

material, or acts in support thereof, and such claim shall be construed to cover the corresponding 
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construction is "Function: to insert said short message into an HTTP protocol message; 

Corresponding Structure: poster 408 formulates an HTTP protocol POST command based on 

the value of the esmclass in the SMPP message, whereby: (i) if the esm_class value equals '0', 

the POST command includes the message body; and (ii) if the esmclass value equal '16', the 

POST command includes a resp_track_id and the message body." 

Because Claim 1 does not use the word "means," there is a presumption that §112,1J6 

does not apply. This presumption can be rebutted by showing that the claim term "fails to recite 

sufficiently definite structure," or "recites function without reciting sufficient structure for 

performing that function." TriMed. Inc. v. Strvker Corp.. 514 F.3d 1256, 1259 (Fed. Cir. 2004). 

Under certain circumstances, the Federal Circuit has found terms such as "mechanism," 

"element," and "device" to be "generic structural terms" which trigger the application of §112, 

U6. See Welker Bearing Co. v. PHP. 550 F.3d 1090 (Fed. Cir. 2008) ("mechanism for moving 

said finger" is means-plus-function element); MIT v. Abacus Software, 462 F.3d 1344 (Fed. Cir. 

2006) ("colorant selection mechanism" is means-plus-function element). 

"Translation module" is plainly phrased in functional terms. See MIT. 462 F.3d at 1344 

("colorant selection mechanism" is functional element). The question is whether Claim 1 

"recites sufficient structure for performing that function." TriMed. Inc., 514 F.3d at 1259. TCS 

argues that it does because the specifications "illustrate an exemplary system adapted to push 

mobile originated messages to an IP (web) server using standardized equipment and message 

protocols." This argument is unpersuasive. Even assuming, arguendo, that the specifications 

recite sufficient structure for a translation module, the question is whether the claim language 

recites sufficient structure. Section 112, ̂ 6 applies when an inventor uses a generic term which 

structure, material, or acts described in the specifications and equivalents thereof." 
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"requires illumination from the specification." Duratech Indus. Int'l v. Bridgeview Mfg.. 2008 

WL 4221637 (Fed. Cir. 2008) (nonprecedential) (emphasis added). Thus, a party cannot avoid 

the application of §112, ̂ [6 by arguing that the specifications provide necessary structural detail. 

If anything, the fact that the specifications describe a structure for a translation module 

cuts against TCS's construction, and in favor of the application of § 112, |6. In MIT v. Abacus 

Software, the Federal Circuit noted that the applicant could have used structural language in the 

claim. But because the inventor instead used the generic phrase "mechanism for moving said 

finger," the Federal Circuit found that the inventor intended to describe the claim in means-

function terms. In the present case, the inventors could have used the language "standardized 

equipment and message protocols" in Claim 1, but instead chose to use the generic term 

"translation module." This strongly suggests that they intended to describe "translation module" 

in means-function terms. 

The Court finds that §112, ̂ [6 applies, and therefore must undertake a two-step analysis. 

"First, the court must determine the claimed function. Second, the court must identify the 

corresponding structure in the written description of the patent that performs that function." 

Applied Medical Resources v. U.S. Surgical. 448 F.3d 1324,1332 (Fed. Cir. 2006). 

Claim 1 states the translation module's function is "to insert said short message into an 

HTTP protocol message." This matches Sybase 365's proposed construction. In Claim 6, 

however, the "translation module" is given another function, namely, to "insert[] said return 

results into a short message." Thus, although Sybase 365's proposed function construction is 

unobjectionable for purposes of Claim 1, it is too narrow for purposes of Claim 6. The meaning 

of a claim term "must be defined in a manner that is consistent with its appearance in other 

claims in the same patent." CVI/Beta Ventures. Inc. v. Tura LP. 112 F.3d 1146, 1149 (Fed. Cir. 
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1997). The Court adopts the following construction of the translation module's function "to 

insert said short message into an HTTP protocol message, and/or to insert said return results into 

a short message." 

Because the Court has rejected Sybase 365's proposed function, it must also reject 

Sybase 365's proposed structure. The Court instead adopts the following construction of the 

translation module's corresponding structure: "A combination of hardware, firmware and/or 

software that translates a short message into an HTTP protocol message and is capable of 

creating a short message from an HTTP protocol message." 

4. "Two-Way Short Message Service Communication " 

In the '811 Patent, Claim 1 describes the gateway as facilitating "two-way short message 

service communication between a short message service device and an HTTP device." Sybase 

365 proposes construing "two-way short message service communication" as "a short message 

received in response to an HTTP message or vice versa." TCS proposes construing the phrase to 

mean "Bi-directional communication between a short message service device and an HTTP 

device." 

At the Markman hearing, the parties agreed that TCS's Patents require responsive 

communication between a mobile device and an HTTP device. In other words, the Patents 

require both "sending a short message from" a wireless device and "returning data back to said 

wireless device" from an HTTP device in response to the original short message. '811 Patent, 

Claim 9. Sybase 365 objects to TCS's proposed construction because TCS's construction would 

include nonresponsive spontaneous communication between a mobile device and an HTTP 

device. To put the issue in somewhat less technical terms, the Patents are limited to a 

communication wherein a mobile device asks "Do you like cookies?" and the HTTP device 

23 

Case 2:09-cv-00387-RGD-DEM   Document 76    Filed 12/23/09   Page 23 of 27 PageID# 1760Case 3:11-cv-00299-JRS   Document 52-5    Filed 07/01/11   Page 24 of 28 PageID# 304



responds "yes." TCS's construction would include communication wherein a mobile device 

states "I like cookies," and the HTTP device states "The sky is blue." 

The parties apparently agree that TCS's proposed construction is overly broad. The 

Court finds that this overbreadth can be corrected, however, by adding the term "synchronous" 

into the construction. The Court adopts the following construction: "Bi-directional synchronous 

communication between a short message service device and an HTTP device." This construction 

emphasizes the requirement that the communication be responsive, while otherwise hewing 

closely to the original terms of the Patent. 

J. "Short Message Service Device " 

In the '811 Patent, Claim 1 describes the gateway as facilitating "two-way short message 

service communication between a short message service device and an HTTP device." The 

parties dispute the meaning of "short message service device." TCS construes "short message 

service device" as "a device that uses standardized communication protocols to allow 

interchange of short messages." Sybase 365 proposes "[t]he mobile device from which the short 

message originates." 

TCS's construction comports with the ordinary meaning of "short message service 

device." A construction limiting "short message service device" to the "mobile device from 

which the short message originates" would read external limitations into the plain meaning of 

"short message service device." Although the specifications do consistently refer to 

communication between a single SMS device and an HTTP device, the Federal Circuit has held 

under similar circumstances that the plain meaning of a term must prevail. See Medegen MMS. 

Inc. v. ICU Med.. Inc.. 2008 WL 4949910 (Fed. Cir. 2008) (nonprecedential) ("plug" given 

ordinary meaning despite fact that preferred embodiment repeatedly discussed plug with 
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elastomeric feature). Thus, the Court accepts TCS's construction of "short message service 

device" as "a device that uses standardized communication protocols to allow 

interchange of short messages." 

6. "HTTP Device" 

In the '811 Patent, Claim 1 describes the gateway as facilitating "two-way short message 

service communication between a short message service device and an HTTP device." TCS 

proposes a construction of "HTTP Device" as "a combination of hardware, firmware and/or 

software that is capable of receiving and sending HTTP communications." Sybase 365 proposes 

a construction of "the IP server to which the HTTP protocol message is transmitted." 

TCS's construction of "HTTP Device" is preferable for the same reasons that its 

construction of "Mobile Device" is preferable. Although communication with an IP server is an 

embodiment of the Patent, the Patent is not limited to this embodiment. See Medegen. 2008 WL 

4949910. The Court adopts TCS's construction of "HTTP Device" as "a combination of 

hardware, firmware and/or software that is capable of receiving and sending HTTP 

communications." 

7. "Return Response " 

Claim 6 of both Patents state as follows: "The gateway according to claim 1, wherein: 

said second communication path accepts return results from said URL; said translation module 

inserts said return results into a short message; and said first communication path transmits said 

short message to said short message service center." TCS proposes construing "Return 

Response" as "Response from an HTTP device intended for a short message service device." 

Sybase 365 proposes "a response message received by the gateway from an Http device for 

eventual delivery to the mobile device." 
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TCS argues that its construction is straightforward and concise. Sybase365's main 

objection is that TCS's construction does not require the "return results" to be sent back to the 

original mobile device. Again, although the preferred embodiment and the scope of the Patent 

are seemingly limited to this type of communication, the Federal Circuit has indicated that a 

court should not read such limitations into the plain terms of a Patent. Thus, TCS's embodiment 

is preferable. The Court adopts the following construction of "return results": "Response from 

an HTTP device intended for a short message service device." 

V. CONCLUSION 

For the reasons set forth in Part II, supra, Sybase 365's Motion to Stay is DENIED. 

The Court ADOPTS the following constructions for the following disputed terms: 

Gateway: "A combination of hardware, firmware and/or software that allows a 2-way 

short message service-capable device to interact with one or more HTTP devices by converting 

information from one protocol to the other protocol." 

Short Message: "A message limited to 140 bytes capable of being sent or received by a 

mobile device using a standardized messaging protocol that governs the size and structure of the 

message." 

Translation Module: "Function: to translate said short message into an HTTP protocol 

message and/or to translate said return results into a short message. Means: A combination of 

hardware, firmware and/or software that translates a short message into an HTTP protocol 

message and is capable of creating a short message from an HTTP protocol message." 

Two-way Short Message Service Communication: "Bi-directional synchronous 

communication between a short message service device and an HTTP device." 

Short Message Service Device: "A device that uses standardized communication 
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protocols to allow interchange of short messages." 

HTTP Device: "A combination of hardware, firmware and/or software that is capable of 

receiving and sending HTTP communications." 

Return Response: "Response from an HTTP device intended for a short message service 

device." 

The Clerk of the Court is DIRECTED to transmit a copy of this Order to all counsel of 

record. 

IT IS SO ORDERED. 

Norfolk, Virginia 

December^!, 2009 Robert 

Senior District Judge 
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United States Patent and Trademark Office 
An Agency of the Department of Commerce 

FY 2010 Performance Measures 

FISCAL YEAR 2010 
 

United States Patent and Trademark Office 
Board of Patent Appeals and Interferences 

Performance Measures 1st Qtr 2nd Qtr 3rd Qtr 4th Qtr
FY10 

Cumulative

APPEAL PENDENCY MEASURES      

Pendency of decided appeals from Appeal 
number assignment date to decision date 
(average number of months)

9  10 12  12  

Pendency of decided appeals from Notice 
of Appeal (average number of months)

29  29 29 29  

INTERFERENCE PENDENCY MEASURES      

Pendency of terminated Interferences 
(average number of months)

10 12  14  13 12

Interferences Terminated in less than 2 
years (% of Interferences Terminated)

90.0% 90.0% 91.0%  80.0% 88.0%

 

Last Modified: 10/8/2010 6:20:29 PM

FY 2010 Performance Measures

http://www.uspto.gov/ip/boards/bpai/stats/perform/fy_2010_performance_measures.jsp
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FY 01 FY 02 FY 03 FY 04 FY 05 FY 06 FY 07 FY 08 FY 09 FY 10

Overall 
Median 

per Origin

District Court 13.3 12.3 11.3 11.7 11.6 11.5 11.6 11.0 11.0 11.0 11.7

Court of Federal Claims 12.0 11.4 9.8 11.0 11.2 10.0 10.0 9.2 10.3 10.0 10.6

Court of International Trade 14.5 14.7 11.2 12.0 11.5 11.7 11.9 12.4 11.5 11.0 12.0

Court of Appeals Veterans Claims 11.3 12.9 10.6 10.0 9.9 8.4 8.4 8.0 9.3 9.3 9.6

Board of Contract Appeals 12.0 11.3 12.6 9.7 10.5 11.7 10.4 9.6 11.9 8.8 11.3

Department of Veterans Affairs 19.9 11.1 13.8 n/a 14.4 13.7 11.3 4.8 18.9 n/a 13.8

Department of Justice n/a n/a n/a n/a n/a n/a n/a n/a 8.9 8.9 8.9

International Trade Commission 6.8 n/a 17.1 16.0 16.4 15.6 13.6 14.4 14.4 14.8 14.8

Merit Systems Protection Board 7.5 7.2 7.6 6.9 7.5 6.5 6.4 5.8 6.5 6.1 6.8

Office of Compliance 10.2 n/a 19.6 10.1 13.3 14.0 n/a 19.0 n/a 13.0 13.5

Patent and Trademark Office 10.6 10.7 9.5 9.6 10.3 10.0 9.6 8.9 9.3 8.2 9.6

Overall Median per Fiscal Year 11.2 10.5 9.6 10.0 9.9 9.3 9.1 9.0 9.3 9.3

1   Excludes cross and consolidated appeals, writs, and OPM petitions
2   Calculated from Date of Docketing or Date of Reinstatement, whichever is later

United States Court of Appeals for the Federal Circuit

Median Time to Disposition in Cases Terminated After Hearing or Submission1

Docketing Date2 to Disposition Date, in Months
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS

MARSHALL DIVISION

PARALLEL NETWORKS, LLC,

Plaintiff,    

v.

MICROSOFT CORPORATION,

Defendant.

§
§
§
§
§
§
§
§
§
§
§
§
§
§
§
§
§
§

     CIVIL ACTION NO. 2:09-CV-172

O R D E R

Before the Court is Defendant Microsoft Corporation’s (“Microsoft’s”) Motion to

Continue the Stay in this Action Pending Resolution of Appeal and Reexamination of the

Patents-in-Suit.  Dkt. No. 33.  Also before the Court are Plaintiff’s (“Parallel’s”) response,

Microsoft’s reply, and Parallel’s sur-reply.  Dkt. Nos. 36, 37, and 38, respectively.  Having

considered the briefing and all relevant papers and pleadings, the Court finds that Microsoft’s

motion should be DENIED.
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I.  BACKGROUND

QuinStreet, Inc. (“QuinStreet”) filed a declaratory judgment action against epicRealm

Licensing LLC, the predecessor to Plaintiff Parallel Networks LLC, in the United States District

Court for the District of Delaware, Civil Action No. 06-CV-495 (the “Delaware Action”),

regarding United States Patent Nos. 5,894,554 and 6,415,335 (collectively, the “patents-in-suit”). 

Dkt. No. 33 at 2-3.  QuinStreet then filed a third party complaint against Microsoft in the

Delaware Action, seeking indemnification.  Id. at 3.  Microsoft filed a declaratory judgment

complaint against Parallel in the Delaware Action seeking a declaration of no infringement and

invalidity.  Id.  QuinStreet and Parallel jointly moved, pursuant to a settlement, to dismiss their

claims against each other in the Delaware Action, and the Delaware court entered an order on

May 29, 2009, granting that motion.  See Civil Action No. 06-CV-495 (D. Del.), Dkt. Nos. 163

and 164.  That order also denied a motion by Parallel to dismiss, for lack of personal jurisdiction,

Microsoft’s declaratory judgment claims.  See Civil Action No. 06-CV-495 (D. Del.), Dkt. No.

164.  That same day, Parallel filed the above-captioned case against Microsoft alleging

infringement of the patents-in-suit.  Dkt. No. 33 at 3; see also Complaint, Dkt. No. 1.

Parallel challenged the Delaware court’s subject matter jurisdiction over Microsoft’s

declaratory judgment claims.  See Dkt. No. 22, Ex. A.  In the alternative, Parallel moved for a

transfer of the Delaware Action to this Court in the Eastern District of Texas.  See id.  This Court

entered a stay of the above-captioned case pending resolution of Parallel’s motion in Delaware. 

See 8/3/2009 Order, Dkt. No. 30.  On November 3, 2009, the District of Delaware (Robinson, J.)

denied Parallel’s motion to dismiss for lack of subject matter jurisdiction but ordered Microsoft’s

claims transferred to this Court in the Eastern District of Texas.  See Civil Action No. 06-CV-
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495, Dkt. No. 198.  This Court has received the Delaware Action as Civil Action No. 2:09-CV-

345.

II.  DISCUSSION

Microsoft moves to continue the stay in the above-captioned case pending a panel order

or opinion in an appeal of the Delaware Action to the Court of Appeals for the Federal Circuit,

No. 2009-1183, which has been referred to as the “Oracle Appeal.”  Dkt. No. 33 at 1 & n.1.  The

Federal Circuit decided that appeal on April 28, 2010, so that portion of Microsoft’s motion

should be DENIED AS MOOT.

Microsoft also moves to continue the stay in the above-captioned case pending an ex

parte reexamination of the patents-in-suit at the United States Patent and Trademark Office

(“PTO”) .  Dkt. No. 33 at 1.  “The district court has the inherent power to control its own docket,

including the power to stay proceedings.”  Soverain Software LLC v. Amazon.com, Inc., 356 F.

Supp. 2d 660, 662 (E.D. Tex. 2005) (Davis, J.).  “The power to stay proceedings is incidental to

the power inherent in every court to control the disposition of the causes on its docket with

economy of time and effort for itself, for counsel, and for litigants.”  Landis v. N. Am. Co., 299

U.S. 248, 254 (1936).  “How this can best be done calls for the exercise of judgment, which must

weigh competing interests and maintain an even balance.”  Id. at 254-55.

This Court has no “automatic” policies regarding stays pending reexamination; rather,

“each motion to stay pending reexamination filed in this Court is considered on a case-by-case

basis with each cause of action presenting distinct circumstances.”  DataTreasury Corp. v. Wells

Fargo & Co., 490 F. Supp. 2d 749, 754 (E.D. Tex. 2006).  In deciding whether to stay litigation

pending reexamination, this Court considers “(1) whether a stay will unduly prejudice or present
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  Oxford English Dictionary (Draft Entry Dec. 2008) (“weblog, n. . . . 2.  A frequently updated web site
1

consisting of personal observations, excerpts from other sources, etc., typically run by a single person, and usually

with hyperlinks to other sites; an online journal or diary.)

4

a clear tactical disadvantage to the non-moving party, (2) whether a stay will simplify the issues

in question and trial of the case, and (3) whether discovery is complete and whether a trial date

has been set.”  Soverain, 356 F. Supp. 2d at 662.

A.  Prejudice or Tactical Disadvantage to the Non-Moving Party

Microsoft argues that a stay is particularly appropriate because the PTO issued a final

rejection of all original claims of the patents-in-suit as well as all claims added during

reexamination.  Id. at 8.  Parallel filed an appeal of the rejections to the PTO’s Board of Patent

Appeals and Interferences (“BPAI”) on August 31, 2009, as to the ’335 Patent, and on November

2, 2009, as to the ’554 Patent.  Id. at 8.  Microsoft submits that the average time for the BPAI to

decide an appeal is seven months.  Id. at 10.

Parallel responds that “the reexamination proceedings will likely not be completed for

another three to five years.”  Dkt. No. 36 at 4.  For example, Parallel argues that Microsoft skips

procedural steps in arriving at its claim that an average BPAI appeal is decided in seven months. 

Id. at 5.  Parallel also submits that “[a]n appeal from the BPAI to the Court of Appeals for the

Federal Circuit in the event of an adverse ruling would consume an additional eleven months.” 

Id. at 6.

Microsoft replies that Parallel obtained its reexamination statistics from a mere “blog,”1

which Microsoft argues is not reliable evidence.  Dkt. No. 37 at 3.

The Court has no readily available means to validate Parallel’s weblog statistics, and the

Court declines to conduct any independent investigation.  On balance, because the reexamination
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process and a subsequent appeal to the Court of Appeals for the Federal Circuit would likely

endure for a year or more from now, a stay pending reexamination would prejudice Parallel and

put Parallel at a tactical disadvantage in later obtaining discovery and preparing its case.  This

factor weighs against granting a stay.

B.  Simplifying the Issues in Question and Trial of the Case

Microsoft argues that a stay is particularly appropriate because the United States Patent

and Trademark Office (“PTO”) issued a final rejection of all claims of the patents-in-suit

(original claims as well as claims added during reexamination).  Id. at 8.  Microsoft concludes

that a stay will likely simplify the issues before the Court by eliminating some or all of the claims

of the patents-in-suit.  Id. at 10.

In nearly every case, reexamination has the potential of simplifying the issues for trial due

to the possible elimination, narrowing, or amendment of claims.  However, such simplification is

somewhat speculative and must be analyzed on a case-by-case basis.  In Soverain, Judge Davis

noted that although cancellation of all claims occurs in only twelve-percent of reexaminations,

“[t]he unlikelihood of this result, which favors not staying the case, is offset by the possibility

that some of the claims may change during reexamination, which favors staying the case.” 

Soverain, 356  F. Supp. 2d at 662. 

Here, various circumstances minimize and perhaps negate any potential simplification

offered by reexamination.  The patents-in-suit are not new to the undersigned, having been

asserted in several prior lawsuits.  See, e.g., Civil Action Nos. 5:07-CV-125, 5:07-CV-126, 5:07-

CV-135, 2:07-CV-562, & 2:08-CV-45.  A substantial number of claim terms contained in these

patents have already been construed by this Court.  See Civil Action No. 2:07-CV-126, Dkt. No.
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  That case subsequently settled.  See 1/5/2009 Order, Civil Action No. 5:07-CV-135, Dkt. No. 369.
2
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275; Civil Action No. 2:07-CV-562, Dkt. No. 221.  Further, unless all claims of the patents-in-

suit are invalidated through reexamination, the reexamination process may actually complicate

the above-captioned case by creating additional prosecution history estoppel and disavowal

arguments that must likely be addressed, such as during claim construction.  To convince this

Court that a stay will actually simplify a case, the requesting party must do more than merely

proffer oft-cited reexamination statistics and generic judicial efficiency arguments.  Microsoft

has not done so.  On balance, this factor weighs against granting a stay.

C.  Whether Discovery is Complete and Whether a Trial Date Has Been Set

On one hand, as Microsoft argues, because the above-captioned case has not yet had a

scheduling order, initial disclosures, infringement contentions, invalidity contentions, or

discovery, there has been no substantial investment of time or resources in the above-captioned

case that would weigh in favor of a stay.  Dkt. No. 33 at 10-11.  On the other hand, the patents-

in-suit have been asserted in several prior lawsuits in this Court.  See, e.g., Civil Action Nos.

5:07-CV-125, 5:07-CV-126, 5:07-CV-135, 2:07-CV-562, & 2:08-CV-45.  One of the cases was

tried to a jury, which found the patents to be infringed and not invalid.  See Civil Action No.

5:07-CV-135, Dkt. No. 328.   Thus, substantial time and resources related to the patents-in-suit2

have already been invested.

On balance, this factor weighs only slightly in favor of granting a stay because previous

litigation in this Court involving the same patents-in-suit should expedite and economize the

above-captioned case.
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III.  CONCLUSION

Having considered the foregoing factors, the Court finds that a stay is not warranted.

Microsoft Corporation’s Motion to Continue the Stay in this Action Pending Resolution of

Appeal and Reexamination of the Patents-in-Suit (Dkt. No. 33) is hereby DENIED.  Specifically,

Microsoft’s request for a stay pending a panel order or opinion in the Oracle Appeal is hereby

DENIED AS MOOT, and Microsoft’s request for a stay pending reexamination is hereby

DENIED.

IT IS SO ORDERED.
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UNITED STATES DISTRICT COURT
MIDDLE DISTRICT OF FLORIDA

ORLANDO DIVISION

FOLIAR NUTRIENTS, INC.,
Plaintiff,

-vs- Case No.  6:04-cv-346-Orl-28DAB

PLANT FOOD SYSTEMS, INC.,
Defendant.

______________________________________

ORDER

This cause came on for consideration without oral argument on the following motions filed

herein:

MOTION: AMENDED MOTION FOR ORDER OF STAY PENDING
REEXAMINATION OF PATENTS (Doc. No. 33)

FILED: October 11, 2004
_______________________________________________________

THEREON it is ORDERED that the motion is DENIED.

MOTION: MOTION FOR PROTECTIVE ORDER (Doc. No. 34)

FILED: October 19, 2004
_______________________________________________________

THEREON it is ORDERED that the motion is DENIED.

BACKGROUND

In its Amended Complaint, filed August 10, 2004, Plaintiff sues Defendant for damages and

injunctive relief, alleging infringement of six of Plaintiff’s patents (Doc. No. 26).  Defendant answers

with a general denial, and asserts affirmatively that the patents in suit are invalid; that Plaintiff is

estopped from enforcing the patents against Defendant by reason of admissions and representations
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made during the prosecution proceedings before the United States Patent and Trademark Office

(“PTO”); that the action is barred by laches, estoppel, unclean hands, and/or acquiescence; that the

Patents are invalid or unenforceable as a result of inequitable conduct committed before the PTO; that

the Patents are invalid or unenforceable as a result of failure to name one or more inventors; that

Plaintiff has no standing to sue because it is not the legal or equitable owner of the patent rights; that

the claims are barred by prosecution history estoppel and any recovery is limited by the applicable

statute of limitations (Doc. No. 28).  Defendant has also counterclaimed, asserting a cause of action

for damages for tortious interference (Count I), a claim for unfair and deceptive trade practices (Count

II), and, in Count III, a claim for declaratory judgment of invalidity, unenforceability, and non-

infringement of the Patents in suit.  

As set forth in its Motion for Stay, on October 1, 2004, Defendant filed two requests with the

PTO for reexamination of two of the six Patents in suit (the ‘164 Patent and the ‘837 Patent).

Defendant contends that the two requests will prompt the PTO to sua sponte decide to reexamine the

four other Patents in suit, as well, and Defendant seeks a stay of proceedings in this Court, pending

resolution of the potential reexaminations.  By separate (and unnecessary) motion, Defendant seeks

a stay of discovery.  For the reasons set forth herein, the motions are DENIED.  

ISSUES AND ANALYSIS

The Federal Circuit Court of Appeals has recognized that a district court may properly stay

proceedings in a patent case pending the PTO’s reexamination of a patent in suit, see, e.g., Gould v.

Control Laser Corp., 705 F.2d 1340, 1342 (Fed. Cir. 1983), but the court is not required to stay

judicial resolution in view of the reexaminations. See Slip Track Systems, Inc. v. Metal Lite, Inc., 159

F.3d 1337, 1341, 48 USPQ2d 1055 (Fed. Cir. 1998) (while stay of patent litigation may be appropriate
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in certain circumstances, where the copending actions are “neither duplicative nor dependent on one

another, there is neither any need nor any justification” for a stay).  Thus, whether to issue a stay for

purposes of reexamination is firmly within the district court’s discretion.  Patlex Corp. v. Mossinghoff,

758 F.2d 594, 225 USPQ 243 (Fed. Cir. 1985).

“In deciding whether to stay patent litigation proceedings pending PTO reexamination, several

district courts have considered the following three factors: (1) whether a stay would unduly prejudice

the nonmoving party or present a clear tactical advantage for the moving party, (2) whether a stay will

simplify the issues, and (3) whether discovery is complete and whether a trial date has been set.” In

re Laughlin Products, Inc., 265 F. Supp.2d 525, 530-531(E.D. Pa. 2003) (citing cases).  This court

has applied these criteria. See Lentek International, Inc. v. Sharper Image Corp., 169 F. Supp.2d

1360, 1362-63 (M.D. Fla. 2001) (granting stay, finding that the cause was better served with the

expertise of the PTO, but noting: “Despite the fact that stays are generally favored, several courts have

denied a stay where it would cause undue prejudice, present a clearly tactical disadvantage to the

non-moving party, or when the case is in a late stage of litigation and has already been marked for

trial.  See E.I. DuPont de Nemours and Co. v. Phillips Petroleum Co., 711 F.Supp. 1205 (D. Del.1989)

(Court refused a stay where it would result in a tactical advantage for one party or the other); Wayne

Automation Corp. v. R.A. Pearson Co., 782 F.Supp. 516 (E.D. Wash. 1991) (Court refused a stay

where extensive discovery had been conducted, the case had already been set for trial, plaintiff had

shown no clear case of hardship in being required to go to trial, and plaintiff had conducted no

discovery).”)

Application of these factors does not support granting a stay in this case.
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2The Court notes that both parties made extensive arguments regarding the merits of the requested reexamination.
Such arguments are tangential, at best, in determining whether to stay the litigation.
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Prejudice

Plaintiff asserts in Affidavit supporting its papers that it will suffer inordinate prejudice if a

stay is granted in that DefendantTuesday, November 16, 2004 12:00 PM - 1:10 PM - Auto Comm Mtg

Video will continue to infringe, and induce others to infringe, with impunity during what is likely to

be years of delay.  As the parties are competitors in the agribusiness industry and sell competing

fungicide/fertilizer products, Plaintiff argues that the delay gives an advantage to Defendant, who is

approaching the customers of Plaintiff’s licensee, and selling an infringing product at a lower cost.

Moreover, any delay would have a negative impact on Plaintiff’s ability to procure additional

licensees, who, Plaintiff states, have taken the position that until the dispute is resolved, they will not

take a license.  Plaintiff also cites to the impact lengthy delay has on a product that is tied to market

conditions and rapidly developing technology.  Significant delay may well dilute the value of the

Patents in suit.

By contrast, Defendant views the issue of prejudice solely in terms of the limited progress of

this lawsuit to date.  While this may true insofar as the parties’ conduct of discovery,1 it does not

address the very real potential for harm described by the Plaintiff, should a stay be granted.

Moreover, while Defendant has asked the PTO to reexamine two of the Patents in suit, the PTO has

not yet agreed to the review (to the Court’s knowledge), and certainly has not decided to extend

reexamination to include the four other patents in suit.2  Thus, the Court finds that the likelihood for

harm to Plaintiff significantly outweighs the potential that the PTO will accept review of the two
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Patents, sua sponte extend review to the remaining four Patents in suit, and “efficiently resolve

questions about patent validity.” See Defendant’s brief at 3, quoting from H.R. Rep. No. 96-1307, Pt.

1, at 3-4 (1980), reprinted in 1980 and U.S.C.C.A.N. 6460, 6462-63. 

 Simplify the Issues

Defendant correctly notes that often reexamination “simplifies the issues and reduces the

complexity of the litigation,” citing Emhart Industries, Inc. v. Sankyo Seiki Mfg. Co., Ltd., 3  U.S.P.Q.

2d 1889 (N.D. Ill. 1987).  Here, however, it is unlikely that reexamination proceedings will

significantly simplify this litigation.  This is not a case of invalidity based solely on prior art relating

to a single claim of a single patent.  Six patents are at issue and, as summarized above, invalidity

based on prior art is only one of the issues before the Court. 

Reexamination is an ex parte procedure limited to “utiliz[ing] the expertise of the PTO to

consider the effect of uncited prior art on the validity of a granted patent.” In re Continental Gen’l

Tire, Inc., 81 F.3d 1089, 1093, 38 USPQ2d 1365, 1369 (Fed. Cir. 1996).  It does not address the

numerous other issues raised in the pleadings, such as estoppel, inequitable conduct, standing to sue,

or invalidity on other grounds, such as failure to name the correct inventor.  Moreover, reexamination

cannot resolve or simplify Defendant’s counterclaim for unfair trade practice and tortious interference.

At best, then, if the PTO accepts the reexamination, it may simplify some of the issues with respect

to two of the six Patents in suit, but it will not resolve or limit the majority of the issues joined in the

pleadings.  As such, this factor also weighs against the stay.  See In re Columbia University Patent

Litigation, 330 F. Supp.2d 12 (D. Mass. 2004) (denying motion for stay, noting the inherent delay and

the inability of the PTO to address certain issues such as inequitable conduct).
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Stage of the Litigation

The status of this case is neutral as to the imposition of a stay. Though discovery has been

delayed, the case has been pending for months, and a firm case management schedule, including a

trial setting, has been entered.  

Other Considerations

As noted in its papers, Plaintiff itself previously requested reexamination of the same two

Patents.  After approximately three years, the PTO issued reexamination certificates for both the ‘164

and ‘837 patents, and upheld all claims in both patents.  To date, the PTO has not ordered

reexamination based on Defendant’s October requests, and there is no pending reexamination.

Moreover, as discussed above, even if such a reexamination were ordered, it cannot comprehensively

simplify the issues in this case, nor would it even address two-thirds of the Patents in suit.  As the

infringement action pending here would thus not be “duplicative or dependent” on any potential

reexamination proceeding, this Court finds no need nor justification for a stay.  

The motions are therefore DENIED. 

DONE and ORDERED in Orlando, Florida on November 10, 2004.

       David A. Baker          
   DAVID A. BAKER                    

UNITED STATES MAGISTRATE JUDGE
Copies furnished to:

Counsel of Record
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IN THE UNITED STATES DISTRICT COURT 

FOR THE NORTHERN DISTRICT OF CALIFORNIA 

 
 

 
AFFINITY LABS OF TEXAS, LLC., a 
Texas Limited Liability Company,  
   
  Plaintiff and   
          Counterclaim-Defendant, 
  
 v. 
 
NIKE, INC., an Oregon Corporation, 
and APPLE INC., a California 
Corporation, 
 
  Defendants and      

          Counterclaim-Plaintiffs. 
__________________________________/ 

  
No. C 10-5543 CW 
 
ORDER DENYING 
DEFENDANTS' MOTION 
TO STAY ACTION  
(Docket No. 91) 

  

 Defendants Apple, Inc. and Nike, Inc. move to stay the 

present action pending inter partes reexamination of United States 

Patents No. 7,251,454 ('454 Patent) and No. 7,519,327 ('327 

Patent).1  Docket No. 91.  Plaintiff Affinity Labs of Texas, LLC. 

opposes the motion.  The motion was taken on the papers.  Having 

considered all of the parties' submissions, the Court DENIES 

Defendants' motion.    

                                                 
1 Defendants' motion for a stay initially encompassed 

proceedings based on Patent No. 7,062,225 ('225 Patent).  However, 

Affinity has since amended its complaint to remove claims based on 

the '225 Patent.  Docket No. 124.  
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BACKGROUND 

 Affinity filed this lawsuit on February 16, 2010 in the 

Eastern District of Texas.  On November 4, 2010, Defendants' 

motion to transfer this action to the Northern District of 

California was granted.  Docket No. 68.  On November 15, 2010, 

Apple filed three requests for reexamination of the Patents-in-

Suit.  On March 22, 2011, Defendants jointly moved stay the 

proceedings in this case.  Docket No. 91.           

LEGAL STANDARD 

As the Federal Circuit has noted, “Courts have inherent power 

to manage their dockets and stay proceedings, including the 

authority to order a stay pending conclusion of a PTO 

reexamination.”  Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1426-27 

(Fed. Cir. 1988) (citation omitted).  In determining whether to 

stay a case pending reexamination, a court may consider the 

following factors: (1) whether discovery is complete and whether a 

trial date has been set; (2) whether a stay would simplify the 

issues in question and trial of the case; and (3) whether a stay 

would unduly prejudice or present a clear tactical disadvantage to 

the non-moving party.  In re Cygnus Telecomm. Tech., LLC Patent 

Litig., 385 F. Supp. 2d 1022, 1023 (N.D. Cal. 2005).    

DISCUSSION 

 The present case does not merit a stay of the proceedings.  

The first factor for consideration--the stage of the litigation--

weighs in favor of a stay.  The parties agree that, thus far, they 
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have exchanged very little discovery.  No trial date has been set, 

and the parties have not yet appeared for a case management 

conference.   

The second factor--whether a stay would simplify the issues 

presented in this action--is neutral.  On one hand, staying the 

case may narrow the issues in question and simplify the trial.  As 

noted in this Court's order denying Apple's motion for a stay in 

the related action, Affinity Labs of Texas, LLC v. Apple, Inc., 

C 09-04436, April 29, 2010 Order Denying Stay, patents rarely 

emerge from inter partes reexaminations unchanged.  Affinity 

argues that simplification of the issues is unlikely to result 

from the reexamination proceeding because Nike did not join the 

reexamination requests.  However, Defendants' reply brief makes 

clear that Nike is willing to be bound by the results of the 

reexamination proceedings to the same extent as a party to those 

proceedings if the Court grants a stay of the proceedings.  An 

inter partes reexamination permits third-parties to participate in 

the reexamination process, and a participating defendant will be 

estopped from asserting the invalidity of any claim of the 

patents-in-suit on any ground which it raised or could have raised 

during the inter partes proceeding.  Nevertheless, even if Nike 

were bound by the results of the reexamination, it is unlikely 

that the reexamination proceeding will resolve all of the issues 

regarding the two patents in question in this lawsuit.  Thus, the 

Court would be left to adjudicate the remaining issues.  Given the 
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uncertainty about whether the reexamination will actually simplify 

the issues in this case, this factor is neutral.   

Lastly, the Court considers whether a stay in this action 

will unduly prejudice or create a clear tactical disadvantage to 

the non-moving party, Affinity.  This Court and others have 

recognized that the average inter partes reexamination takes over 

three years to complete.  Affinity Labs of Texas, LLC v. Apple, 

Inc., April 29, 2010 Order Denying Stay at 4; ESCO Corp. v 

Berkeley Forge & Tool, Inc., 2009 U.S. Dist. LEXIS 94017, *9 n.3 

(N.D. Cal.).  Although the delay that inherently results from the 

reexamination process "does not constitute, by itself, undue 

prejudice," Network Appliance Inc. v. Sun Microsystems, Inc., 2008 

WL 2168917, *5 (N.D. Cal.), Apple waited nine months after 

Affinity filed the present suit before requesting the 

reexaminations.  Defendants delayed their motion for a stay until 

March 22, 2011.  These delays are similar to those in Affinity 

Labs of Texas, LLC v. Apple, Inc..  There Apple waited eight 

months after Affinity filed its suit before seeking reexamination 

of the patents-in-suit, and then delayed seven weeks after the 

requests were granted before moving to stay the proceeding.  A 

stay may prejudice Affinity's ability to enforce and license its 

patents, and could lead to a loss of evidence.  Thus, a stay in 

this action is unwarranted.       
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CONCLUSION 

Defendants' motion for a stay of the proceedings is denied.  

Docket No. 91.  The parties shall appear for a case management 

conference on June 9, 2011 at 2 pm.     

IT IS SO ORDERED.  

 

Dated: May 13, 2011 
 
CLAUDIA WILKEN 

United States District Judge 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

TYLER DIVISION 
 

JUXTACOMM-TEXAS SOFTWARE, LLC §  
 §  

PLAINTIFF, §  
 §  
v. § Civil Action No. 6:10-CV-00011-LED 
 §  
AXWAY, INC., et. al. § JURY DEMAND 
 §  

 §  
DEFENDANTS. §  

 

PLAINTIFF’S RESPONSE TO DEFENDANTS’ MOTION TO STAY ALL PROCEEDINGS  
 

 The Defendants’ motion to stay all proceedings pending the ex parte reexamination initiated 

by SAS Institute, Inc. (“SAS”) is the latest in a series of attempts by the Defendants to avoid 

answering for their infringement before a Texas jury.1  Having failed to disqualify JuxtaComm’s 

litigation counsel,2

• The litigation has progressed too far to be stayed; 

 the Defendants now seek to postpone JuxtaComm’s day in court for most—if 

not all—of the remaining life of the patent-in-suit.  The Court should prevent this because: 

• A Stay will not simplify the case; and 

• JuxtaComm will suffer severe prejudice from a stay. 

Importantly, all factors for deciding whether to stay litigation, pending reexamination, 

weigh heavily against a stay.  This Court laid out those factors in Soverain Software LLC v. 

                                                 
1 See, the Declaration of Melanie G. Cowart in Support of Response to Defendants’ Motion to Stay All 

Proceedings (herein “Cowart Declaration”) ¶1, attached hereto as Exhibit A. 
2 See, the Court’s November 29, 2010 Memorandum Opinion and Order (Dkt. No. 405). 
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Amazon.com, Inc.,3

 

 and when applied to the instant case, the factors tilt overwhelmingly in 

JuxtaComm’s favor.  The Court should therefore deny Defendants’ motion. 

I. BACKGROUND 

JuxtaComm filed this lawsuit on January 21, 2010 to enforce U.S. Pat. No. 6,195,662 (“the 

’662 patent”).  On July 20, 2010, the parties agreed to a detailed Docket Control Order that the 

Court adopted.4

II. THE MOTION TO STAY SHOULD BE DENIED 

  At no time during the negotiation of the Docket Control did the Defendants hint of 

a plan to seek reexamination of the ‘662 patent and stay this case.  Yet Defendants SAS and 

DataFlux (collectively “SAS”) had to have known of the plan to seek reexamination because less 

than three months after the Docket Control Order was entered, SAS filed the request for 

reexamination with the Patent and Trademark Office (“PTO”).  From the start, SAS knew about and 

possessed the prior art which formed the basis for its request.  Rather than seeking an immediate 

stay when the reexamination was granted in November 2010, all the Defendants remained silent 

and knowingly allowed the litigation to progress beyond the point of no return—with less than four 

months to the close of discovery and less than eight months to trial—before asking the Court for a 

stay. 

Defendants’ Motion to Stay should be denied because they are asking the Court to take an 

unprecedented step in staying a matter that is nearly ready for trial. And a stay could potentially 

cripple a small industry competitor.  JuxtaComm acknowledges that this Court has the inherent 

                                                 
3 356 F. Supp. 2d 660, 662 (E.D. Tex. 2005) (Davis, J.), 
4 Notice Agrmt. All Parties to Docket Control Order, July 20, 2010, ECF No. 285; Docket Control Order, July 

23, 2010, ECF No. 289. 
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power to manage its dockets, including the power to stay proceedings.5  Even so, this Court and 

other courts in this District rarely exercise this power.6

In deciding whether to grant a stay, courts consider: (1) whether discovery is complete and 

whether a trial date has been set; (2) whether a stay will simplify the issues in question and trial of 

the case; and (3) whether a stay will unduly prejudice or present a clear tactical disadvantage to the 

nonmoving party.

 

7  Defendants bear the burden of showing that these factors support a stay.8

A. This lawsuit has progressed too far to be stayed. 

  

Defendants have failed to meet that burden. 

1. The parties have invested significant time and resources in this litigation. 

Although Defendants assert that “fact discovery is far from over,” the numbers tell a 

completely different story.9  Discovery is set to close in three months.  The parties have already 

produced and reviewed over six million pages of documents, and served almost seventy-eight 

written discovery responses.10

                                                 
5 Soverain Software, 356 F. Supp. 2d at 662. 

  The parties have also served over fifteen sets of interrogatories and 

6 See Forgent Networks v. Echostar Tech. Corp., No. 06-208 (E.D. Tex. Nov. 20, 2006) (Davis, J.) (order 
denying motion to stay); EMG Tech., LLC v. Apple, Inc., No. 09-367 (E.D. Tex. Nov. 15, 2010) (Davis, J.) (order 
denying motion to stay); Marvell Semiconductor v. Commonwealth Scientific Indus. Research. Org., No. 07-204 (E.D. 
Tex. Jan. 7, 2010) (Davis, J.) (order denying motion to stay); Centre One v. Vonage Holdings Corp., No. 08-467 (E.D. 
Tex. Feb. 24, 2010) (Davis, J.) (order denying motion to stay); see also Roy-G-Biv Corp. v. Fanuc Ltd., 2009 WL 
1080854 (E.D. Tex. 2009) (Folsom, J.) (order denying motion to stay); ESN, LLC v. Cisco Systems, Inc., 2008 WL 
6722763 (E.D. Tex. 2008) (Folsom, J.) (order denying motion to stay); 02 Micro Intern. Ltd. v. Beyond Innovation 
Tech. Co., 2008 WL 4809093 (E.D. Tex. 2008) (Ward, J.) (order denying motion to stay). 

7 Soverain Software, 356 F.2d at 662. 
8 Saxon Innovations, LLC v. Palm, Inc., 2009 WL 3755041, *2 (E.D. Tex. Nov. 4, 2009) (Ward, J.). 
9 Some Defendants have represented exactly the opposite to this Court.  See  Def.’s Mot. Compel 4-5, ECF 

No. 487 (“Since November 29th, JuxtaComm has received extensive discovery from SAS and DataFlux on the accused 
products, including the source code for those products, which was first made available on December 21, 2010.  Since 
January 25, 2011, JuxtaComm and its technical expert Dr. Lee have spent twelve days and over a hundred hours 
inspecting the source code.  Based on that inspection, JuxtaComm has printed over seven thousand pages of source 
code.  SAS has also produced a 30(b)(6) witness who testified about the structure, organization, and libraries of the 
source code.  In addition, SAS has produced two witnesses who testified about the SAS prior art software products. . . 
During these depositions, which have totaled approximately eighteen hours, JuxtaComm has asked extensive questions 
about the design, operation, and functionality of the accused SAS products as well as the prior art . . . .”). 

10 Cowart Declaration ¶3-4. 
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five sets of requests for admissions.11  In addition, the parties have conducted fourteen, and 

JuxtaComm has confirmed the dates for eleven more depositions.12  JuxtaComm estimates that 

fourteen more outstanding Rule 30(b)(6) depositions will take place between now and early July.13  

Additionally, JuxtaComm has spent over approximately forty days reviewing source code for the 

infringing products.14

In addition to conducting substantial discovery, the parties have devoted considerable time 

and resources to claim construction issues during a long process that started in September and 

culminates tomorrow.  Claim construction briefing is complete, and the parties have prepared 

technology tutorials.  The parties, the Technical Advisor, and the Court have fully prepared for the 

Markman hearing. 

 

2. The Court has already set a firm trial date of January 9, 2012. 

Trial is only 7 ½ months away.  Many other critical dates are quickly approaching, including 

(1) the Markman hearing – May 24, 2011 (tomorrow); (2) the deadline to comply with P.R. 3-7 – 

June 20, 2011; (3) the disclosure of expert witness reports due for parties with burden of proof – 

July 20, 2011; (4) the disclosure of rebuttal expert witness reports – August 19, 2011; and (5) the 

close of discovery deadline – August 29, 2011. 

Courts have routinely denied motions to stay in cases at such advanced stages.  For 

example, in Forgent Networks, this Court refused to stay the case after emphasizing that the case 

                                                 
11 Id. 
12 Id. 
13 Id.  On April 28, 2011, JuxtaComm offered to make the inventors available for deposition the week of June 

6, 2011.  As further evidence of delay, two weeks prior to the date the inventors are to sit for their depositions, the 
Defendants have not yet confirmed whether they plan to conduct the depositions they requested. 

14 Id. at ¶4. 
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was over a year old, the parties and Court had devoted substantial efforts, and trial was less than 

seven months away.15

B. Contrary to Defendants’ assertions, a stay will not simplify the case. 

  For the same reasons, this factor weighs against a stay in this case. 

1. The May 12, 2011

Defendants exaggerate the finality of the recent office action and the impact of the PTO’s 

interlocutory decision to reject all claims.  Although the PTO commonly rejects claims as 

unpatentable during reexamination, this “does not materially change the situation from when the 

PTO granted the reexamination because the reexamination proceeding is only slightly closer to 

resolution.”  EMG Tech., Mem. Op. at * 4.   

 Office Action does not materially change the status of this case. 

 Even though the May 12 Office Action is designated as “Final,” the reexamination process 

is far from finished, as this Court has recognized.16  Other courts have correctly recognized the 

reality that a “Final” office action is inconclusive and have refused to stay proceedings despite 

“final rejections” of all asserted claims by the PTO.17

2. This Court should not stay this litigation based on Defendants’ speculations that 
JuxtaComm will amend the rejected claims. 

  The interests of justice will be better served 

by allowing this case to proceed rather than stalling it indefinitely. 

Although the Defendants argue that the May 12 office action limits JuxtaComm to either 

amending the patent claims or appealing to the Board of Patent Appeals and Interferences 

(“BPAI”), this is simply untrue.  JuxtaComm is entitled to request reconsideration of the 

Examiner’s decision, and in fact that process has already commenced.  On May 19, the Examiner 

agreed  in a telephone interview with JuxtaComm’s counsel that she would accept new evidentiary 
                                                 

15 Mem. Op. at *3.   
16 See Centre One, Mem. Op. at *3-*4 (explaining that a reexamination may take many years because of the 

numerous steps involved, including appeals to the Board of Patent Appeals and Interferences and then the Federal 
Circuit); EMG Tech, Mem. Op. at *4-*5 (same).   

17 See Oracle Corp. v. Parallel Networks, LLP, 2010 WL 3613851 (D. Del. 2010) (denying motion to stay 
after PTO’s final rejection of all claims in part because “reexamination is an arduous process fraught with the potential 
for multiple appeals”).   
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submissions by JuxtaComm and then reconsider the claims at issue.  A further, formal written 

request for reconsideration may then be had if any rejections remain.  In sum, Defendants greatly 

exaggerate the finality of the May 12 Office Action. 

Defendants’ reliance on Alza Corp. is misplaced.18  Defendants cite Alza for the proposition 

that future claim amendments in reexamination would complicate the issues, and that this mere 

possibility merits a stay.  However, Alza Corp. is readily distinguishable because that case was in 

its infancy—the parties had not begun discovery,19 nor even submitted a Rule 26(f) Joint 

Conference Report.20  Moreover, Defendants have pointed to nothing to suggest that JuxtaComm 

has any present intention of amending its claims.  Considering the advanced state of this litigation, 

Defendants must show much more than mere speculation to satisfy their burden.21

Only once has this Court stayed a case pending reexamination, and in that case, the patentee 

had significantly amended all the independent claims and added three new claims on the eve of the 

Markman hearing.

   

22  This Court stayed that case because any attempts to construe the former 

claims would have been futile.23

3. Because this Court already construed the ’662 patent, there is little risk that the 
reexamination will complicate claim construction. 

  In contrast, JuxtaComm has not amended the claims of the ’662 

patent.  And it is not for Defendants to speculate on whether, when, or how JuxtaComm might 

amend the claims in the future. 

The claims of the ’662 patent remain the same today as they were in July 2009, when this 

Court previously construed fifteen terms in the patent.  On similar facts in another case, this Court 
                                                 

18 See Alza Corp. v. Wyeth, 2006 WL 3500015 (E.D. Tex. 2006) (Clark, J.). 
19 Id. at *1.   
20 Id. 
21 See Southwire Co. v. Cerro Wire, Inc., No. 09-289 (E.D. Tex. Sept. 30, 2010) (Davis, J.) (denying motion to 

stay pending reexamination in part because “the interests of justice will be better served by dealing with that 
contingency when and if it occurs, rather than putting this case indefinitely on hold”). 

22 Southwire Co. v. Cerro Wire, Inc., 750 F. Supp. 2d 775 (E.D. Tex. 2010) (Davis, J.).   
23 Id. at 779.   
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held that the reexamination process would not simplify the issues for trial where the Court had 

gained familiarity with the patent and claims through the claim construction process in earlier cases 

on the same patent.24

C. JuxtaComm will suffer severe prejudice if the Court grants Defendants’ motion to 
stay. 

  Because the Court is already well-versed in the ’662 patent’s technology and 

claims, this factor weighs against a stay. 

Defendants have attempted to stall this litigation from the very beginning.  After more than 

eight months of failed efforts to stall the case, SAS requested reexamination of the ’662 patent on 

October 6, 2010.  This Court has previously denied a stay in a case where a defendant’s delay in 

requesting reexamination was even less egregious.25  In Genetic Applications, the defendant waited 

almost six months after suit was filed to request reexamination.26  And here, SAS’s ten-month delay 

in filing the reexamination request is particularly inexcusable, since its request was based solely on 

(1) a manual for one of SAS’s own products (“DBMS Copy Plus”)27

On top of this inexcusable delay, all Defendants further delayed in seeking a stay.  After the 

PTO granted the request for reexamination on November 8, 2010, all Defendants engaged in almost 

seven months of costly discovery, extensive motion practice, and claim construction proceedings 

before filing the instant motion to stay. 

 and (2) an article that was 

considered in the first reexamination of the ‘662 patent, which occurred in 2009.  These prior art 

references were clearly in SAS’s possession since the inception of this case.  

                                                 
24 See Marvell Semiconductor, Mem. Op. at *2 (“Given that the Court has already construed this patent several 

times and is familiar with the technology at issue, a stay would not simplify the issues in this case or the trial.”).   
25 Genetic Applications LLC v. Invitrogen Corp., Case No. 6:06cv434 (E.D. Tex. June 14, 2007) (Davis, J.). 
26 Id. at *3. 
27 More specifically, DBMS Copy Plus is a product of SAS’s wholly-owned subsidiary and co-defendant in 

this action, namely DataFlux. 

Case 6:10-cv-00011-LED   Document 537    Filed 05/23/11   Page 7 of 12Case 3:11-cv-00299-JRS   Document 52-11    Filed 07/01/11   Page 8 of 13 PageID# 341



8 

Such cumulative delays warrant denial of a motion to stay.,28

1. Substantial evidence will be lost if the case is stayed. 

 In Affinity Labs, the court 

denied the defendants’ motion to stay where one of them waited nine months after the lawsuit was 

filed before requesting the reexamination, and where both defendants delayed their motion to stay 

for another three months after the reexamination request was granted.  The Affinity Labs court gave 

near-dispositive weight to the prejudice caused by such delay.  The court denied the motion to stay 

even after finding that the first factor in the analysis weighed in favor of a stay (the parties had not 

even appeared for a case management conference), and that the second factor was “neutral” (it was 

not clear whether a stay would simplify the issues for trial).  The facts are much more compelling 

for JuxtaComm in the instant case because the delays by Defendants are more egregious and 

inexcusable, and because the first two factors of the analysis weigh in JuxtaComm’s favor.   

As this Court has observed, once the PTO enters a “final rejection,” reexamination may 

continue for several more years.29  An appeal to the BPAI could take years to complete, and if the 

BPAI remands the case to the examiner, or the patentee appeals to the Federal Circuit, the process 

could take even longer.30  The most recent statistics published by the PTO show that average 

pendency times for appeals to the BPAI has trended upward from 29 months in 2010 to 32 months 

in the most recent calendar quarter.31

                                                 
28 Affinity Labs of Texas, LLC v. Nike, No. 10-5543 (N.D. Cal. May 13, 2011).  The Affinity Labs case was 

transferred to the Northern District of California from this Court on November 4, 2010 while Apple’s request for 
reexamination was pending.  Apparently, the defendants believed—incorrectly—that their motion to stay would stand a 
better chance in the California court than in this Court.  The court’s memorandum opinion is attached as Exhibit 11. 

  And JuxtaComm would have a right of further appeal to the 

Federal Circuit if necessary, where statistics published by the Federal Circuit show that the average 

29 Centre One, Mem. Op. at *5.   
30 Id. 
31 See http://www.uspto.gov/ipboards/bpai/stats/perform/fy 2010 performance measures.jsp , attached hereto 

as Cowart Declaration ¶5, Exh. 3. 
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pendency of appeals from the PTO is almost ten months.32

This delay would unduly prejudice and severely disadvantage JuxtaComm because evidence 

may be lost, memories will fade, attorneys will inevitably switch firms, and witnesses may become 

unavailable.

  And the entire process of appealing the 

examiner’s most recent “Final” office action would not even commence until August 12, 2011, at 

the earliest, for that is when JuxtaComm’s Notice of Appeal will be due even if the examiner does 

not withdraw the May 12 action that she has already agreed orally to reconsider.  In summary, any 

reexamination decision adverse to JuxtaComm is not likely to be final for at least another 45 

months (3 + 32 + 10) or more.  

33

JuxtaComm would be further prejudiced by the potential loss of its sole expert on 

infringement and validity, Dr. Walter Rudd.  He is 67 years old and retired (except for his work on 

this case).  If this case is stayed for three or four years or more, Dr. Rudd’s ability and willingness 

to continue to serve as JuxtaComm’s expert may be severely compromised.  Dr. Rudd was 

JuxtaComm’s sole expert on infringement and validity issues in the JuxtaComm I litigation, where 

he gave full reports and depositions and prepared himself to testify at the trial.  As a result of his 

heavy involvement in both cases, Dr. Rudd has acquired a great deal of knowledge and expertise in 

  These concerns are particularly acute for JuxtaComm because the named 

inventors—both Canadian citizens—are not employees of JuxtaComm, and they may become 

uncooperative with JuxtaComm years hence.  Inventors are crucial witnesses in any patent trial, and 

JuxtaComm should not face the prospect of presenting a complex software patent case to a jury 

with videotaped inventor depositions.   

                                                 
32 See http://www.cafc.uscourts.dv/images/stories/the-

court/statistics/Median_Disposition_Time_for_Cases_Terminated 
_after_Hearing_or_Sumission_Detailed_Table_of_Data_2001-2010.pdf attached hereto as Cowart Declaration ¶5, Exh. 
1 (average pendency from date of docketing of appeal to disposition on the merits, 2001-2010).  

33 See EMG Tech., Mem. Op. at * 3 (“Defendants’ arguments for a stay are clearly outweighed by EMG’s 
concerns regarding witnesses’ memories and lost evidence.”); Affinity Labs, Mem. Op. at *4 (finding that delay would 
unduly prejudice non-movant due in part to loss of evidence).   
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the ‘662 patent, its prosecution history, the massive amounts of prior art, and an array of 

infringement issues.  Dr. Rudd has worked many hours in both cases (over 2,000 hours billed), and 

his expert report on infringement in the current case is well underway.  Moreover, he has already 

been deposed on claim construction issues in this matter.  To essentially force JuxtaComm to 

replace him at this point by staying the case for years would deprive JuxtaComm of this substantial 

investment, resulting in severe prejudice.34

2. If stayed, JuxtaComm would risk losing customers and market share, and its 
licensing program would be impaired. 

   

Defendants wrongly assert that JuxtaComm does not risk customer losses or injury to its 

market share.  JuxtaComm indisputably competes in the marketplace with its “JuxtaComm 

Integration Broker” product, a version of which was demonstrated to the PTO during the February 

17, 2011 personal interview with the examiner in the reexamination proceeding.35  In any event, 

this Court has previously rejected the argument Defendants make here, because a patent holder may 

be entitled to an injunction regardless of whether it practices the patent.36

Furthermore, JuxtaComm has recently developed a new vertical market licensing program 

aimed at licensing the ’662 patent to participants in the parking industry.  Potential licensees  may 

view a stay of the litigation as a judicial endorsement of the PTO’s Office Action—a de facto 

judicial ruling of invalidity.  Such a view would have a chilling effect on JuxtaComm’s new 

licensing program and the financial benefits this small technology company has the potential to 

   

                                                 
34 See Forgent Networks, Mem. Op. at *3 (“Postponing trial pending reexamination over a year into the case 

and only seven months prior to trial would unduly prejudice Forgent in light of the amount of discovery and trial 
preparation that has already taken place.”). 

35 See, Exparte Reexamination Interview Summary, prepared by Mary Steelman, attached hereto as Exh. B. 
36 EMG Tech., Mem. Op. at *3; Centre One, Mem. Op. at *4.   
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earn.  Courts have held that the risk of impairment of a patentee’s licensing program constitutes 

prejudice to the patentee under this factor.37

 

  This Court should do the same. 

III. CONCLUSION  

Defendants have not offered any justifiable basis, in fact or law, for this Court to go against 

sound principles and precedent in this District regarding the treatment of requests for a stay.  With 

less than three months until the close of discovery and less than eight months until trial, the case 

has progressed too far to be stayed.  Further, a stay will not simplify the issues in the case.  It 

would, however, severely prejudice JuxtaComm and has the potential for crippling JuxtaComm’s 

marketing and licensing efforts in a market where its ability to compete has already been made 

difficult by the infringing actions of the Defendants.  Therefore, the Court should deny Defendants’ 

Motion to Stay. 

  Dated: May 23, 2011    AKIN GUMP STRAUSS HAUER & FELD LLP 

       
R. LAURENCE MACON 
State Bar No. 12787500 
lmacon@akingump.com 
KIRT S. O’NEILL 
State Bar No. 00788147 
koneill@akingump.com 
MELANIE G. COWART 
State Bar No. 04920100 
mcowart@akingump.com 
300 Convent Street, Suite 1600 
San Antonio, Texas 78205-3732 
Telephone: (210) 281-7000 
Fax: (210) 224-2035 
 
 
 

                                                 
37 See Affinity Labs, Mem. Op. at *4 (“A stay may prejudice Affinity’s ability to enforce and license its 

patents, and could lead to a loss of evidence.”). 
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