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IN THE UNITED STATES DISTRICT COURT  
FOR THE EASTERN DISTRICT OF VIRGINIA 

NORFOLK DIVISION 
 

_____________________________________
 
ACTIVEVIDEO NETWORKS, INC., 

 
) 
) 

 

 )  
 Plaintiff, 
 

) 
) 

 

v. ) Case No. 2:10-cv-00248-RAJ-FBS 
 )  
VERIZON COMMUNICATIONS INC., 
VERIZON SERVICES CORP., 
VERIZON VIRGINIA INC., and 
VERIZON SOUTH INC., 
 

) 
) 
) 
) 
) 

 
 
JURY TRIAL DEMANDED 

 Defendants. 
_____________________________________ 

) 
) 

 

 
 

MEMORANDUM IN SUPPORT OF  
DEFENDANTS’ EXPEDITED MOTION FOR ENTRY OF PROTECTIVE ORDER 

 
At issue in this motion is Defendants’ ability to choose the lawyers who represent them 

before this Court.  Verizon seeks entry of a protective order in this case that will allow four 

specific in-house attorneys at Verizon to access materials designated confidential by 

ActiveVideo.  ActiveVideo has demanded that none of Verizon’s in-house counsel be permitted 

access to any of ActiveVideo’s confidential materials or source code.  Both parties agree that a 

protective order is necessary in this case; the sole dispute over the terms of a proposed protective 

order is whether Verizon’s in-house counsel can have access to ActiveVideo’s confidential 

information.1 

                                                 
1 The parties are in agreement with respect to all other terms of a proposed protective 

order except the issue of Verizon’s in-house counsel’s access to information designated as 
confidential or highly confidential by ActiveVideo.  Due to this dispute, Verizon would not agree 
to entry of ActiveVideo’s proposed protective order and informed ActiveVideo’s counsel that the 
parties should jointly brief the Court on this issue on an expedited basis.  On October 5, 2010, 
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Verizon relies heavily on its in-house lawyers in litigation, rather than depending 

exclusively on outside counsel, and its in-house lawyers routinely take an active role in 

conducting litigation, from reviewing documents and deposing witnesses to writing briefs and 

participating at trial.  Both this Court and the Federal Circuit have held that in-house and outside 

counsel merit the same treatment under a protective order – unless an opposing party 

demonstrates that a specific in-house attorney engages in competitive decision-making.  As the 

four Verizon in-house attorneys who seek access to confidential materials in this case do not 

engage in competitive decision-making, the Court should grant Defendants’ motion and enter 

Defendants’ proposed protective order.  

Given the schedule set in this case and the fact that discovery has commenced, Verizon 

respectfully requests that this motion be addressed on an expedited basis. 

ARGUMENT 

Verizon’s four in-house counsel working on this litigation should have equal access to 

information produced in discovery, because without such access they cannot fully participate in 

the case and Defendants will lose the ability to choose the lawyers who represent them before 

this Court.  Numerous courts have addressed the issue of whether in-house counsel should be 

afforded the same access to an opposing parties’ confidential materials and courts uniformly 

agree that in-house counsel should have the same access as outside counsel, unless the in-house 

attorneys are engaged in competitive decision-making for their client.  None of the four Verizon 

                                                                                                                                                             
Verizon proposed that the parties jointly submit statements to the Court regarding their 
respective positions on this issue for resolution.  ActiveVideo would not agree to this approach, 
thus requiring Verizon to file the instant motion on its own. 

Verizon’s proposed protective order is attached as Exhibit 1.  A redline showing the 
differences between Verizon’s proposal and the version proposed by ActiveVideo is attached as 
Exhibit 2. 
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in-house attorneys who seek access to confidential materials in this case is engaged in 

competitive decision-making.   

ActiveVideo insists, however, that all in-house counsel should be barred from reviewing 

material it designates as “Confidential” or “Highly Confidential Source Code,” seeking to 

preclude Verizon’s in-house lawyers from meaningful or effective participation in this case.  

ActiveVideo’s opposition apparently rests on the fact that, unlike Verizon, it has no in-house 

counsel.  ActiveVideo’s position is contrary to settled law.  See Volvo Penta of the Americas, 

Inc. v. Brunswick Corp., 187 F.R.D. 240 (E.D. Va. 1999) (permitting in-house counsel access to 

confidential information where in-house counsel was not involved in competitive decision-

making); Wi-LAN, Inc. v. Acer, Inc., Nos. 2:07-CV-473 et al., 2009 WL 1766143, at *5 (E.D. 

Tex. June 23, 2009) (rejecting exclusion of in-house attorneys from protective order because 

plaintiff failed to meet its burden to “identif[y] defendants’ particular in-house counsel that pose 

a risk of disclosure” and to “demonstrate[ ] how defendants’ in-house counsel could be 

considered ‘competitive decision makers’”).  Verizon respectfully requests that this Court enter 

Verizon’s proposed Protective Order, which permits outside counsel and up to four in-house 

counsel access to confidential information on equal terms.  

A. The Four Verizon In-House Attorneys Who Seek Access Here Are Not 
Competitive Decision-Makers 

 
The Federal Circuit has ruled that in-house attorneys may review the most confidential 

materials produced during litigation and that there is no per se rule disqualifying in-house 

counsel from doing so.  See U.S. Steel Corp. v. United States, 730 F.2d 1465, 1468 (Fed. Cir. 

1984); Matsushita Elec. Indus. Co. v. United States, 929 F.2d 1577, 1580 (Fed. Cir. 1991) 

(affirming court’s previous rejection of a “per se rule” disqualifying in-house counsel).  Access 

to confidential information depends “on the basis of each individual counsel’s actual activity and 
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relationship with the party represented, without regard to whether a particular counsel is in-house 

or retained.”  U.S. Steel, 730 F.2d at 1469.  The key inquiry is the attorney’s role in competitive 

decision-making, which is “shorthand for a counsel’s activities, association, and relationship 

with a client that are such as to involve counsel’s advice and participation in any or all of the 

client’s decisions (pricing, product design, etc.) made in light of similar or corresponding 

information about a competitor.”  Id. at 1468 n.3.  If a particular in-house attorney is heavily 

involved in a corporation’s competitive decision-making, the risk of inadvertent disclosure may 

justify a restriction.  But this determination is attorney-specific:  “Whether an unacceptable 

opportunity for inadvertent disclosure exists . . . must be determined . . . by the facts on a 

counsel-by-counsel basis, and cannot be determined solely by giving controlling weight to the 

classification of counsel as in-house rather than retained.”  Id. at 1468.   

Here, ActiveVideo bears the burden of proving that the work of each of the four Verizon 

in-house attorneys involved in this litigation includes competitive decision-making at a level 

sufficient to justify any restriction.  See Wi-LAN, 2009 WL 1766143, at *2 (party seeking 

restriction “bears the burden of demonstrating that good cause exists for including its proposed 

restriction”).  ActiveVideo cannot meet that burden here. 

1. The four Verizon in-house attorneys who work on this case are not competitive 

decision-makers.  See Declarations of John Thorne, Leonard Charles Suchyta, John P. Frantz, 

and Caren K. Khoo (attached as Exhibits 3-6, respectively).  As they have attested, they do not 

participate in any company decisions affecting pricing, marketing, scientific research, or any 

other similar decisions that Verizon makes “in light of similar or corresponding information 

about a competitor.”  U.S. Steel, 730 F.2d at 1468 n.3;  Matsushita, 929 F.2d at 1580 (“[T]he 

standard is not ‘regular contact’ with other corporate officials who make ‘policy,’ or even 
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competitive decisions, but ‘advice and participation’ in ‘competitive decision-making.’”). 

Further, Mr. Thorne, Mr. Frantz, Mr. Suchyta and Ms Khoo can readily comply, and have agreed 

to comply, with the agreed prosecution bar of Paragraph 14 of the proposed protective order. 

These particular, seasoned in-house attorneys have a history of active involvement in 

Verizon’s litigation, including patent litigation.  Mr. Thorne is admitted to practice in Illinois, the 

District of Columbia, and as corporate counsel in Virginia.  Mr. Franz is admitted to practice law 

in Virginia, the District of Columbia, New York, as corporate counsel in New Jersey, and is 

admitted as a member of the Eastern District of Virginia bar.  Mr. Suchyta is admitted to practice 

in Illinois, Massachusetts and New Jersey.  Ms. Khoo is admitted to practice in New York and 

New Jersey.  Verizon attorneys routinely argue motions in court on behalf of Verizon.  In the 

past several weeks in another pending patent case,2 Mr. Suchyta argued a motion for sanctions 

for breach of a protective order, and Mr. Frantz argued a motion for summary judgment on 

behalf of Verizon.  Mr. Thorne is also actively involved in Verizon litigation and has argued on 

behalf of Verizon numerous times in court, including an argument before the Second Circuit in 

Law Offices of Curtis V. Trinko, LLP v. Bell Atlantic Corp., 305 F.3d 89 (2d Cir. 2002).  Ms. 

Khoo also plays a participatory role in various litigations, including a lead role in the instant 

case.   

These four attorneys have been permitted to see the opposing parties’ most confidential 

discovery materials under the protective orders in numerous other cases.  Just as in those cases, 

each attorney here will agree to be bound by, and to comply with, the protective order issued by 

the Court in this case.  “Like retained counsel, . . . in-house counsel are officers of the court, are 

                                                 
2 EON Corp. IP Holdings, LLC v. Verizon Clinton Center Drive Corp., Civil Action No. 

6:08-cv-00385-LED (E.D. Tx.).   
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bound by the same Code of Professional Responsibility, and are subject to the same sanctions.”  

U.S. Steel, 730 F.2d at 1468.   

2. Because these particular in-house attorneys are not competitive decision-makers, 

ActiveVideo’s proposal imposes significant hardship on Verizon with no recognizable benefit to 

ActiveVideo.  Verizon’s in-house attorneys regularly perform tasks traditionally assigned to 

outside counsel.  The four in-house attorneys whom ActiveVideo seeks to exclude have been 

involved with this case since its inception; they are deeply familiar with the facts and 

circumstances underlying the parties’ claims; and they are key participants in Verizon’s 

longstanding, collaborative approach to litigation.  Verizon’s outside attorneys will rely on in-

house counsel to make tactical and strategic decisions in this case.  Barring these attorneys from 

full participation in this litigation will raise Verizon’s litigation costs and impair Verizon’s 

ability to present its case.  Verizon’s in-house counsel would be precluded, for example, from 

guiding litigation strategy, reviewing expert reports and dispositive motions that rely upon 

ActiveVideo’s confidential discovery materials, and taking (or even attending) depositions where 

highly confidential information is discussed.  See Solaia Tech. LLC v. Jefferson Smurfit Corp., 

No. 01 C 6641, 2002 WL 1964761, at *2 (N.D. Ill. Aug. 20, 2002) (“Since we agree that 

Rockwell’s in-house counsel needs access to the Agreement to be able to communicate 

effectively with its outside counsel, and since we have seen no evidence that such in-house 

counsel is not capable of abiding by the protective order, we will allow them to see the 

Agreement.”).  Verizon’s reliance on its in-house counsel to make tactical decisions is even more 

significant in this case due to the speed of the Court’s docket.  See Volvo Penta, 187 F.R.D. 240, 

242-43 (noting that the speed of the Eastern District of Virginia’s “Rocket Docket” was a 

relevant factor, as in-house counsel would need “to help make quick tactical decisions”).  
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Because any supposed benefit to ActiveVideo must be balanced against “the hardship and 

prejudice imposed by the restriction” to Verizon, Wi-LAN, 2009 WL 1766143, at *2, this 

analysis squarely favors Verizon. 

Other courts have rejected such a blanket prohibition on in-house attorneys’ access to 

confidential materials.  See, e.g., id.  In the Wi-LAN case, for example, the plaintiff – like 

ActiveVideo here – demanded a categorical exclusion.  Rejecting that request, the court held that 

the plaintiff failed to meet its burden to “identif[y] defendants’ particular in-house counsel that 

pose a risk of disclosure” and further to “demonstrate[ ] how defendants’ in-house counsel could 

be considered ‘competitive decision makers.’”  Id. at *5.  The plaintiff in Wi-LAN failed to show, 

for example, that the defendants’ in-house counsel were involved in “patent prosecution, 

research, product development, or other significant business decisions,” and therefore had failed 

to show any specific harm from disclosure.  Id. at *4.  The same is true here.  In light of the 

Verizon attorneys’ declarations, ActiveVideo has not and cannot meet its burden of showing that 

Verizon’s in-house counsel are competitive decision-makers and that the disclosure of 

confidential information to those attorneys is likely to cause any specific harm.  See also Amgen, 

Inc. v. Elanex Pharms., Inc., 160 F.R.D. 134, 139 (E.D. Wash. 1994) (denying motion for 

protective order preventing access to confidential materials by in-house counsel). 

B. Resolution Of A Similar Issue In TiVo v. Verizon 

The issue regarding Verizon’s in-house counsel’s access to confidential information was 

recently briefed and decided by the Eastern District of Texas in a patent case involving some of 

the same Verizon Defendants.3  The same four Verizon in-house attorneys were involved and the 

sole dispute between the parties regarding the entry of a protective order was Verizon’s in-house 
                                                 

3 The case is: TiVo Inc. v. Verizon Communications Inc., Verizon Services Corp., and 
Verizon Corporate Resources Group LLC, 2:09-cv-257-DF (E.D. Tex., Marshall Division).   
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counsel’s access to “Highly Confidential” material.  After briefing by the parties the Court issued 

an order allowing three of the four Verizon attorneys access to the plaintiff’s highly confidential 

material.4  See June 15, 2010 Order, attached as Exhibit 7.   

The Texas court concluded that three of the four Verizon attorneys (Messrs. Suchyta and 

Frantz and Ms. Khoo) could access TiVo’s confidential information, but that Mr. Thorne should 

not have access to such materials.  After consideration of the record, including declarations 

submitted by all four Verizon attorneys, the court correctly concluded that TiVo failed to meet its 

burden to show that Mr. Suchyta, Mr. Frantz and Ms. Khoo were involved with competitive 

decision making at Verizon.  With respect to Mr. Thorne, the court concluded that although he 

“may not directly participate in the competitive decisions of Verizon” there was a potential risk 

of inadvertent disclosure of confidential information due to his position as a board member on 

two non-defendant Verizon entities, weighing against his access to highly confidential 

information.  Verizon respectfully submits that the Texas court reached the wrong conclusion 

with respect to Mr. Thorne and that this Court should allow Mr. Thorne access to ActiveVideo’s 

confidential information since these two Verizon entities offer no products or services. 

Mr. Thorne is not involved in competitive decision making for Verizon.  Instead, his core 

responsibilities and activities are related to overseeing and actively managing various litigations 

to which Verizon entities are parties.  As Verizon Communications Inc.’s Senior Vice President 

and Deputy General Counsel, Mr. Thorne is focused on legal issues rather than competitive 

issues, so the risk of inadvertent disclosure of confidential information in the context of 

                                                 
4 While the Texas court’s order concluded that three of the four Verizon attorneys could 

access TiVo’s highly confidential information, it required Verizon to pick two of the three 
available attorneys who would in fact access the confidential information.  The parties 
subsequently agreed that all three Verizon attorneys could access TiVo’s highly confidential 
information.  
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competitive decision making simply does not exist.  Mr. Thorne’s role as an officer and a board 

member of Bell Atlantic Entertainment and Information Services Group (“Bell Atlantic 

Entertainment”) and Bell Atlantic Global Wireless, Inc. also does not risk the disclosure of 

ActiveVideo highly confidential information, because neither of these companies offers any 

products or services.  The lack of risk of inadvertent disclosure of confidential information is 

also highlighted by the fact that neither Bell Atlantic entity would be considered a competitor to 

ActiveVideo.   The Texas court’s concern that Mr. Thorne’s fiduciary duties as an officer or 

board member might compete with his obligations as an attorney is unjustified, as Mr. Thorne 

has had access to confidential information in countless other cases and has not faced any conflict 

with respect to his obligations as an attorney, officer and board member.  See Decl. of J. Thorne, 

¶ 8.  The Texas court’s reliance on the fact that one of the patents in that case (United States 

Patent No. 7,561,214) was previously assigned to Bell Atlantic Entertainment is also misplaced 

since this patent was transferred from Bell Atlantic Entertainment to Verizon Communications 

Inc. in February 2010.   

Finally, even if there is a potential risk of inadvertent disclosure, “the district court must 

balance this risk against the potential harm to the opposing party from restrictions imposed on 

that party’s right to have the benefit of counsel of its choice.”  In re Deutsche Bank Trust Co. 

Americas, 605 F.3d 1373, 1380 (Fed. Cir. 2010).  Here, due to Verizon’s desire for Mr. Thorne 

to be actively and significantly involved in the instant litigation, any minimal such risk of 

inadvertent disclosure is clearly outweighed by the harm suffered by Verizon. 
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CONCLUSION 

For the foregoing reasons, Verizon respectfully requests that the Court enter Verizon’s 

proposed Protective Order allowing in-house and outside counsel access to confidential 

information on equal terms. 

 

Dated:  October 6, 2010   Respectfully submitted, 

 

VERIZON COMMUNICATIONS INC., 
VERIZON SERVICES CORP., 
VERIZON VIRGINIA INC. and 
VERIZON SOUTH INC. 

 
   /s/    
Gregory N. Stillman (VSB #14308) 
Brent L. VanNorman (VSB #45956) 
HUNTON & WILLIAMS LLP 
500 East Main Street, Suite 1000 
Norfolk, VA  23510 
Telephone:  (757) 640-5300 
Facsimile:  (757) 625-7720 
gstillman@hunton.com 
bvannorman@hunton.com 

 
Brian M. Buroker (VSB # 39581) 
Bradley T. Lennie (Pro Hac Vice) 
Justin T. Arbes (Pro Hac Vice) 
HUNTON & WILLIAMS LLP 
1900 K Street, NW 
Washington, DC  20006 
Telephone:   (202) 955-1500 
Facsimile:  (202) 778-2201 
bburoker@hunton.com 
blennie@hunton.com 
jarbes@hunton.com 
 
John Thorne  
VERIZON CORPORATE RESOURCES GROUP LLC 
1320 North Courthouse Road 
Arlington, VA  22201 
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Telephone:  (703) 351-3900 
Facsimile:  (703) 351-3670 
john.thorne@verizon.com 
 
Leonard C. Suchyta*  
John P. Frantz (VSB #41450) 
Caren K. Khoo*  
VERIZON CORPORATE RESOURCES GROUP LLC 
One Verizon Way 
Basking Ridge, NJ  07920 
Telephone:  (908) 559-5623 
Facsimile:  (908) 766-6974 
leonard.suchyta@verizon.com 
john.frantz@verizon.com 
caren.khoo@verizon.com 
* Pro Hac Vice to be submitted 
 
Counsel for Defendants 
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CERTIFICATE OF SERVICE 

I herby certify that on October 6, 2010, I will electronically file the foregoing Defendants’ 
Expedited Motion For Entry Of Protective Order with the Clerk of Court using the CM/ECF 
system, which will then send a notification of such filing to the following counsel of record: 

Stephen E. Noona (VSB #25367) 
KAUFMAN & CANOLES, P.C. 

150 W. Main Street, Suite 2100 
P.O. Box 3037 

Norfolk, VA  23514 
Telephone:  (757) 624-3000 
Facsimile:  (757) 624-3169 

senoona@kaufcan.com 

Nathan W. McCutcheon (VSB #36308) 
MORGAN, LEWIS & BOCKIUS LLP 

1111 Pennsylvania Avenue, NW 
Washington, DC  20004 

Telephone:  (202) 739-3000 
Facsimile:  (202) 739-3001 

nmccutcheon@morganlewis.com 

Daniel Johnson, Jr. 
Michael J. Lyons 
Dion M. Bregman 
Ahren C. Hoffman 

MORGAN, LEWIS & BOCKIUS, LLP 
2 Palo Alto Square 

3000 El Camino Real, Suite 700 
Palo Alto, CA  94306-2122 
Telephone:  (650) 843-4000 
Facsimile:  (650) 843-4001 

djjohnson@morganlewis.com 
mlyons@morganlewis.com 

dbregman@morganlewis.com 
ahoffman@morganlewis.com 

Counsel for Plaintiff 

_______________/s/_________________ 
Gregory N. Stillman (VSB #14308) 
HUNTON & WILLIAMS LLP 
500 East Main Street, Suite 1000 
Norfolk, VA  23510 
Telephone:  (757) 640-5300 
Facsimile:  (757) 625-7720 
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UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF VIRGINIA 

Norfolk Division 
 

ACTIVEVIDEO NETWORKS, INC., a 
Delaware corporation, 
 

Plaintiffs,    Case No. 2:10-cv-248-RAJ–FBS 
 v. 
 
VERIZON COMMUNICATIONS INC., a 
Delaware corporation, VERIZON SERVICES 
CORP., a Delaware corporation, VERIZON 
VIRGINIA INC., a Virginia corporation, and 
VERIZON SOUTH INC., a Virginia corporation, 

 
Defendants. 

 
PROTECTIVE ORDER 

It appearing that discovery in the above-captioned action is likely to involve the 

disclosure of confidential information, it is ORDERED as follows: 

1. Any party to this litigation and any third-party shall have the right to designate as 

“Confidential” and subject to this Order any information, document, or thing, or portion of any 

document or thing: (a) that contains trade secrets, competitively sensitive technical, marketing, 

financial, sales or other confidential business information, or (b) that contains private or 

confidential personal information, or (c) that contains information received in confidence from 

third parties, or (d) which the producing party otherwise believes in good faith to be entitled to 

protection under Rule 26(c)(1)(G) of the Federal Rules of Civil Procedure and Local Civil 

Rule 5.  Any party to this litigation or any third party covered by this Order, who produces or 

discloses any Confidential material, including without limitation any information, document, 

thing, interrogatory answer, admission, pleading, or testimony, shall place on each page (or 

electronic file or medium containing electronic file(s)) and each thing (including electronic, 

optical, magneto-optical, magnetic, etc. media) to which the designation applies a legend 
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substantially as follows: “CONFIDENTIAL” or “CONFIDENTIAL – SUBJECT TO 

PROTECTIVE ORDER” (hereinafter “Confidential Material”). 

2. All Confidential Material shall be used by the receiving party solely for purposes 

of the prosecution or defense of this action, shall not be used by the receiving party for any 

business, commercial, competitive, personal or other purpose, and shall not be disclosed by the 

receiving party to anyone other than those set forth in Paragraph 3, unless and until the 

restrictions herein are removed either by written agreement of counsel for the producing party or 

by Order of the Court. It is, however, understood that counsel for a receiving party may give 

advice and opinions to his or her client solely relating to the above-captioned action based on his 

or her evaluation of Confidential Material, provided that such advice and opinions shall not 

reveal the content of such Confidential Material except by prior written agreement of counsel for 

the producing party, or by Order of the Court. 

3. Confidential Material and the contents of Confidential Material may be disclosed 

only to the following individuals under the following conditions:  

(a) Outside counsel (herein defined as any attorney at the parties’ outside law 

firms) and no more than four in-house counsel (“In-House Counsel”) for each of the parties; 

(b) Experts or consultants retained by outside counsel for purposes of this 

action, and only to the extent the Confidential Material is germane to the expert’s or consultant’s 

scope of engagement in this action, provided they have signed the Undertaking in the form 

attached hereto as Exhibit A; 

(c) Secretarial, paralegal, clerical, duplicating and data processing personnel 

of the foregoing; 

(d) The Court and court personnel; 
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(e) Any deponent may be shown or examined on any Confidential Material 

that the witness authored or received a copy of, or is employed by the party who produced the 

Confidential Material, or if the producing party consents to such disclosure; and 

(f) Vendors retained by or for the parties to assist in preparing for pretrial 

discovery, trial and/or hearings including, but not limited to, court reporters, litigation support 

personnel, jury consultants, individuals to prepare demonstrative and audiovisual aids for use in 

the courtroom or in depositions or mock jury sessions, as well as their staff, stenographic, and 

clerical employees whose duties and responsibilities require access to such materials. 

4. Confidential Material shall be used only by individuals permitted access to it 

under Paragraph 3 and then only for purposes of this action.  Confidential Material, copies 

thereof, and the information contained therein, shall not be disclosed in any manner to any other 

individual, until and unless (a) outside counsel or In-House Counsel for the producing party 

waives the claim of confidentiality, or (b) the Court orders such disclosure. 

5. With respect to any depositions that involve a disclosure of Confidential Material 

of a party to this action, such party shall have until ten (10) calendar days after receipt of the 

final deposition transcript within which to inform all other parties that portions of the transcript 

are to be designated Confidential, which period may be extended by agreement of the parties. No 

such deposition transcript shall be disclosed to any individual other than the individuals 

described in Paragraph 3(a), (b), (c), (d) and (f) above and the deponent during these ten (10) 

calendar days after receiving the final deposition transcript from the court reporter, and no 

individual attending such a deposition shall disclose the contents of the deposition to any 

individual other than those described in Paragraph 3(a), (b), (c), (d) and (f) above during said ten 

(10) calendar days. Upon being informed that certain portions of a deposition are to be 
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designated as Confidential, all parties shall immediately cause each copy of the transcript in its 

custody or control to be appropriately marked and limit disclosure of that transcript in 

accordance with Paragraphs 2 and 3.  Alternatively, counsel appearing at the deposition, 

including counsel for the deponent (if a third-party), contemporaneously may designate during 

the course of a deposition certain testimony as Confidential. 

6. If counsel for a party receiving documents or information designated as 

Confidential hereunder objects to such designation of any or all of such items, the following 

procedure shall apply:  

(a) Counsel for the objecting party shall serve on the designating party or 

third party a written objection to such designation, which shall describe with particularity the 

documents or information in question and shall state the grounds for objection.  Counsel for the 

designating party or third party shall respond in writing to such objection within ten (10) 

calendar days, and shall state with particularity the grounds for asserting that the document or 

information is Confidential.  If no timely written response is made to the objection, the 

challenged designation will be deemed to be void. If the designating party or nonparty makes a 

timely response to such objection asserting the propriety of the designation, counsel shall then 

confer in good faith in an effort to resolve the dispute. 

(b) If a dispute as to a Confidential designation of a document or item of 

information cannot be resolved by agreement, the proponent of the designation being challenged 

shall present the dispute to the Court initially by telephone or letter, before filing a formal motion 

for an order regarding the challenged designation. The document or information that is the 

subject of the filing shall be treated as originally designated pending resolution of the dispute. 
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7. “Highly Confidential Source Code,” as used in this Order, is highly confidential 

information that encompasses electronic versions of computer software (“Electronic Format 

Source Code”), printouts of the Electronic Format Source Code made pursuant to Paragraph 10 

below, portions of the Electronic Format Source Code (in any form) that have been extracted for 

transmission as attachments to email or as working copies, flow charts that disclose functional 

operations and logical paths, programmer’s notes, technical designs, and guides and documents 

that disclose architecture or functionality of such software, as well as printouts of some or all of 

the software or other hardcopies of it, provided that the producing party has properly applied the 

legends “Confidential Information — Subject to Protective Order” and “Highly Confidential 

Source Code” to either the document or a stand-alone, secure computer containing Electronic 

Format Source Code available for inspection, as described in paragraph 20 below. 

8. (a) Highly Confidential Source Code may be disclosed only to: (i) outside 

counsel and In-House Counsel for the receiving party to this action, including necessary 

secretarial and support personnel assisting such counsel; and (ii) outside experts or consultants 

retained by outside counsel for purposes of this action, and only to the extent the Highly 

Confidential Source Code is germane to the expert’s or consultant’s scope of engagement in this 

action, provided they have executed the Undertaking in the form attached hereto as Exhibit A. 

(b) Electronic Format Source Code may be inspected only by:  (1) outside 

counsel and In-House Counsel for parties to this action; and, (2) outside experts or consultants 

retained by outside counsel for purposes of this action, and only to the extent the Highly 

Confidential Source Code is germane to the expert’s or consultant’s scope of engagement in this 

action, provided they have executed the Undertaking in the form attached hereto as Exhibit A 

(collectively, “Reviewer”). 
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9. Electronic Format Source Code will be made available for inspection as follows: 

(a) The producing party will make Electronic Format Source Code available 

for inspection on the hard drive of a stand-alone, secure computer (“Secure Computers”) at one 

or more mutually agreed-upon locations. 

(b) The Secure Computers shall be connected to a high-speed laser printer and 

a monitor having no smaller than a 19-inch display, and shall not be connected to any other 

computer(s) or device(s) via a network of any kind, including a local area network (“LAN”), 

intranet, the Internet, or otherwise. 

(c) Electronic Format Source Code shall be maintained on the Secure 

Computers in a PGP v8.1 or later encrypted disk volume using 128-bit AES as the file 

encryption algorithm and using a passphrase-protected access key of 2048 bits length (if RSA 

algorithm is used) or of 3072/1024 bits length (if DH/DSS algorithm is used).  A log shall be 

kept of the representatives of the producing and receiving party that are given access to 

Passphrases. 

(d) The Secure Computers must be sufficiently state-of-the-art (in terms of 

processor speed, memory, etc.) to support a review of the Electronic Format Source Code. 

(e) The parties shall agree in advance on the software review tools that shall 

be loaded onto the Secure Computer with the Electronic Format Source Code.  To the extent that, 

at a later date a Reviewer wants additional software review tools available on the Secure 

Computer, the receiving party shall request that the Reviewer be allowed to load such tools onto 

the Secure Computer.  Unless the producing party objects to the tool(s) requested by the 

Reviewer within three (3) business days, the receiving party shall arrange for such additional 

tool(s) to be loaded on the Secure Computer. 
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(f) The Electronic Format Source Code shall be made available for inspection 

in native format or in an electronically-searchable form, together with all necessary libraries and 

make files necessary to compile the Electronic Format Source Code, but the receiving party shall 

not compile the Electronic Format Source Code or any portion thereof.  The stand-alone 

computer shall, at the receiving party’s request, include reasonable analysis tools appropriate for 

the type of Electronic Format Source Code. 

(g) The locations of the Secure Computers shall maintain an Electronic 

Format Source Code Access Log identifying: (i) the name of each person who accessed the code; 

and (ii) the date of access.  

(h) The receiving party shall make reasonable efforts to restrict its requests for 

access to the stand-alone secure computers to normal business hours, which for purposes of this 

Paragraph shall be 8:00 a.m. through 6:00 p.m.  But upon reasonable notice from the receiving 

party, the producing party shall make reasonable efforts to accommodate the receiving party’s 

request for access to the computers outside of normal business hours, or to have its authorized 

agent accommodate such request.  The parties agree to cooperate in good faith such that 

maintaining the Source Code shall not unreasonably hinder the receiving party’s ability to 

efficiently and effectively conduct the prosecution or defense of this Action. 

10. The following limitations will be placed on the printing and copying of Electronic 

Format Source Code: 

(a) Reviewer may not copy, image, duplicate, photograph, or otherwise record 

or transmit any Electronic Format Source Code, including, for example and without limitation, to 

another computer, hard disk, PDA, CD, DVD, floppy disk, USB storage device, or any other 
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medium other than by printing onto pre-numbered paper, as specified in subparagraph (b), or by 

making handwritten notes, as specified in subparagraph (c). 

(b) Reviewer may print out such portions of the Electronic Format Source 

Code as are reasonably necessary to the analysis being performed by the Reviewer in connection 

with this action.  Printouts shall be made only on paper pre-numbered with production numbers 

and bearing the legends "Confidential — Subject to Protective Order" and "Highly Confidential 

Source Code."  The pre-numbered paper will be furnished by the producing party or the 

production numbers provided by the producing party to the Reviewer.  The Reviewer shall 

provide any original printouts to the producing party.  The producing party shall provide copies 

of the printouts to the Reviewer within five (5) business days of receiving the printouts. 

(c) The Reviewer may make handwritten notes as are reasonably necessary to 

facilitate his or her review of the Electronic Format Source Code.  Any such handwritten notes 

shall be stamped or labeled promptly with both of the legends specified in subparagraph (b). 

11. Any paper copies of Highly Confidential Source Code as specified in paragraph 

10(b) above, and any notes, as specified in paragraph 10(c) above, must be securely and 

separately maintained by the receiving party's outside counsel and outside experts from all other 

confidential materials from the producing party. 

12. Any person receiving documents containing the Highly Confidential Source Code 

of another under this Order shall transport such information only via hand carry, FedEx, or other 

similarly reliable courier.  Neither the contents of the Secure Computer nor any documents 

containing Highly Confidential Source Code shall be transmitted by email, fax, or other 

electronic means, or over a network of any kind, including over a LAN, intranet, or the Internet. 
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13. A receiving party’s outside counsel  in this action, In-House Counsel and/or its 

outside experts and their staff retained in this action may excerpt portions of a producing party’s 

Highly Confidential Source Code in paper or electronic format to create reports, presentations, 

briefs, or exhibits for submission to the Court, provided that the amount of excerpted Highly 

Confidential Source Code does not exceed that which is reasonably necessary for the intended 

purpose of the submission, and, further, provided that such materials bear the appropriate 

markings specified in this Order.  Highly Confidential Source Code may also be presented to a 

witness in this action during the deposition or trial testimony of that witness, provided that the 

witness is:  (i) a current employee of the producing party; (ii) an outside expert or consultant of 

the producing party; or (iii) a former employee of the producing party who prepared or assisted 

in preparing the Highly Confidential Source Code.  Any other use of Highly Confidential Source 

Code by the receiving party requires the prior written authorization of the producing party or 

authorization from the Court. 

14. Any attorney, patent agent or other person representing or working for or on 

behalf of a receiving party, including outside counsel, In-House Counsel and experts, that 

receives any Confidential Material or Highly Confidential Source Code, or who learns, in whole 

or in part, the producing party’s Confidential Material or Highly Confidential Source Code as a 

result of production under this Order, shall not draft or amend patent claims, including in 

preparing or prosecuting any patent applications, reissues or reexaminations, pertaining to the 

field(s) of the invention of the patents-in-suit on behalf of the receiving party or its acquirer, 

successor, predecessor, or other affiliate during the pendency of this action and for one (1) year 

after its conclusion, including any appeals.  To ensure compliance with the purpose of this 

provision, each receiving party shall create an “Ethical Wall” between those persons with access 
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to the Confidential Material or Highly Confidential Source Code and any individuals who, on 

behalf of the receiving party or its acquirer, successor, predecessor, or other affiliate, is 

prosecuting any patent application in the field(s) of invention of the patents-in-suit.  Nothing 

herein shall prevent, or shall be construed as preventing any outside counsel or In-House 

Counsel from communicating with its client or its client’s patent prosecution or reexamination 

counsel regarding any disclosure of non-confidential litigation materials mandated by the MPEP, 

the United States Patent and Trademark Office, by federal law, or as otherwise required to avoid 

a finding of inequitable conduct. 

15. (a) Unless otherwise ordered by the Court or agreed to in writing by the 

producing party, a party that seeks to disclose to an expert any Confidential Material or Highly 

Confidential Source Code first must make a written request to the producing party that (1) 

identifies the general categories of Confidential Material or Highly Confidential Source Code 

information that the receiving party seeks permission to disclose to the expert, (2) sets forth the 

full name of the expert and the city and state of his or her primary residence, (3) attaches a copy 

of the expert’s current resume, (4) identifies the expert’s current employer(s), (5) identifies each 

person or entity from whom the expert has received compensation or funding for work in his or 

her areas of expertise or to whom the expert has provided professional services, including in 

connection with a litigation, at any time during the preceding five years, and (6) identifies (by 

name and number of the case, filing date, and location of court) any litigation in connection with 

which the expert has offered expert testimony, including through a declaration, report, or 

testimony at a deposition or trial, during the preceding five years. 

(b) A party that makes a request and provides the information specified in the 

preceding respective paragraphs may disclose the subject Confidential Material to the identified 
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expert unless, within fourteen (14) calendar days of delivering the request, the party receives a 

written objection from the producing party.  Any such objection must set forth in detail the 

grounds on which it is based. 

(c) A party that receives a timely written objection must meet and confer with 

the producing party (through direct voice to voice dialogue) to try to resolve the matter by 

agreement within seven (7) calendar days of the written objection.  If no agreement is reached, 

the party seeking to make the disclosure to the expert may file a motion as provided in Civil 

Local Rule 7 seeking permission from the Court to do so.  Any such motion must describe the 

circumstances with specificity, set forth in detail the reasons why the disclosure to the expert is 

reasonably necessary, assess the risk of harm that the disclosure would entail, and suggest any 

additional means that could be used to reduce that risk.  In addition, any such motion must be 

accompanied by a competent declaration describing the parties’ efforts to resolve the matter by 

agreement (i.e., the extent and the content of the meet and confer discussions) and setting forth 

the reasons advanced by the producing party for its refusal to approve the disclosure. 

16. In any such proceeding, the party opposing disclosure to the expert shall bear the 

burden of proving that the risk of harm that the disclosure would entail (under the safeguards 

proposed) outweighs the receiving party’s need to disclose the Confidential Material to its 

expert. 

17. All requests to seal documents filed with the Court shall comply with Local Civil 

Rule 5. 

18. If the need arises during trial or at any hearing before the Court for any party to 

disclose Confidential Material or Highly Confidential Source Code, it may do so only after 

giving notice to the producing party and as directed by the Court. 
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19. Pursuant to Rule 502 of the Federal Rules of Evidence, the inadvertent disclosure 

of protected communications or information shall not constitute a waiver of any privilege or 

other protection (including work product) for the protected communications or information or the 

subject matter of the protected communications or information if the producing party took 

reasonable steps to prevent disclosure and also took reasonable steps to rectify the error in the 

event of an inadvertent disclosure.  The producing party will be deemed to have taken reasonable 

steps to prevent communications or information from inadvertent disclosure if the producing 

party utilized attorney review, keyword search term screening, and/or linguistic tools in 

screening for privilege, work product or other protection.  In the event of the inadvertent 

disclosure of Confidential Material, the producing party shall be deemed to have taken 

reasonable steps to rectify the error of the disclosure if, within thirty (30) calendar days from the 

date that the inadvertent disclosure has been realized, the producing party notifies the receiving 

party of the inadvertent disclosure and instructs the receiving party to return promptly all copies 

of the inadvertently produced communications or information (including any and all work 

product containing such communications or information).  Upon receiving such a request from 

the producing party, the receiving party shall promptly return or confirm destruction of all copies 

of such inadvertently produced communications or information (including any and all work 

product containing such communications or information), and shall make no further use of such 

communications or information (or work product containing such communications or 

information).  Nothing herein shall prevent the receiving party from challenging the propriety of 

the attorney-client, work product or other designation of protection.  The protections against 

waiver afforded by the Order shall be applicable to the fullest extent allowed by Rule 502 of the 
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Federal Rules of Evidence against both parties and non-parties to this action and in other 

proceedings in Federal and State courts. 

20. No information that is in the public domain or which is already known by the 

receiving party through proper means or which is or becomes available to a party from a source 

other than the party asserting confidentiality, rightfully in possession of such information on a 

non-confidential basis, shall be deemed or considered to be Confidential Material under this 

Order. 

21. This Order shall not deprive any party of its right to object to discovery by any 

other party or on any otherwise permitted ground.  Further, the mere fact that this Order 

addresses “HIGHLY CONFIDENTIAL – SOURCE CODE” is not an admission by any party 

that any source code exists that is relevant to this case nor should this provision be construed as 

an agreement by any party that it will produce source code.  This Order is being entered without 

prejudice to the right of any party to move the Court for modification or for relief from any of its 

terms. 

22. If a party is served with a subpoena or a court order issued in other litigation that 

compels disclosure of any information or items designated in this action as “CONFIDENTIAL” 

or “HIGHLY CONFIDENTIAL –SOURCE CODE” that party must: 

(a) promptly notify in writing the producing party. Such notification shall 

include a copy of the subpoena or court order;  

(b) promptly notify in writing the party who caused the subpoena or order to 

issue in the other litigation that some or all of the material covered by the subpoena or order is 

subject to this Order. Such notification shall include a copy of this Order; and 
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(c) cooperate with respect to all reasonable procedures sought to be pursued 

by the producing party whose Confidential Material may be affected. 

(d) If the producing party timely seeks a protective order, the party served 

with the subpoena or court order shall not produce any information designated in this action as 

“CONFIDENTIAL” or “HIGHLY CONFIDENTIAL –SOURCE CODE” before a determination 

by the court from which the subpoena or order issued, unless the party has obtained the 

producing party’s written permission.  The producing party shall bear the burden and expense of 

seeking protection in that court of its Confidential Material – and nothing in these provisions 

should be construed as authorizing or encouraging a receiving party in this action to disobey a 

lawful directive from another court. 

23. The terms of this Order are applicable to information produced by a Non-Party in 

this action and designated as “CONFIDENTIAL” or “HIGHLY CONFIDENTIAL – SOURCE 

CODE.” Such information produced by Non-Parties in connection with this litigation is 

protected by the remedies and relief provided by this Order. Nothing in these provisions should 

be construed as prohibiting a Non-Party from seeking additional protections.  

24. If a receiving party learns that, by inadvertence or otherwise, it has disclosed 

Confidential Material to any person or in any circumstance not authorized under this Order, the 

receiving party must immediately (a) notify in writing the producing party of the unauthorized 

disclosures, (b) use its best efforts to retrieve all unauthorized copies of the Confidential 

Material, (c) inform the person or persons to whom unauthorized disclosures were made of all 

the terms of this Order, and (d) request such person or persons to execute the Undertaking that is 

attached hereto as Exhibit A. 
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25. This Order shall survive the termination of this action and shall remain in full 

force and effect unless modified by an order of this Court or by the written stipulation of the 

parties filed with the Court. 

26. Upon final conclusion of this litigation, including the exhaustion of all appeals, 

each party or other individual subject to the terms hereof shall be under an obligation to assemble 

and to return to the originating source all originals and unmarked copies of documents and things 

containing Confidential Material, or to destroy all copies of Confidential Material that contain 

and/or constitute attorney work product as well as excerpts, summaries and digests revealing 

Confidential Material; and certify such destruction in writing to the producing party; provided, 

however, that counsel may retain complete copies of all transcripts and pleadings including any 

exhibits attached thereto for archival purposes, subject to the provisions of this Order. To the 

extent a party requests the return of Confidential Material from the Court after the final 

conclusion of the litigation, including the exhaustion of all appeals therefrom and all related 

proceedings, the party shall file a motion seeking such relief. 

Dated:  October _____, 2010  Entered: _____/_____/_____ 
 
 
 
     Judge: __________________________________ 
      United States District Court 
      Eastern District of Virginia 
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EXHIBIT A 
 

UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF VIRGINIA 

Norfolk Division 
 

ACTIVEVIDEO NETWORKS, INC., a 
Delaware corporation, 
 

Plaintiffs,    Case No. 2:10-cv-248-RAJ –FBS 
 v. 
 
VERIZON COMMUNICATIONS INC., a 
Delaware corporation, VERIZON SERVICES 
CORP., a Delaware corporation, VERIZON 
VIRGINIA INC., a Virginia corporation, and 
VERIZON SOUTH INC., a Virginia corporation, 

 
Defendants. 

 
 

PROTECTIVE ORDER UNDERTAKING 

 

I, __________________________________________________, being duly sworn, state that: 

1. My address is ______________________________________________________ 

_____________________________________________________________________________. 

2. My present employer is _________________________________ and the address 

of my present employment is ______________________________________________________ 

_____________________________________________________________________________. 

3. My present occupation or job description is ______________________________ 

_____________________________________________________________________________. 

4. I have carefully read and understood the “Stipulated Protective Order” 

(“Protective Order”) in the above-captioned action (the “Action”), am familiar with the terms 

thereof,  will comply with all provisions of the Protective Order, and agree to be bound by the 

terms of the Protective Order in this case. 
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5. I will hold in confidence and not disclose to anyone not qualified under the 

Protective Order any Confidential Material, including Highly Confidential Source Code, or any 

words, notes, summaries, abstracts, or indices of Confidential Information disclosed to me. 

6. I will limit use of Confidential Material disclosed to me solely for purpose of this 

action. 

7. I understand that I am to retain all copies of the materials that I receive which 

have been designated as containing or reflecting Confidential Material in a container, cabinet, 

drawer, room or other safe place in a manner consistent with the Protective Order.  I understand 

that all copies of any such materials are to remain in my custody until the conclusion of this 

Action or the completion of my assigned duties, whereupon the copies are to be destroyed, 

returned to the producing party, or returned to the counsel for the party for whom I was 

employed or retained for that party’s return of Confidential Material to the producing party or 

destruction of the same.   

8. Such return or destruction shall not relieve me from the obligations imposed upon 

me by said Protective Order.  I further agree to notify any support personnel (such as paralegals, 

administrative assistants, secretaries, clerical and administrative staff), who are necessary to 

assist me of, the terms of the Protective Order, and of their obligation not to reveal any 

Confidential Material to anyone not authorized to receive such information pursuant to the terms 

of the Protective Order. 

9. I understand that I shall be subject to the jurisdiction of the U.S. District Court for 

the Eastern District of Virginia in any proceeding relating to my performance under, compliance 

with, or violation of the Protective Order. 

I declare under penalty of perjury that the foregoing is true and correct. 

 

 

Dated:_________________   __________________________________________ 
[Name] 
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 UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF VIRGINIA 

Norfolk Division 
 

ACTIVEVIDEO NETWORKS, INC., a 
Delaware corporation, 
 

Plaintiffs,    Case No. 2:10-cv-248-RAJ–FBS 
 v. 
 
VERIZON COMMUNICATIONS INC., a 
Delaware corporation, VERIZON SERVICES 
CORP., a Delaware corporation, VERIZON 
VIRGINIA INC., a Virginia corporation, and 
VERIZON SOUTH INC., a Virginia corporation, 

 
Defendants. 

 
PROTECTIVE ORDER 

It appearing that discovery in the above-captioned action is likely to involve the 

disclosure of confidential information, it is ORDERED as follows: 

1. Any party to this litigation and any third-party shall have the right to designate as 

“Confidential” and subject to this Order any information, document, or thing, or portion of any 

document or thing: (a) that contains trade secrets, competitively sensitive technical, marketing, 

financial, sales or other confidential business information, or (b) that contains private or 

confidential personal information, or (c) that contains information received in confidence from 

third parties, or (d) which the producing party otherwise believes in good faith to be entitled to 

protection under Rule 26(c)(1)(G) of the Federal Rules of Civil Procedure and Local Civil Rule 

5.  Any party to this litigation or any third party covered by this Order, who produces or 

discloses any Confidential material, including without limitation any information, document, 

thing, interrogatory answer, admission, pleading, or testimony, shall place on each page (or 

electronic file or medium containing electronic file(s)) and each thing (including electronic, 

optical, magneto-optical, magnetic, etc. media) to which the designation applies a legend 
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substantially as follows: “CONFIDENTIAL” or “CONFIDENTIAL – SUBJECT TO 

PROTECTIVE ORDER” (hereinafter “Confidential Material”). 

2. All Confidential Material shall be used by the receiving party solely for purposes 

of the prosecution or defense of this action, shall not be used by the receiving party for any 

business, commercial, competitive, personal or other purpose, and shall not be disclosed by the 

receiving party to anyone other than those set forth in Paragraph 3, unless and until the 

restrictions herein are removed either by written agreement of counsel for the producing party or 

by Order of the Court. It is, however, understood that counsel for a receiving party may give 

advice and opinions to his or her client solely relating to the above-captioned action based on his 

or her evaluation of Confidential Material, provided that such advice and opinions shall not 

reveal the content of such Confidential Material except by prior written agreement of counsel for 

the producing party, or by Order of the Court. 

3. Confidential Material and the contents of Confidential Material may be disclosed 

only to the following individuals under the following conditions:  

(a) Outside counsel (herein defined as any attorney at the parties’ outside law 

firms) and no more than four in-house counsel (“In-House Counsel”) for each offor the parties; 

(b) Experts or consultants retained by outside counsel for purposes of this 

action, and only to the extent the Confidential Material is germane to the expert’s or consultant’s 

scope of engagement in this action, provided they have signed the Undertaking in the form 

attached hereto as Exhibit A; 

(c) Secretarial, paralegal, clerical, duplicating and data processing personnel 

of the foregoing; 

(d) The Court and court personnel; 
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(e) Any deponent may be shown or examined on any Confidential Material 

that the witness authored or received a copy of, or is employed by the party who produced the 

Confidential Material, or if the producing party consents to such disclosure; and 

(f) Vendors retained by or for the parties to assist in preparing for pretrial 

discovery, trial and/or hearings including, but not limited to, court reporters, litigation support 

personnel, jury consultants, individuals to prepare demonstrative and audiovisual aids for use in 

the courtroom or in depositions or mock jury sessions, as well as their staff, stenographic, and 

clerical employees whose duties and responsibilities require access to such materials. 

4. Confidential Material shall be used only by individuals permitted access to it 

under Paragraph 3 and then only for purposes of this action.  Confidential Material, copies 

thereof, and the information contained therein, shall not be disclosed in any manner to any other 

individual, until and unless (a) outside counsel or In-House Counsel for the producing party 

waives the claim of confidentiality, or (b) the Court orders such disclosure. 

5. With respect to any depositions that involve a disclosure of Confidential Material 

of a party to this action, such party shall have until ten (10) calendar days after receipt of the 

final deposition transcript within which to inform all other parties that portions of the transcript 

are to be designated Confidential, which period may be extended by agreement of the parties. No 

such deposition transcript shall be disclosed to any individual other than the individuals 

described in Paragraph 3(a), (b), (c), (d) and (f) above and the deponent during these ten (10) 

calendar days after receiving the final deposition transcript from the court reporter, and no 

individual attending such a deposition shall disclose the contents of the deposition to any 

individual other than those described in Paragraph 3(a), (b), (c), (d) and (f) above during said ten 

(10) calendar days. Upon being informed that certain portions of a deposition are to be 
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designated as Confidential, all parties shall immediately cause each copy of the transcript in its 

custody or control to be appropriately marked and limit disclosure of that transcript in 

accordance with Paragraphs 2 and 3.  Alternatively, counsel appearing at the deposition, 

including counsel for the deponent (if a third-party), contemporaneously may designate during 

the course of a deposition certain testimony as Confidential. 

6. If counsel for a party receiving documents or information designated as 

Confidential hereunder objects to such designation of any or all of such items, the following 

procedure shall apply:  

(a) Counsel for the objecting party shall serve on the designating party or 

third party a written objection to such designation, which shall describe with particularity the 

documents or information in question and shall state the grounds for objection.  Counsel for the 

designating party or third party shall respond in writing to such objection within ten (10) 

calendar days, and shall state with particularity the grounds for asserting that the document or 

information is Confidential.  If no timely written response is made to the objection, the 

challenged designation will be deemed to be void. If the designating party or nonparty makes a 

timely response to such objection asserting the propriety of the designation, counsel shall then 

confer in good faith in an effort to resolve the dispute. 

(b) If a dispute as to a Confidential designation of a document or item of 

information cannot be resolved by agreement, the proponent of the designation being challenged 

shall present the dispute to the Court initially by telephone or letter, before filing a formal motion 

for an order regarding the challenged designation. The document or information that is the 

subject of the filing shall be treated as originally designated pending resolution of the dispute. 

Case 2:10-cv-00248-RAJ -FBS   Document 53-2    Filed 10/06/10   Page 5 of 18



 

 

7. “Highly Confidential Source Code,” as used in this Order, is highly confidential 

information that encompasses electronic versions of computer software (“Electronic Format 

Source Code”), printouts of the Electronic Format Source Code made pursuant to Paragraph 10 

below, portions of the Electronic Format Source Code (in any form) that have been extracted for 

transmission as attachments to email or as working copies, flow charts that disclose functional 

operations and logical paths, programmer’s notes, technical designs, and guides and documents 

that disclose architecture or functionality of such software, as well as printouts of some or all of 

the software or other hardcopies of it, provided that the producing party has properly applied the 

legends “Confidential Information — Subject to Protective Order” and “Highly Confidential 

Source Code” to either the document or a stand-alone, secure computer containing Electronic 

Format Source Code available for inspection, as described in paragraph 20 below. 

8. (a) Highly Confidential Source Code may be disclosed only to: (i) outside 

counsel and In-House Counsel for the receiving party to this action, including necessary 

secretarial and support personnel assisting such counsel; and (ii) outside experts or consultants 

retained by outside counsel for purposes of this action, and only to the extent the Highly 

Confidential Source Code is germane to the expert’s or consultant’s scope of engagement in this 

action, provided they have executed the Undertaking in the form attached hereto as Exhibit A. 

(b) Electronic Format Source Code may be inspected only by:  (1) outside 

counsel and In-House Counsel for parties to this action; and, (2) outside experts or consultants 

retained by outside counsel for purposes of this action, and only to the extent the Highly 

Confidential Source Code is germane to the expert’s or consultant’s scope of engagement in this 

action, provided they have executed the Undertaking in the form attached hereto as Exhibit A 

(collectively, “Reviewer”). 
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9. Electronic Format Source Code will be made available for inspection as follows: 

(a) The producing party will make Electronic Format Source Code available 

for inspection on the hard drive of a stand-alone, secure computer (“Secure Computers”) at one 

or more mutually agreed-upon locations. 

(b) The Secure Computers shall be connected to a high-speed laser printer and 

a monitor having no smaller than a 19-inch display, and shall not be connected to any other 

computer(s) or device(s) via a network of any kind, including a local area network (“LAN”), 

intranet, the Internet, or otherwise. 

(c) Electronic Format Source Code shall be maintained on the Secure 

Computers in a PGP v8.1 or later encrypted disk volume using 128-bit AES as the file 

encryption algorithm and using a passphrase-protected access key of 2048 bits length (if RSA 

algorithm is used) or of 3072/1024 bits length (if DH/DSS algorithm is used).  A log shall be 

kept of the representatives of the producing and receiving party that are given access to 

Passphrases. 

(d) The Secure Computers must be sufficiently state-of-the-art (in terms of 

processor speed, memory, etc.) to support a review of the Electronic Format Source Code. 

(e) The parties shall agree in advance on the software review tools that shall 

be loaded onto the Secure Computer with the Electronic Format Source Code.  To the extent that, 

at a later date a Reviewer wants additional software review tools available on the Secure 

Computer, the receiving party shall request that the Reviewer be allowed to load such tools onto 

the Secure Computer.  Unless the producing party objects to the tool(s) requested by the 

Reviewer within three (3) business days, the receiving party shall arrange for such additional 

tool(s) to be loaded on the Secure Computer. 
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(f) The Electronic Format Source Code shall be made available for inspection 

in native format or in an electronically-searchable form, together with all necessary libraries and 

make files necessary to compile the Electronic Format Source Code, but the receiving party shall 

not compile the Electronic Format Source Code or any portion thereof.  The stand-alone 

computer shall, at the receiving party’s request, include reasonable analysis tools appropriate for 

the type of Electronic Format Source Code. 

(g) The locations of the Secure Computers shall maintain an Electronic 

Format Source Code Access Log identifying: (i) the name of each person who accessed the code; 

and (ii) the date of access.  

(h) The receiving party shall make reasonable efforts to restrict its requests for 

access to the stand-alone secure computers to normal business hours, which for purposes of this 

Paragraph shall be 8:00 a.m. through 6:00 p.m.  But upon reasonable notice from the receiving 

party, the producing party shall make reasonable efforts to accommodate the receiving party’s 

request for access to the computers outside of normal business hours, or to have its authorized 

agent accommodate such request.  The parties agree to cooperate in good faith such that 

maintaining the Source Code shall not unreasonably hinder the receiving party’s ability to 

efficiently and effectively conduct the prosecution or defense of this Action. 

10. The following limitations will be placed on the printing and copying of Electronic 

Format Source Code: 

(a) Reviewer may not copy, image, duplicate, photograph, or otherwise record 

or transmit any Electronic Format Source Code, including, for example and without limitation, to 

another computer, hard disk, PDA, CD, DVD, floppy disk, USB storage device, or any other 
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medium other than by printing onto pre-numbered paper, as specified in subparagraph (b), or by 

making handwritten notes, as specified in subparagraph (c). 

(b) Reviewer may print out such portions of the Electronic Format Source 

Code as are reasonably necessary to the analysis being performed by the Reviewer in connection 

with this action.  Printouts shall be made only on paper pre-numbered with production numbers 

and bearing the legends "Confidential — Subject to Protective Order" and "Highly Confidential 

Source Code."  The pre-numbered paper will be furnished by the producing party or the 

production numbers provided by the producing party to the Reviewer.  The Reviewer shall 

provide any original printouts to the producing party.  The producing party shall provide copies 

of the printouts to the Reviewer within five (5) business days of receiving the printouts. 

(c) The Reviewer may make handwritten notes as are reasonably necessary to 

facilitate his or her review of the Electronic Format Source Code.  Any such handwritten notes 

shall be stamped or labeled promptly with both of the legends specified in subparagraph (b). 

11. Any paper copies of Highly Confidential Source Code as specified in paragraph 

10(b) above, and any notes, as specified in paragraph 10(c) above, must be securely and 

separately maintained by the receiving party's outside counsel and outside experts from all other 

confidential materials from the producing party. 

12. Any person receiving documents containing the Highly Confidential Source Code 

of another under this Order shall transport such information only via hand carry, FedEx, or other 

similarly reliable courier.  Neither the contents of the Secure Computer nor any documents 

containing Highly Confidential Source Code shall be transmitted by email, fax, or other 

electronic means, or over a network of any kind, including over a LAN, intranet, or the Internet. 
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13. A receiving party’s outside counsel  in this action, In-House Counsel and/or its 

outside experts and their staff retained in this action may excerpt portions of a producing party’s 

Highly Confidential Source Code in paper or electronic format to create reports, presentations, 

briefs, or exhibits for submission to the Court, provided that the amount of excerpted Highly 

Confidential Source Code does not exceed that which is reasonably necessary for the intended 

purpose of the submission, and, further, provided that such materials bear the appropriate 

markings specified in this Order.  Highly Confidential Source Code may also be presented to a 

witness in this action during the deposition or trial testimony of that witness, provided that the 

witness is:  (i) a current employee of the producing party; (ii) an outside expert or consultant of 

the producing party; or (iii) a former employee of the producing party who prepared or assisted 

in preparing the Highly Confidential Source Code.  Any other use of Highly Confidential Source 

Code by the receiving party requires the prior written authorization of the producing party or 

authorization from the Court. 

14. Any attorney, patent agent or other person representing or working for or on 

behalf of a receiving party, including outside counsel, In-House Counsel and experts, that 

receives any Confidential Material or Highly Confidential Source Code, or who learns, in whole 

or in part, the producing party’s Confidential Material or Highly Confidential Source Code as a 

result of production under this Order, shall not draft or amend patent claims, including in 

preparing or prosecuting any patent applications, reissues or reexaminations, pertaining to the 

field(s) of the invention of the patents-in-suit on behalf of the receiving party or its acquirer, 

successor, predecessor, or other affiliate during the pendency of this action and for one (1) year 

after its conclusion, including any appeals.  To ensure compliance with the purpose of this 

provision, each receiving party shall create an “Ethical Wall” between those persons with access 
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to the Confidential Material or Highly Confidential Source Code and any individuals who, on 

behalf of the receiving party or its acquirer, successor, predecessor, or other affiliate, is 

prosecuting any patent application in the field(s) of invention of the patents-in-suit.  Nothing 

herein shall prevent, or shall be construed as preventing any outside counsel or In-House 

Counsel from communicating with its client or its client’s patent prosecution or reexamination 

counsel regarding any disclosure of non-confidential litigation materials mandated by the MPEP, 

the United States Patent and Trademark Office, by federal law, or as otherwise required to avoid 

a finding of inequitable conduct. 

15. (a) Unless otherwise ordered by the Court or agreed to in writing by the 

producing party, a party that seeks to disclose to an expert any Confidential Material or Highly 

Confidential Source Code first must make a written request to the producing party that (1) 

identifies the general categories of Confidential Material or Highly Confidential Source Code 

information that the receiving party seeks permission to disclose to the expert, (2) sets forth the 

full name of the expert and the city and state of his or her primary residence, (3) attaches a copy 

of the expert’s current resume, (4) identifies the expert’s current employer(s), (5) identifies each 

person or entity from whom the expert has received compensation or funding for work in his or 

her areas of expertise or to whom the expert has provided professional services, including in 

connection with a litigation, at any time during the preceding five years, and (6) identifies (by 

name and number of the case, filing date, and location of court) any litigation in connection with 

which the expert has offered expert testimony, including through a declaration, report, or 

testimony at a deposition or trial, during the preceding five years. 

(b) A party that makes a request and provides the information specified in the 

preceding respective paragraphs may disclose the subject Confidential Material to the identified 
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expert unless, within fourteen (14) calendar days of delivering the request, the party receives a 

written objection from the producing party.  Any such objection must set forth in detail the 

grounds on which it is based. 

(c) A party that receives a timely written objection must meet and confer with 

the producing party (through direct voice to voice dialogue) to try to resolve the matter by 

agreement within seven (7) calendar days of the written objection.  If no agreement is reached, 

the party seeking to make the disclosure to the expert may file a motion as provided in Civil 

Local Rule 7 seeking permission from the Court to do so.  Any such motion must describe the 

circumstances with specificity, set forth in detail the reasons why the disclosure to the expert is 

reasonably necessary, assess the risk of harm that the disclosure would entail, and suggest any 

additional means that could be used to reduce that risk.  In addition, any such motion must be 

accompanied by a competent declaration describing the parties’ efforts to resolve the matter by 

agreement (i.e., the extent and the content of the meet and confer discussions) and setting forth 

the reasons advanced by the producing party for its refusal to approve the disclosure. 

16. In any such proceeding, the party opposing disclosure to the expert shall bear the 

burden of proving that the risk of harm that the disclosure would entail (under the safeguards 

proposed) outweighs the receiving party’s need to disclose the Confidential Material to its 

expert. 

17. All requests to seal documents filed with the Court shall comply with Local Civil 

Rule 5. 

18. If the need arises during trial or at any hearing before the Court for any party to 

disclose Confidential Material or Highly Confidential Source Code, it may do so only after 

giving notice to the producing party and as directed by the Court. 
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19. Pursuant to Rule 502 of the Federal Rules of Evidence, the inadvertent disclosure 

of protected communications or information shall not constitute a waiver of any privilege or 

other protection (including work product) for the protected communications or information or the 

subject matter of the protected communications or information if the producing party took 

reasonable steps to prevent disclosure and also took reasonable steps to rectify the error in the 

event of an inadvertent disclosure.  The producing party will be deemed to have taken reasonable 

steps to prevent communications or information from inadvertent disclosure if the producing 

party utilized attorney review, keyword search term screening, and/or linguistic tools in 

screening for privilege, work product or other protection.  In the event of the inadvertent 

disclosure of Confidential Material, the producing party shall be deemed to have taken 

reasonable steps to rectify the error of the disclosure if, within thirty (30) calendar days from the 

date that the inadvertent disclosure has been realized, the producing party notifies the receiving 

party of the inadvertent disclosure and instructs the receiving party to return promptly all copies 

of the inadvertently produced communications or information (including any and all work 

product containing such communications or information).  Upon receiving such a request from 

the producing party, the receiving party shall promptly return or confirm destruction of all copies 

of such inadvertently produced communications or information (including any and all work 

product containing such communications or information), and shall make no further use of such 

communications or information (or work product containing such communications or 

information).  Nothing herein shall prevent the receiving party from challenging the propriety of 

the attorney-client, work product or other designation of protection.  The protections against 

waiver afforded by the Order shall be applicable to the fullest extent allowed by Rule 502 of the 
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Federal Rules of Evidence against both parties and non-parties to this action and in other 

proceedings in Federal and State courts. 

20. No information that is in the public domain or which is already known by the 

receiving party through proper means or which is or becomes available to a party from a source 

other than the party asserting confidentiality, rightfully in possession of such information on a 

non-confidential basis, shall be deemed or considered to be Confidential Material under this 

Order. 

21. This Order shall not deprive any party of its right to object to discovery by any 

other party or on any otherwise permitted ground.  Further, the mere fact that this Order 

addresses “HIGHLY CONFIDENTIAL – SOURCE CODE” is not an admission by any party 

that any source code exists that is relevant to this case nor should this provision be construed as 

an agreement by any party that it will produce source code.  This Order is being entered without 

prejudice to the right of any party to move the Court for modification or for relief from any of its 

terms. 

22. If a party is served with a subpoena or a court order issued in other litigation that 

compels disclosure of any information or items designated in this action as “CONFIDENTIAL” 

or “HIGHLY CONFIDENTIAL –SOURCE CODE” that party must: 

(a) promptly notify in writing the producing party. Such notification shall 

include a copy of the subpoena or court order;  

(b) promptly notify in writing the party who caused the subpoena or order to 

issue in the other litigation that some or all of the material covered by the subpoena or order is 

subject to this Order. Such notification shall include a copy of this Order; and 

Case 2:10-cv-00248-RAJ -FBS   Document 53-2    Filed 10/06/10   Page 14 of 18



 

 

(c) cooperate with respect to all reasonable procedures sought to be pursued 

by the producing party whose Confidential Material may be affected. 

(d) If the producing party timely seeks a protective order, the party served 

with the subpoena or court order shall not produce any information designated in this action as 

“CONFIDENTIAL” or “HIGHLY CONFIDENTIAL –SOURCE CODE” before a determination 

by the court from which the subpoena or order issued, unless the party has obtained the 

producing party’s written permission.  The producing party shall bear the burden and expense of 

seeking protection in that court of its Confidential Material – and nothing in these provisions 

should be construed as authorizing or encouraging a receiving party in this action to disobey a 

lawful directive from another court. 

23. The terms of this Order are applicable to information produced by a Non-Party in 

this action and designated as “CONFIDENTIAL” or “HIGHLY CONFIDENTIAL – SOURCE 

CODE.” Such information produced by Non-Parties in connection with this litigation is 

protected by the remedies and relief provided by this Order. Nothing in these provisions should 

be construed as prohibiting a Non-Party from seeking additional protections.  

24. If a receiving party learns that, by inadvertence or otherwise, it has disclosed 

Confidential Material to any person or in any circumstance not authorized under this Order, the 

receiving party must immediately (a) notify in writing the producing party of the unauthorized 

disclosures, (b) use its best efforts to retrieve all unauthorized copies of the Confidential 

Material, (c) inform the person or persons to whom unauthorized disclosures were made of all 

the terms of this Order, and (d) request such person or persons to execute the Undertaking that is 

attached hereto as Exhibit A. 
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25. This Order shall survive the termination of this action and shall remain in full 

force and effect unless modified by an order of this Court or by the written stipulation of the 

parties filed with the Court. 

26. Upon final conclusion of this litigation, including the exhaustion of all appeals, 

each party or other individual subject to the terms hereof shall be under an obligation to assemble 

and to return to the originating source all originals and unmarked copies of documents and things 

containing Confidential Material, or to destroy all copies of Confidential Material that contain 

and/or constitute attorney work product as well as excerpts, summaries and digests revealing 

Confidential Material; and certify such destruction in writing to the producing party; provided, 

however, that counsel may retain complete copies of all transcripts and pleadings including any 

exhibits attached thereto for archival purposes, subject to the provisions of this Order. To the 

extent a party requests the return of Confidential Material from the Court after the final 

conclusion of the litigation, including the exhaustion of all appeals therefrom and all related 

proceedings, the party shall file a motion seeking such relief. 

Dated:  October _____, 2010  Entered: _____/_____/_____ 
 
 
 
     Judge: __________________________________ 
      United States District Court 
      Eastern District of Virginia 
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EXHIBIT A 
 

UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF VIRGINIA 

Norfolk Division 
 

ACTIVEVIDEO NETWORKS, INC., a 
Delaware corporation, 
 

Plaintiffs,    Case No. 2:10-cv-248-RAJ –FBS 
 v. 
 
VERIZON COMMUNICATIONS INC., a 
Delaware corporation, VERIZON SERVICES 
CORP., a Delaware corporation, VERIZON 
VIRGINIA INC., a Virginia corporation, and 
VERIZON SOUTH INC., a Virginia corporation, 

 
Defendants. 

 
 

PROTECTIVE ORDER UNDERTAKING 

 

I, __________________________________________________, being duly sworn, state that: 

1. My address is ______________________________________________________ 

_____________________________________________________________________________. 

2. My present employer is _________________________________ and the address 

of my present employment is ______________________________________________________ 

_____________________________________________________________________________. 

3. My present occupation or job description is ______________________________ 

_____________________________________________________________________________. 

4. I have carefully read and understood the “Stipulated Protective Order” 

(“Protective Order”) in the above-captioned action (the “Action”), am familiar with the terms 

thereof,  will comply with all provisions of the Protective Order, and agree to be bound by the 

terms of the Protective Order in this case. 
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5. I will hold in confidence and not disclose to anyone not qualified under the 

Protective Order any Confidential Material, including Highly Confidential Source Code, or any 

words, notes, summaries, abstracts, or indices of Confidential Information disclosed to me. 

6. I will limit use of Confidential Material disclosed to me solely for purpose of this 

action. 

7. I understand that I am to retain all copies of the materials that I receive which 

have been designated as containing or reflecting Confidential Material in a container, cabinet, 

drawer, room or other safe place in a manner consistent with the Protective Order.  I understand 

that all copies of any such materials are to remain in my custody until the conclusion of this 

Action or the completion of my assigned duties, whereupon the copies are to be destroyed, 

returned to the producing party, or returned to the counsel for the party for whom I was 

employed or retained for that party’s return of Confidential Material to the producing party or 

destruction of the same.   

8. Such return or destruction shall not relieve me from the obligations imposed upon 

me by said Protective Order.  I further agree to notify any support personnel (such as paralegals, 

administrative assistants, secretaries, clerical and administrative staff), who are necessary to 

assist me of, the terms of the Protective Order, and of their obligation not to reveal any 

Confidential Material to anyone not authorized to receive such information pursuant to the terms 

of the Protective Order. 

9. I understand that I shall be subject to the jurisdiction of the U.S. District Court for 

the Eastern District of Virginia in any proceeding relating to my performance under, compliance 

with, or violation of the Protective Order. 

I declare under penalty of perjury that the foregoing is true and correct. 

 

 

Dated:_________________   __________________________________________ 

  
[Name] 
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS

MARSHALL DIVISION

TIVO INC.,

Plaintiff,    
v.

VERIZON COMMUNICATIONS, INC., et
al.

Defendant.

§
§
§
§
§
§
§
§

CIVIL ACTION NO. 2:09-CV-257

O R D E R

Before the Court is the parties’ Joint Motion for Entry of a Proposed Protective Order. 

Dkt. No. 86.  The parties have agreed to the content of the Protective Order with one exception:

the access to highly confidential information.  The parties submitted competing proposals as well

as responses to each other’s proposals.  Dkt. No. 91.

The parties have chosen to designate certain information, such as source code, pricing and

promotional strategies, and market evaluations, as “highly confidential.”  TiVo objects to the

ability of certain Verizon in-house attorneys to access this highly confidential information.  Dkt.

No. 86 at 2.  TiVo claims that because Verizon competes with TiVo for DVR subscribers,

Verizon’s in-house attorneys should be prevented from accessing TiVo’s highly confidential

information.  Id.  According to TiVo, its proposal reduces the risk of inadvertent disclosure of

each side’s most sensitive information and does not impair either party’s ability to present its

case.  Id. at 3.  TiVo adds that Verizon will not suffer any appreciable harm if its in-house

attorneys cannot view TiVo’s most sensitive information.  Id. at 6.  TiVo submits that Verizon’s

“outside counsel and its retained experts will have complete access to TiVo’s highly confidential
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information, and Verizon will be able to prepare and defend its case through that access.  Id. at 6-

7.  Finally, TiVo argues that this case is in its early stages and Verizon has been represented by

outside counsel since the outset.  Id. at 7.

Verizon argues that it relies heavily on its in-house attorneys in litigation.  Id.  According

to Verizon, the in-house attorney’s who seek access are not “competitive decision-makers” such

that the risk of inadvertent disclosure justifies exclusion.  Id. at 9.  In attached declarations, the

in-house attorneys state that they do not participate in any company decisions affecting pricing,

marketing, scientific research, or any other similar decisions that Verizon makes.  Id. at 9. 

Verizon adds that these attorneys have been permitted to see opposing parties’ most confidential

documents in other cases.  Id. at 10.  Verizon argues that it would suffer real harm because these

in-house attorneys regularly perform tasks traditionally assigned to outside counsel.  Id.  Verizon

submits that its in-house counsel “would be precluded, for example, from guiding litigation

strategy, reviewing expert reports and dispositive motions that rely upon TiVo’s confidential

discovery materials, and taking or even attending depositions where highly confidential

information is discussed.”  Id. at 11.  Verizon contends that TiVo cannot meet its burden to show

that the in-house attorneys are competitive decision makers.  Id at 12. 

TiVo replies that the competitive climate between it and Verizon creates an unacceptable

risk of disclosure, Verizon’s in-house counsel appear to be competitive decision-makers, and

Verizon has not shown prejudice from TiVo’s suggested approach.  Dkt. No. 91 at 2.  Verizon

replies that its in-house attorneys are not competitive decision makers and that they should be

allowed access to highly confidential information even though the parties are competitors.  Id. at

5-7. 
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Rule 26(c) of the Federal Rules of Civil Procedure authorizes a district court to protect

parties from “undue burden or expense” in discovery by ordering certain trade secret or other

confidential information “not be disclosed or be disclosed in a designated way.”  FED.R.CIV.P.

26(c).  In determining whether to issue a protective order barring one party’s attorney access to

information, the Court must consider the risk and potential danger of “inadvertent or accidental

disclosure,” and weigh that risk against the potential burden and impairment that the protective

order may have on the other parties’ ability to prosecute or defend against its claims.  See U.S.

Steel Corp. v. United States, 730 F.2d 1465, 1468 (Fed. Cir. 1984); see also In re Deutsche Bank

Trust Co. Americas, --- F. 3d ----, 2010 WL 2106957, at *5 (Fed. Cir. May 27, 2010).  Whether

an unacceptable opportunity for inadvertent disclosure exists is determined by the facts on a

counsel-by-counsel basis and not solely by giving controlling weight to the classification of

counsel as in-house rather than retained.  Id.  The specific inquiry concerns a counsel’s activities,

association, and relationship with a client that are such as to involve counsel’s advice and

participation in any or all of the client’s decisions (pricing, product design, etc.) made in light of

similar or corresponding information about a competitor, that is, whether a counsel can be a

“competitve decision-maker.”  Id. at n.3.  

The relevant question here is whether four of Verizon’s in-house attorneys are

competitive decision-makers and thus precluded from accessing material designated as “highly

confidential.”  The four attorneys are John Thorne, Leonard Suchyta, John Frantz, and Caren

Khoo.  

Mr. Thorne is Senior Vice President and Deputy General Counsel at Verizon.  TiVo

argues that his role in Verizon’s mergers, acquisitions, and anti-trust make him a competitive
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decision-maker.  Dkt. No. 86 at 4. TiVo submits a news article describing Mr. Thorne as

primarily an anti-trust lawyer and deeply involved in mergers.  See Dkt. No. 86-5 at 2-3.  Verizon

responds with a declaration from Mr. Thorne stating that he is responsible for litigation of

antitrust, intellectual property, and telecommunications cases.  Dkt. No. 86-9 at 1.  Mr. Thorne is

also a director of two Verizon affiliated companies: Bell Atlantic Entertainment and Information

Services Group, Inc., (“Bell Atlantic Entertainment”) and Bell Atlantic Global Wireless, Inc.  Id.

at 3.  Bell Atlantic Entertainment is the original assignee of U.S. Patent No. 7,561,214, one of the

Verizon patents-in-suit, but subsequently assigned its ownership interest to Verizon

Communications, Inc.  See Dkt. No. 27 at 19.  While Mr. Thorne may not directly participate in

the competitive decisions of Verizon, his position on the board of two of its one of which is

related to at least one of the patents-in-suit—creates an unacceptable opportunity for the

inadvertent disclosure of information.  See Norbrook Laboratories Ltd. v. G.C. Hanford Mfg.

Co., No. , 2003 WL 1956214, at *5 (N.D.N.Y. Apr. 24, 2003) (denying defendant’s board

member access to confidential material).  Additionally, allowing Mr. Thorne access could create

a situation where his obligations as an attorney directly compete with his fiduciary duty to Bell

Atlantic Entertainment or Bell Atlantic Global Wireless.  Id.  Further, Verizon will not be unduly

prejudiced by Mr. Thorne’s restricted access because its outside counsel have been involved in

the litigation from the outset, and they are fully familiar with the facts and disputes at issue.

TiVo also argues that Messrs. Suchyta and Frantz are competitive decision-makers.  TiVo

submits that Mr. Suchyta participated in the prosecution of at least on of the patents-in-suit as

well as 84 other patents where he was the attorney of record.  Dkt. No. 86 at 4.  Verizon responds

that Mr. Suchyta’s supervisory role over attorneys who engage in patent prosecution does not
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transform him into a competitive decision-maker.  Id. at 10.  This Court agrees.  In re Deutsche

Bank, 2010 WL 2106957, at *5 (“Because patent prosecution is not a one-dimensional endeavor

and can encompass a range of activities, it is shortsighted to conclude that every patent

prosecution attorney is necessarily involved in competitive decisionmaking.”).  

Mr. Frantz’s status as a competitive decision-maker was litigated before the Federal

Communications Commission, which found that he was not a competitive decision-maker.   See

Order on Join Objections, Applications for Consent to the Transfer of Control of Licenses from

Comcast Corp. and AT&T Corp., Transferors, to AT&T Comcast Corp., Transferee, MB Dkt.

No. 02-70 (FCC Aug. 8, 2002). While not binding, the FCC’s ruling is persuasive.  

TiVo argues that Ms. Khoo’s association with Verizon should be sufficient.  Dkt. No. 86

at 4.  This is the type of generalization counseled against in U.S. Steel and In re Deutsche Bank. 

TiVo plainly has not met its burden as to Ms. Khoo. 

Even though Messrs. Suchyta and Frantz and Ms. Khoo do not appear to be competitive

decision-makers, there is an inherent increase in the risk and potential danger disclosure,

inadvertent or otherwise, when a greater number of in-house attorneys have access to a

competitor’s confidential information.  Here, Verizon seeks access for four in-house lawyers. 

The Court finds that the potential burden and impairment on Verizon’s ability to prosecute or

defend against its claims does not outweigh the risk of disclosure when only two in-house

attorneys have access.  Accordingly, Verizon may choose two (2) attorneys from the group of

Messrs. Suchyta and Frantz and Ms. Khoo to have access to “highly confidential” information. 

For the foregoing reasons, the parties’ Joint Motion for Entry of a Proposed Protective

Order, Dkt. No. 86, is hereby GRANTED AS MODIFIED.  The Court accepts Verizon’s
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proposal with the modification that Mr. Thorne is denied access and Verizon must choose two

(2) from the group of Messrs. Suchyta and Frantz and Ms. Khoo to have access to “highly

confidential” information.  

IT IS SO ORDERED.
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