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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRGINIA 

ALEXANDRIA DIVISION 
 
 

MONEC HOLDING AG,  § 
   § 
 Plaintiff/Counterclaim Defendant, § Civil Action No. 1:09-CV-312  
   §  (LMB/JFA) 
v.   § 
   § 
APPLE INC.,  § 
   § 
 Defendant/Counterclaim Plaintiff § 
   § 
 
 

DEFENDANT APPLE INC.’S ANSWER, AFFIRMATIVE DEFENSES, AND 
COUNTERCLAIMS TO PLAINTIFF MONEC HOLDING AG’S COMPLAINT  

Defendant Apple Inc. (“Apple”) responds to the Complaint of Plaintiff Monec Holding 

AG (“Monec”) and counterclaims as follows: 
 

THE PARTIES 

1. Apple lacks sufficient information to form a belief regarding the truth of the 

allegations of paragraph 1 of the Complaint and therefore denies the same.   

2. Apple admits that it is a California corporation with headquarters in Cupertino, 

California.  Apple also admits that it has two retail stores in Arlington, Virginia.  Apple further 

admits that it conducts business in the United States and within this judicial district.  Apple 

denies the remaining allegations of paragraph 2 of the Complaint.  
 

JURISDICTION 

3. Apple admits that the Complaint alleges acts of patent infringement under 

35 U.S.C. § 1 et seq. and that this Court has subject matter jurisdiction over such claims under 

28 U.S.C. §§ 1331 and 1338(a).  Apple denies the remaining allegations of this paragraph. 
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4. Apple admits that it conducts business within this judicial district.  The remaining 

allegations of paragraph 4 of the Complaint state legal conclusions for which no responses are 

necessary.   
 

NATURE OF THE COMPLAINT 

5. Apple denies that it has committed any act of patent infringement, unfair trade 

practices, monopolization, or tortious interference with a prospective business advantage of 

Monec.  Apple admits that Monec alleges that Apple infringes one or more claims of U.S. Patent 

No. 6,335,678 (“the ’678 patent), but denies that Monec has stated a claim or alleged facts 

regarding alleged unfair trade practices, monopolization or tortious interference with a 

prospective business advantage of Monec.  Apple lacks sufficient information to form a belief as 

to the truth of the remaining allegations of paragraph 5 of the Complaint and therefore denies the 

same.   

6. Apple admits that the United States Patent and Trademark Office issued the ’678 

patent, entitled “Electronic Device, Preferably an Electronic Book,” on January 1, 2002.  Apple 

admits that the face of the ’678 patent lists Theodor Heutschi as the inventor and Monec as the 

assignee, but denies that the ’678 patent was duly and legally issued to Mr. Heutschi.  Apple 

lacks sufficient information to form a belief as to the truth of the remaining allegations of 

paragraph 6 of the Complaint and therefore denies the same.   

7. Apple lacks sufficient information to form a belief as to the truth of the 

allegations of paragraph 7 of the Complaint and therefore denies the same.   

8. Apple admits that it is a company with operations in the United States and that its 

product offerings include electronic devices.  Apple denies the remaining allegations of 

paragraph 8 of the Complaint. 

9. Apple admits that it designs, markets, and sells the iPhone.  Apple denies the 

remaining allegations of paragraph 9 of the Complaint. 
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10. Apple denies the allegations of paragraph 10 of the Complaint.  Apple specifically 

denies that it infringes any claim of the ’678 patent, including independent claim 1. 

11. Apple admits that the iPhone has a 3.5 inch (diagonal) widescreen Multi-Touch 

display.  Apple denies the remaining allegations of paragraph 11 to the Complaint. 

12. Apple admits the allegations of paragraph 12 to the Complaint. 

13. Apple admits that the iPhone has a SIM card tray for holding a SIM card and is 

normally supplied with a SIM card and SIM eject tool.  Apple denies the remaining allegations 

of paragraph 13 of the Complaint. 

14. Apple lacks sufficient information to understand Monec’s references to “allows” 

and a “regular book” and therefore denies the allegations of paragraph 14 to the Complaint. 

15. Apple admits that the iPhone can communicate over a GSM, GPRS, EDGE, 

UMTS, or Wi-Fi (802.11b/g) network.  Apple further admits that the iPhone contains Bluetooth 

functionality.  Apple denies the remaining allegations of paragraph 15 of the Complaint. 

16. Apple admits that the iPhone is capable of operating on a radio network of at least 

one of 850, 1800, 1900, and 2100 MHz.  Apple denies the remaining allegations of paragraph 16 

of the Complaint. 

17. Apple admits that it supports some, but not all, third party development of 

software for the iPhone.  Apple denies the remaining allegations of paragraph 17 of the 

Complaint.  

18. Apple admits that it provides a software development kit to develop iPhone 

applications.  Apple denies the remaining allegations of paragraph 18 of the Complaint.  

19. Apple admits that applications for the iPhone are available and can be 

downloaded for free or for a fee from the App Store.  Apple denies the remaining allegations of 

paragraph 19 of the Complaint.  

20. Apple admits that a fee may be charged for downloading some, but not all, 

applications onto the iPhone from the AppStore.  Apple lacks sufficient information to 

understand who is performing the “loading” or the reference to “development connection 
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membership fee” in paragraph 20 of the Complaint and therefore denies the remaining 

allegations.   

21. Apple admits that electronic books are available through the App Store and can be 

downloaded to an iPhone through some Wi-Fi and cellular networks.  Apple lacks sufficient 

information to understand the reference to “books and book applications” or to form a belief as 

to the truth of the remaining allegations of paragraph 21 of the Complaint and therefore denies 

the same.    

22. Apple lacks sufficient information to understand the reference to “advertis[ing] 

reading books using an application developed for just that purpose” and therefore denies the 

allegations of paragraph 22. 

23. Apple denies the allegations of paragraph 23 of the Complaint. 
 

COUNT I: Claim for Patent Infringement (’678 Patent) 

24. Apple incorporates its responses to paragraphs 1-23 above as if set forth fully 

herein. 

25. Apple denies the allegations of paragraph 25.   

26. Apple denies the allegations of paragraph 26.   

27. Apple denies the allegations of paragraph 27. 

28. Apple denies the allegations of paragraph 28. 

29. Apple denies the allegations of paragraph 29.  

30. Apple denies the allegations of paragraph 30.  

31. Each and every allegation not specifically admitted herein is denied. 
 

PRAYER FOR RELIEF 

Apple denies that Monec is entitled to any relief in this action and asks the Court to deny 

all of the Monec’s requested relief in its Complaint. 
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AFFIRMATIVE DEFENSES TO COUNTERCLAIMS 

Without admitting or acknowledging that it bears the burden of proof as to any of them, 

Apple asserts the following affirmative defenses under Rule 8(c) of the Federal Rules of Civil 

Procedure.  Apple reserves the right to assert any other defenses that may be revealed during the 

course of discovery and its investigation of Monec’s claims.  
 

FIRST AFFIRMATIVE DEFENSE 
(Non-Infringement) 

Apple has not infringed and does not infringe any valid and enforceable claim of the ’678 

patent, whether directly, indirectly, by inducement, contributorily, literally, or by equivalents. 
 

SECOND AFFIRMATIVE DEFENSE 
(Invalidity) 

One or more claims of the ’678 patent is invalid, unenforceable, void, or voidable for 

failure to comply with one or more of the provisions of the Part II of Title 35 of the United States 

Code, including without limitation, 35 U.S.C. §§ 101 et seq.   
 

THIRD AFFIRMATIVE DEFENSE 
(Estoppel) 

Monec’s claims against Apple are barred, in whole or in part, by the doctrine of estoppel, 

including, but not limited to, prosecution history estoppel arising from the patentee’s actions, 

representations, or conduct before the United States Patent and Trademark Office during 

prosecution of the ’678 patent.   
 

FOURTH AFFIRMATIVE DEFENSE 
(Adequate Remedy at Law) 

Monec has an adequate remedy at law, and no basis exists for the grant of equitable 

relief.   
 

FIFTH AFFIRMATIVE DEFENSE 
(Failure to State a Claim) 

Monec fails to state a claim upon which relief can be granted.  For example, while the 

introduction to the Complaint characterizes it as raising claims relating to “unfair trade practices, 
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monopolization and tortious interference with prospective business advantage,” none of the 

paragraphs of the Complaint alleges facts supporting these claims or mentions these claims.  

Monec appears to have copied these claims mistakenly from a prior complaint against Hewlett-

Packard Co. in this District.  If Monec intended to assert these claims against Apple in its 

Complaint, however, the Complaint fails to state a claim on which relief can be granted. 
 

COUNTERCLAIMS 

Defendant and Counterclaim Plaintiff, Apple Inc. (“Apple”), for its declaratory judgment 

counterclaims against Plaintiff and Counterclaim Defendant, Monec Holding AG (“Monec”), 

states as follows: 
 

THE PARTIES 

1. Counterclaim Plaintiff Apple is a California Corporation with its principal place 

of business at 1 Infinite Loop Cupertino, California, 95014.   

2. In its Complaint, Counterclaim Defendant Monec has alleged that it is a 

corporation organized and existing under the laws of Switzerland and that its address is 

Galgenfedweg 18, CH-Berne, Switzerland.  Upon information and belief, Monec does not 

directly manufacture, sell, or offer for sale any products or services. 
 

JURISDICTION AND VENUE 

3. This Court has subject matter jurisdiction over these counterclaims and cross- 

claims under 28 U.S.C. §§ 1331, 1338(a), and 2201. 

4. Upon information and belief, venue is proper in this judicial district pursuant to 

28 U.S.C. §§ 1391(b), 1391(c) and 1400(b) and the applicable law of this Court.  Venue and 

jurisdiction are proper within this District because, inter alia, Plaintiff has sought the benefit of 

this forum for this litigation.   
 

GENERAL ALLEGATIONS 

5. Monec purports to own all right, title and interest in U.S. Patent No. 6,335,678 

(“the ’678 patent”).  A copy of the ’678 patent is attached to these Counterclaims as Exhibit A.   
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6. Monec filed a Complaint in this Court alleging that Apple is infringing one or 

more claims of the ’678 patent.   

7. Apple denies that it infringes or has infringed any valid and enforceable claim of 

the ’678 patent and further asserts that the claims of the ’678 patent are invalid or unenforceable.  

8. Based on the foregoing, there is an actual, immediate, and justiciable controversy 

between Monec and Apple regarding the validity, enforceability, and infringement of the ’678 

patent.  
 

FIRST COUNTERCLAIM  
(Declaration of Non-Infringement of the ’678 Patent) 

9. Apple repeats and realleges paragraphs 1-8 of these Counterclaims as if set forth 

fully herein. 

10. Monec has alleged that Apple has infringed one or more claims of the ’678 patent, 

including claim 1. 

11. Monec has specifically accused Apple’s iPhone of infringement.  Monec’s 

Complaint did not identify any other Apple products that allegedly infringe the ´678 patent.  

12. Claim 1 of the ’678 patent is the only independent claim.  All other claims of the 

’678 patent depend on claim 1 and therefore incorporate each limitation of claim 1. 

13. Claim 1 requires, inter alia, a “display” that “has dimensions such that one page 

of a book can be displayed at normal size.”   

14. The display area of the alleged invention disclosed in the ’678 patent requires 

dimensions such that one page of a book can be displayed at a normal size.   

15. Neither the claims nor the specification of the ’678 patent expressly defines what 

constitutes the normal size of a page of a book.   

16. Column 1, lines 43-46 of the ’678 patent states that the electronic device 

according to the invention of the ’678 patent “has a relatively large display.”   

17. Column 5, line 59 of the ’678 patent states that the electronic device according to 

the invention of the ’678 patent has a “large display surface.”   
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18. Figure 10 of the ’678 patent shows an electronic device according to the alleged 

invention of the ’678 patent.   

19. Column 5, line 16 of the ’678 patent states that the device of Figure 10 has a 

housing with dimensions between 12 x 18 cm and 24 x 32 cm.   

20. The area labeled “10” in Figure 10 depicts the display of a device embodying the 

alleged invention of the ’678 patent. 

21. The area labeled “10” in Figure 10 depicts the relative size of the display with 

respect to the size of the housing of the alleged invention.  

22. Based on the smallest dimensions of the housing disclosed at column 5, line 16, 

the display “10” shown in Figure 10 has dimensions no smaller than 5.4 inches by 4.2 inches and 

measures no less than 6.9 inches diagonally.   

23. Based on the smallest dimensions of the housing disclosed at column 5, line 16, 

the display area in Figure 10 is no less than 22 square inches and covers more than 65% of the 

housing area. 

24. Attached hereto as Exhibit A is a true and accurate copy of the prosecution history 

of the ’678 patent.   

25. During prosecution of the application resulting in the ’678 patent, the Examiner 

rejected all pending claims as, inter alia, anticipated by U.S. Patent No. 5,956,048 to Gaston 

(“Gaston patent”) in an Office Action mailed October 25, 2000.  Each of the claims pending at 

the time of this Office Action depended on pending claim 1, which included a limitation that the 

display “has dimensions such that with the latter approximately one page of a book can be 

displayed at normal size.”   

26. Attached hereto as Exhibit B is a true and accurate copy of the Gaston patent. 

27. Column 2, lines 63 to 64 of the Gaston patent discloses a display screen size 

“about 6 ½ inches by 6 ½ inches.”   

28. The display disclosed in column 2, lines 63 to 64 of the Gaston patent would have 

a diagonal dimension of no less than 9.1 inches and an area of no less than 42 square inches.  
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29. In the applicant’s response dated February 26, 2001 to the rejection in light of the 

Gaston patent, the applicant distinguished the Gaston patent on the alleged basis that it 

“require[d] an external station for the downloading of data.”  The applicant did not dispute, 

however, that the Gaston patent disclosed a display having dimensions such that one page of a 

book can be displayed at normal size.   

30. In its February 26, 2001 response to the Examiner’s October 25, 2000 Office 

Action, the applicant stated, “In order to aid in the examiner's better understanding of the present 

invention, enclosed herewith are brochures of the ‘Voyager’ electronic device which depicts the 

technical features and advantages of the present invention.”   

31. All of the pending claims at the time of the February 26, 2001 response included, 

directly or indirectly, the requirement that the “display has dimensions such that one page of a 

book can be displayed at normal size.”  

32. The brochure provided by the applicant stated that the Voyager included a 10.4 

inch display.   

33. The approximate dimensions of the Voyager display described in the brochure 

provided by the applicant would be no less than 8.3 by 6.2 inches, corresponding to an area of no 

less than 51 square inches.   

34. In an Office Action mailed on May 23, 2001 during prosecution of the ’678 

patent, the Examiner rejected all pending claims as anticipated by U.S. Patent No. 5,983,073 to 

Ditzik (“the Ditzik patent”).  The Examiner stated that the Ditzik patent disclosed a device 

comprising, inter alia, a “display having dimensions such that one page of a book can be 

displayed at a normal size.”      

35. Attached hereto as Exhibit C is a true and accurate copy of the Ditzik patent. 

36. Column 4, lines 21 to 22 of the Ditzik patent discloses screen sizes of “10 to 14 

inches or more in diameter.”  At column 4, lines 28-32, the Ditzik patent further discloses that 

LCD panels manufactured by Sharp Electronics measuring 11.3 and 12.1 inches along their 

diagonal length may be used in the embodiments described in the Ditzik patent.   
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37. The dimensions of the 10 inch diagonal display disclosed in column 4, lines 21 to 

22 of the Ditzik patent would be approximately 8 by 6 inches, corresponding to an area of 

approximately 48 square inches.   

38. In the applicant’s response dated August 23, 2001 to the Examiner’s rejection in 

light of the Ditzik patent, the applicant amended the pending claims to overcome the rejection.  

Among other things, the applicant amended application claim 14 to clarify that the claimed 

housing has “a unitary” flat and frame shape.  The applicant made no amendments to the 

“display” limitation in response to the Examiner’s rejection in light of the Ditzik patent, 

however.  The applicant also did not dispute the Examiner’s statement that the Ditzik patent 

disclosed a “display having dimensions such that one page of a book can be displayed at a 

normal size” or attempt to distinguish the displays discussed in the Ditzik patent.  

39. Exhibit D attached hereto is an actual size photograph of an iPhone.  

40. As alleged in paragraph 11 of the Complaint, “…the Apple iPhone has an 

integrated 3.5 inch (diagonal)… display.” 

41. The display of the Apple iPhone is approximately 2 inches by 3 inches with an 

area of approximately 6 square inches.   

42. The diagonal size of the iPhone display is less than 51% of the diagonal size of 

the smallest display depicted in Figure 10 of the ’678 patent, as described in column 5, line 16. 

43. The area of the iPhone display is less than 30% of the area of the smallest display 

depicted in Figure 10 of the ’678 patent, as described in column 5, line 16.   

44. The diagonal size of the iPhone display is less than 40 % the diagonal size of the 

6.5 x 6.5 inch display disclosed in the Gaston patent cited by the Examiner. 

45. The area of the iPhone display is less than 15% of the area of the display 

disclosed in the Gaston patent.  

46. The diagonal display size of the iPhone is less than 40% of the diagonal screen 

size of the Monec Voyager referenced by the applicant during prosecution of the ’678 patent. 
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47. The area of the iPhone display is less than 15% of the display area of the Monec 

Voyager, as described in the brochure provided by the applicant during prosecution of the ’678 

patent.   

48. The diagonal size of the iPhone display area is less than 40% of the smallest 

diagonal size of the displays disclosed in the Ditzik patent. 

49. The area of the iPhone display is less than 15% of the area of the smallest display 

disclosed in the Ditzik patent.   

50. The iPhone display area of approximately 6 square inches is not a “large display,” 

as that term is used in the ’678 patent at column 5, line 59. 

51. A display area of 6 square inches does not display one page of a book at a normal 

size.  

52. The Apple iPhone does not display one page of a book at a normal size.  

53. Apple is not infringing and has not infringed, contributed to the infringement, or 

induced the infringement of any valid and enforceable claim of the ’678 patent, whether literally 

or by equivalents. 

54. For at least these reasons, Apple’s products have not infringed and do not infringe 

any valid and enforceable claim of the ’678 patent, whether literally or by equivalents.   

55. Apple is entitled to a declaration pursuant to 28 U.S.C. § 2201 that neither it nor 

its products infringes or has infringed, whether directly or indirectly, literally or by equivalents, 

any claim of the ’678 patent. 
 

SECOND COUNTERCLAIM  
(Declaration of Invalidity of the ’678 Patent) 

56. Apple repeats and realleges the allegations of the paragraphs 1-55 of these 

Counterclaims as if set forth fully herein. 

57. The ’678 patent and each claim is invalid for failure to comply with the conditions 

and requirements for patentability under the patent laws of the United States, Title 35 U.S.C., 

including without limitation, 35 U.S.C. §§ 101 et seq. 
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58. Apple is entitled to a declaration pursuant to 28 U.S.C. § 2201 that one or more of 

the claims of the ’678 patent is invalid. 
 

PRAYER FOR RELIEF 

Wherefore, Apple prays for judgment in its favor and against the Counterclaim 

Defendant, Monec Holding AG, as follows: 

a. denying all relief sought by Monec in its Complaint;  

b. dismissing with prejudice all claims against Apple in Monec’s Complaint;  

c. declaring that the each and every claim of U.S. Patent No. 6,335,678 is invalid or 

unenforceable; 

d. declaring that that Apple has not infringed and does not infringe, whether directly 

or indirectly, literally or by equivalents, any valid claim of U.S. Patent No. 6,335,678; 

e. finding and declaring that this case is exceptional under 35 U.S.C. § 285 or 

Federal Rule of Civil Procedure 11, and accordingly awarding Apple its attorneys’ fees in this 

action; 

f. awarding Apple its costs pursuant to Fed. R. Civ.  P. 54(d); and 

g. granting such other relief as this Court deems just and equitable. 
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Dated: May 11, 2009 

 
Respectfully submitted, 

 

 
 
 
 
 
 
 
 
 
 
 
Of Counsel 
 
Michael A. Jacobs 
Richard S.J. Hung 
MORRISON & FOERSTER LLP 
425 Market Street 
San Francisco, California 94105-2482  
Phone:        (415) 268-7000 
Facsimile:  (415) 268-7522 
mjacobs@mofo.com 
rhung@mofo.com 
 

By:      /s/ 
John P. Corrado (VSB #20247) 
Michael E. Anderson (VSB #45145) 
MORRISON & FOERSTER LLP  
1650 Tysons Boulevard, Suite 300 
McLean, Virginia  22102 
Telephone: (703) 760-7700 
Facsimile:  (703) 760-7777 
jcorrado@mofo.com 
manderson@mofo.com 
 
Attorneys for Defendant Apple Inc.  

 
 

  
 
  
  



CERTIFICATE OF SERVICE 

I hereby certify that on this 11th day of May, 2009, I will electronically file the foregoing 

DEFENDANT APPLE INC.’S ANSWER, AFFIRMATIVE DEFENSES, AND 

COUNTERCLAIMS TO PLAINTIFF MONEC HOLDING AG’S COMPLAINT with the Clerk 

of Court using the CM/ECF system, which will then send a notification of such filing (NEF) to 

the following: 

Joseph Wilson 
KELLEY DRYE & WARREN LLP 
Washington Harbour, Suite 400 
3050 K Street, NW 
Washington, DC 20007 
 
Steven J. Moore, Esq. 
Delphine W. Knight Brown, Esq. 
KELLEY DRYE & WARREN LLP 
400 Atlantic Street 
Stamford, Connecticut 06901 
 
 

 

 

 

 

 

 

 

 

 

 



And I hereby certify that I will mail the document by U.S. mail to the following non-

filing user: 

Joseph Wilson  (Via Hand Delivery) 
KELLEY DRYE & WARREN LLP 
Washington Harbour, Suite 400 
3050 K Street, NW 
Washington, DC 20007 
 
Steven J. Moore, Esq. (Via US Mail) 
Delphine W. Knight Brown, Esq. 
KELLEY DRYE & WARREN LLP 
400 Atlantic Street 
Stamford, Connecticut 06901 

 
 
 
 
 
 
 
 
 
 

 /s/  
John P. Corrado (VSB# 20247) 
Michael E. Anderson, pro hac vice 
MORRISON&FOERSTER LLP 
2000 Pennsylvania Avenue NW 
Washington, D.C. 20006 
Telephone: (202) 887-1500 
Facsimile: (202) 887-0763 
JCorrado@mofo.com 
 
 
Counsel for Defendant Apple, Inc. 
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