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IN THE T]NITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA

Alexandria Division

IN RE: OUTSIDEWALL TIRE
LITIGATION

Case No. l:09-cv-1217
Case No. 1:09-cv-1218

Case No. l:09-cv-1217 (TSE/IDD)

DEFENDANTSI MEMORANDUM IN SUPPORT OF
RENEWED MOTION FOR JUDGMENT AS A MATTER OF LAW AF'TER TRIAL

Defendants Al Dobowi, Ltd., Al Dobowi Tyres Co., LLC, ("Al Dobowi Defendants")

Tyrex International Ltd., Tyrex International Rubber Co., Ltd., ("Tyrex Defendants") Shandong

Linglong Rubber Co., Ltd., and Shandong Linglong Tire Co., Ltd ("Linglong Defendants")

(collectively, "Defendants"), by and through their counsel and subject to their objections to

personal jurisdiction, respectfully move this Couft to grant their Renewed Motion for Judgment

as a Matter of Law After Trial ("Renewed Motion"), pursuant to Fed. R. Civ. P. 50(b).

I. INTRODUCTION

Plaintiffs Tire Engineering &, Distribution,LLC, Bearcat Tire ARL, LLC, Bcatco A.R.L.,

Inc. and Jordan Fishman ("Plaintiffs") have presented their case attrial, the case was submitted

to the jury on July 14,2010, the jury rendered a verdict in favor of Plaintiffs on July 15,2010

(Dkt. No. 253), and the clerk of the Court entered that verdict as a judgment on July 19, 2010

(Dkt. No. 254). Defendants f,rled their Motion for Judgment as a Matter of Law pursuant to Fed.

R. Civ. P. 50(a) on July 13,2010 (Dkt. No. 248) before the case was submitted to the jury. The

Court did not hear Defendants'Motion for Judgment as a Matter of Law until July 16, 2010, but

specifically held that it had been timely submitted and not waived. The Court has not ruled on

Defendants'Motion for Judsment as a Matter of Law.

)
)
)
)
)
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In accordance with this Court's instructions at the hearing on July 16, 2010, Defendants

are filing their Renewed Motion prior to noon on July 20,2010.' There remains no legally

suffìcient evidentiary basis for a reasonable jury to find for Plaintiffs on their claims.

Consequently, this Court should grant judgment as a matter of law in favor of Defendants on

each of Plaintiffs' claims.

II. LEGAL STANDARD

A renewed motion for judgment as a matter of law pursuant to Fed. R. Civ. P. 50(b)

should be granted if a district court determines, without weighing the evidence or considering the

credibility of the witnesses, that substantial evidence does not support the jury's findings. ,See

Konkel v. Bob Evans Farms, Inc., 165 F.3d 275,279 (4th Cir. 1999); Austin v. Torrington Co.,

810 F.2d 416,42014th Cir. 1gS7).

The filing of a renewed motion for judgment as a matter of law after trial is necessary to

preserve grounds for appeal to the legal suffrciency ofthe evidence presented at the district court

level.2 See A Helping Hand, LLC v. Baltimore County, MD,5l5 F.3d 356, 369 (4rh Cir. 2008)

(citing Unitherm Food Sys., Inc. v. Swift Eclcrich, Inc., 546 U.S. 394. 400-401 (2006)). A

properly filed motion under Fed. R. Civ. P. 50(b) is especially necessary when a district court has

' A Renewed Motion for Judgment as a Matter of Law is traditionally due to be filed
within twenty-eight (28) days after the entry ofjudgment. ,Se¿ Fed. R. Civ. P 50(b). Defendants
reserve the right to file any additional post-judgment motions, including a motion under Fed. R.
civ. P. 59, in accordance with the deadlines set forth in the Federal Rules.

' The Court requested at the hearing on July 16,2010 that Defendants make every effort
to keep their Renewed Motion as brief as possible. Unfortunately, it is necessary for Defendants
to include all grounds asserted in their Motion for Judgment as a Matter of Law pursuant to Fed.
R. Civ. P. 50(a) in this Renewed Motion pursuant to Fed. R. Civ. P. 50(b) or they will risk
waiving those grounds on appe al. See (Jnitherm, 546 U.S. at 407 (Supreme Court concluding
that because ConAgra failed to file a Rule 50(b) motion, "there was no basis for review of [the]
suffrciency of the evidence challenge in the Court of Appeals"). Defendants have made every
effort to keep their argument herein as brief as possible, but regret and apologize that this
Renewed Motion is somewhat repetitive and likely longer than originally anticipated or desired
by the Court.
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reserved a party's pre-verdict motion for a directed verdict and then denied that motion after the

jury verdict has been returned. See id. Accordingly, Defendants move the Court to grant their

Renewed Motion.

III. ARGUMENT

A. Defendants Renewed Challenqe to Personal Jurisdiction

Defendants renew their challenge to the jurisdiction of this Court over Defendants.

Plaintifß have failed to present sufficient evidence supporting this Court's personal jurisdiction

over Defendants at the trial of this case.

The evidence presented attrial, or lack of evidence, establishes that Defendants have no

contacts with the Commonwealth of Virginia or the United States, do not do business in the

United States or the Commonwealth of Virginia, and do not own any property located in the

United States or the Commonwealth of Virginia. Furthermore, the evidence presented shows

that the Al Dobowi Defendants do not sell mining tires.

General jurisdiction in this case has not been alleged --only specifrc jurisdiction.

Plaintiffs' jurisdictional allegations against Defendants relate solely to their conspiracy claim.

Specifically, Plaintiffs allege that specific jurisdiction has been established because a conspiracy

was commenced at a meeting in Virginia between Mr. Sam Vance ("Vance"), Mr. John Canning

("Canning") and Mr. Surender Kandhari ("Kandhari'). However, the evidence presented by

Defendants and the testimony of Kandhari and Vance clearly shows that the meeting at issue had

nothing to do with mining tires or the Plaintiffs and that none of the participants appeared at the

meeting in any capacity for the Al Dobowi Defendants. In fact, the testimony from Kandhari

and Vance show that the meeting concerned only tire fi11.3 The testimony of Canning, which is

relied upon by Plaintiffs, does not go far enough to establish thaf a conspiracy was commenced

' See Trial Transcript, July 8, 2010, page 654:72-22, and page 754:7 - 755:17 .
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in Virginia. Indeed, Canning only testifres that mining tires were discussed, not that the parties

decided in Virginia to work together to infringe Plaintiffs' trademarks, copy their blueprints or

convert their product designs.a

Furthermore, it is undisputed that the Linglong Defendants did not attend this meeting.

Plaintiffs contend that an email from Vance to Ms. Merry Wang of the Linglong Defendants

establishes that the Linglong Defendants engaged in a conspir acy in Virginia.s However, there is

no evidence suggesting that the Linglong Defendants ever responded to the email. There is also

no evidence suggesting that the Linglong Defendants were anywhere other than China when they

received this email. There is simply no evidence in the record establishing any conspiracy or any

tortious activity by any of Defendants in Virginia. Finally, as noted below, Plaintiffs' conspiracy

claim is preempted by their claims under the Copyright Act, and therefore cannot form the basis

of personal jurisdiction over Defendants.

Defendants' arguments and evidence presented regarding the Court's lack ofjurisdiction

are also discussed in detail in various Motions to Dismiss filed by Defendants and in Defendants'

Motion for Judgment as a Matter of Law and Memorandum in Support pursuant to Fed. R. Civ.

P. 50(a) (Dkt. No. 248). Those arguments and evidence are incorporated herein for all pu.poses.6

B. No Reasonable Jurv Could Have Found Damaees in the Amount of $26.000.000
Based On The Record and The Court's Instructions.

There is no "'legally sufficient evidentiary basis for a reasonable jury"' to have reached a

verdict in the amount of $26,000,000. Gibson v. Old Town Trolley Tours of Washington, D.C.,

Inc', 160 F .3d 177 , I 8 1 (4th Cir. 1 998). It is clear from the record that the jury considered and

' SeeTrial Transcript, July 8, 2010, page 533:7 - 534:17.
5 plaintifß' Exhibit I 03.
6,See Motions to Dismiss and Memorandums in Support filed in case 1:09-cv-1217 (Dkt.

No.'s 18, 19,107 and 108), Motion to Dismiss and Memoiândum in Support filed in case l:09-
cv-1278 (Dkt. No.'s 8 and 9) and Answer filed in r:}9-cv-l2lg (Dkr. No. ot¡.
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decided damages in this case from a period of time that the Court specifìcally found and

instructed the jury was outside of the act.nl damage period. Plaintiffs filed separate complaints

against the Defendants in these consolidated actions on October 28,2009.7 Based on the time in

which the complaints were fìled, the Court ruled, in its June 29,2010 Order: (Ð that "summary

judgment is appropriate on copyright infringement claim that accrued prior to October 28,2006 .

. .;" and (ii) that "summary judgment is appropriate on all trademark and unfair competition

claims of which plaintiffs knew, or reasonably should have known, prior to October 28,2007 . .

."8 At tuial, the Court appropriately instructed the jury - on two separate occasions - of the

applicable damage periods for the Plaintiffs' copyright claim (the period after October 28,2006)

and trademark claims (the period after October 28,2007): first during the direct examination of

Defendants' damage expert, Joseph Gardemal, and then during the jury instructions following

closing argument.e

Mr. Gardemal limited his lost profit disgorgement analysis to the appropriate damage

periods ordered by the Court, offering opinions on the amount of mining tire sales only from

November 2006 to 2010 for the copyright claim and from November 2007 to 2010 for the

trademark claims.lo The Plaintiffs' damage expert, Dr. Philip Nelson, could and should have

' Although the instant cases were consolidated for pretrial purposes (1:09-cv-1217, Dkt.
No. 23)and again consolidated for trial (1:09-cv-1217, Dkt. No. 86), consolidation of cases in
the Fourth Circuit "does not merge the suits into a single cause, or change the rights of the
parties, or make those who are parties in one suit parties in another." Intown Properties
Management, Inc. v. Wheaton Van Lines, Inc.,271F.3d 764,168 (4th Cir. 2001) (citing Johnson
v. Manhattan Ry. Co.,289 U.S. 479,496-97, 53 S.Ct. 721 (1933)). Although Defendants believe
that a Rule 59 motion is the appropriate mechanism through which to raise this issue of the
propriety of entry of a single judgment, Defendants preserve the issue in the instant motion out
of an abundance of caution.

8 
^]ee Dkt. No. 197 at7-8.

e 
See Trial Transcript, July 13, 2010, at 1352:9 * 1355:9; Trial Transcript, July 14,2010,

at 1562: 15 - 18.
t0 

See Trial Transcript, July 13, 2010, at 1351 :19 - 1352:21;1357:6 - 1357:20.
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eliminated sales from pre-October 28,2006 on the copyright claim and from pre-October 28,

2007 on the trademark claims, but he deliberately failed to do so.r1 Instead Dr. Nelson offered a

damage opinion of some $26 million (526,938,478) for the Al Dobowi Defendants and the Tyrex

Defendants - which the jury ultimately awarded against Defendants in its verdict - based on so-

called "production plan" forecast documents.l2 These documents and Dr. Nelson's analysis

admittedly were from the 2006 period (beginning in February), prior to the commencement of

the copyright damage period and long before commencement of the trademark damage period.l3

Thus, Dr. Nelson's opinion on damages failed to comply with the Court's June 29 Order

and the Court's instructions to the jury on the specific damage period. Any reasonable jury

would have properly applied the Court's instructions on these applicable damage periods and not

considered the mining tire sales on Plaintiffs'copyright claim that pre-dated October 28,2006 or

such sales on Plaintiffs' trademark claims that pre-dated October 28, 2007. Instead, this jury

considered mining tire sales beginning, based on Dr. Nelson's analysis, in February 2006 - some

eight (8) months of sales before the copyright damage period and some twenty (20) months of

sales before the trademark damage period. No testimony provided the jury a means by which

they could calculate damages based on Dr. Nelson's analysis, while applying the correct damages

period as instructed by the Court. Dr. Nelson failed to break down damages by tire sizes that

were alleged as having been copied and also failed to break down damages for the trademark

claim, the copyright claim or the conversion claim.la On this ground alone, the Court should

grant Defendants' Renewed Motion.

t' 
Se" Trial Transcript, July 12,2010, at970:20 - 972:22.

t2 
See Túal Transcript, luly tZ, 2010, at 919:Il - 920:8; Plaintiffs' Ex. 239.

" Sæ Trial Transcript, Juiy 12,2010, at924:9 - 12;971:20 -972:22; Plaintiffs'Ex. 134.
la Gardemal clearly broke áown damages by various tire sizes and the claims at issue, but

the jury clearly ignored this evidence.
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Additionally, no reasonable jury could have based damages, as this jury did, on the 2006

"forecast" projections relied upon by Plaintiffs' expert, Dr. Nelson.ls The majority of these

documents are called "forecasts" on their face.t6 These are all documents from 2006, containing

no data from 2007 - 2010.t7 From these documents, which projected 804 tires per month over

an eight-month period, Dr. Nelson extrapolated to somehow obtain an anrnalized unit production

of ll,500miningtires.l8 Dr.Nelsonconcededthespeculativenatureofbasingdamagesovera

four-year period from these 2006 forecasts, agreeing that business forecasts are not always met.le

The Linglong Tire corporate representative, Ms. Merry Wang, explained that these forecasts sent

by the Tyrex Defendants to the Linglong Defendants did not translate into actual production of

mining tires since the actual production depends on orders and market conditions.2o Ms. Wang

also testified that from 2006 Linglong did not reach its mining tire production goals because of

factory capacity issues, increasing costs and the global recession.2r Mr. Gardemal further

explained why basing damages on these kinds of forecast projections is simply not reliable.22

ls The "forecast" projections on which Dr. Nelson relied do not address any sales that
possibly could have occuned during the proper damages period, since they ended before

November 2006. This fact further renders his projection analysis even more speculative than it
would otherwise be, since it is not even based on a period when damages were recoverable.

tu St" Plaintiffs'Ex. 134; Trial Transcript, July 12,2070, at939:3 -942:1.
" 5"" Trial Transcript, July 12,2010,at932:19 -22.
'8 Sæ Trial Transcript, July 12,2010, at 942:4 - 943:15. Even the way in which Dr.

Nelson extrapolated to project an annual 11,500 unit production is infirm. As Dr. Nelson
conceded, a basic mathematical calculation based on 804 mining tires per month equals an

annualized number of 9,648 (804 x 12) - not 11,500. See Túal Transcript, July 12,2010, at

953:16 - 954:14; 956: l0 - 961:6.tt Sæ Trial Transcript, July 72,2010, at924:3 - 7.
20 See Trial Transcript, July 13, 2010, at 1270:3-25; 1275:17 - 1276:23; 1292:14 -

1292:23.

" Sæ Trial Transcript, July 13,2010, at 1264:l-12.
" See Trial Transcript, July 13,2010, af 1348:17 - 1349:10.

-7-
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As the jury was instructed, "fd]amage calculations based on unsupported projections are

improper."23 This instruction is consistent with the Federal Rules of Evidence as well as

caselaw. See Fed. R. Evid. 702 (permitting expert testimony only where "(1) the testimony is

based on sufhcient facts and data, (2) the testimony is the product of reliable principles and

methods, and (3) the witness has applied the principles and methods to the facts of the

case")(emphasis added); Kribbs v. [il'al-Mart Stores East, L.P., No. 4:05cv159, 2006 WL

1788969, at *4 (E.D. Va. June 27,2006)("'Expert testimony is inadmissible if it is speculative or

founded on assumptions that do not exist."')(citing Countryside Corp. v. Taylor,561 S.E.2d 680,

681 (Va. 2002)); Sun Trust Bank v. Farrar, 675 S.E.zd 187, l9l (Va. 2009) (holding that

"damage calculations based on unsupported projections are improper").

The jury unreasonably followed Dr. Nelson's assumption of annualized tire production

based on his improper reliance on 2006 "forecast" projection documents in awarding damages in

this case. Rather than rely on forecasts that pre-date the clearly applicable damage period in this

case, a reasonablejury should have relied on the actual invoice data produced by the Defendants.

Dr. Nelson admitted that contemporaneous invoice data, such as that produced, are valid types of

evidence to use in analyzing the profits of the Defendants.2a While making comparisons

between the Linglong Tire invoice data and the Tyrex invoice data, he conceded that the invoices

between these sets of Defendants did not have to exactly match to serve as valid evidence.

Indeed, based on Dr. Nelson's own calculation, the invoices between Linglong Tire and Tyrex

came within four percent of each other and showed a total unit production over the entire 2006 -
2010 period of 6,283 mining tires for Linglong and 6,058 mining tires for Tyrex - far below

'.1^ Sr" Trial Transcript, July
"* See Trial Transcript, July

14,2010, at 1579:9-10.
12,2010, at 980:10 -981:21.

-8-
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11,500 mining tires for eachyear as he improperly projected.2s Defendants'damage expert, Mr.

Gardemal, who, unlike Dr. Nelson, is a C.P.A., auditor and certified fraud examiner. testified

that he could, within a reasonable degree of certainty, conclude that the Defendants had produced

a complete set of invoices.26 Ms. Wang fi.lrther testified as to the completeness of the invoices.2T

For the jury to have agreed with Dr. Nelson's $26 million figure for the Al Dobowi Defendants

and the Tyrex Defendants, they would have had to believe that these Defendants did not produce

89yo of that value in invoices.28 The jury clearly disregarded the clear evidence of gross profits,

net profits and costs. On this record, no reasonable jury could have made such a conclusion.

C. Plaintiffs' Conversion Claim Should Be Dismissed as a Matter of Law (Count VII[)

Conversion requires a plaintiff to establish: "(i) the ownership or right to possession of

the property at the time of the conversion; and (ii) the wrongful exercise of dominion or control

by defendant over the plaintiffs properfy, thus depriving plaintiff of possession." Airlines

Reporting Corp. v. Pishvaian,l55 F. Supp. 2d 659,664 (8.D. Va. 2001) (citing Universal C.LT.

Credir Corp. v. Kapløn, 198 Va. 67,92 S.E. 2d 359,365 (1956)). Plaintifß have failed to

provide legally sufficient evidence that they had ownership or the right to possess the property at

issue, which the jury instructions in this case specified were the blueprints, or that any of

Defendants exercised dominion or control over Plaintiffs' property that deprived Plaintiffs' of

possession of their properry. Plaintiffs specifically allege that Defendants "took and reproduced

Plaintiffs' confidential information, product designs and trade secrets." Plaintiffs Second

Amended Complaint ("Complaint"), 1T 164 (Dkt. No. 53). However, Plaintiffs and their counsel

l) Se" TrialTranscript, July
""1 See Trial Transcript, July

l'^ See Trial Transcript, July
'o See TrialTranscript, July

12,2010, at975:15 - 977:21.
73,2010, at 1346:16 - 1348:2.
13, 2010, at 1272:17 - 127 5 :9 ; 127 8:4-8; I 3 I 7: I 8 - 1 3 1 8 :6.
12,2010, at 964:5 - 964:22.

-9-
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have admitted that this is no longer a trade secrets case and that pricing is not at issue in this

case.29

Plaintiffs' remaining claim against Defendants for conversion of their product designs, or

copyrighted drawings, should be dismissed as a matter of law because this claim is preempted by

the Copyright Act. See United States, ex rel. Pamela A. Berge v. The Board of Trustees of the

(Jniversity of Alabama. 104 F.3d 1453, 1463 14'h Cir. lggT). The Fourth Circuit in Berge held

that there is a two prong inquiry to determine whether a state law claim is preempted: (i) the

work must be within the scope of the subject matter of copyright as specified in 17 U.S.C. $S

102, 103; and (ii) the rights granted under state law must be equivalent to any exclusive rights

within the scope of l7 U.S.C. $ 106. See Berge,104 F.3d at 1463. The decision as to whether a

state law claim is preempted by the Copyright Act is a question of law. See id. Section 301(a) of

the Copyright Act states in pertinent part:

[A]ll legal or equitable rights that are equivalent to any of the exclusive
rights within the general scope of copyright as specified by section 106 [of
the Copyright Act] in works of authorship that are fixed in a tangible
medium of expression and come within the subject matter of copyright as

specified by sections 102 and 103 ... are governed exclusively by this title.

l7 U.S.C. $ 301(a).

Moreover, Plaintiffs' claim for conversion also fails because, based on the evidence

presented by Plaintiffs, Plaintiffs have not been deprived of the possession of the property at

issue. Plaintiffs have not provided any evidence that they have ever been deprived ofthe use of

any specific property. Indeed, Plaintifß merely allege that Defendants have copied their mining

tire drawings and blueprints, and have not alleged that they were stolen. Further, there is

insufficient evidence presented for a reasonable jury to find that each defendant exercised

" Se" Trial Transcript, July 7,z}l},Morning Session, page272:7-ll.

-10-
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dominion and control over the blueprints. Plaintiffs admit that they still have their set of mining

tire blueprints and drawings, and in fact, are still using these drawings in their business.

Accordingly, because there is no evidence that Plaintiffs have been "deprived of possessing" the

alleged drawings at issue, the Court should dismiss Plaintiffs' claim for conversion as a matter of

law.

It is also well established in Virginia that conversion applies only to tangible property.

See Shenandoah Associates Ltd. Partnership v. Tirana, 182 F.Supp.2d 14,22 (D.D.C 2001);

United Leasing Corp. v. Thrift Ins. Corp., 440 S.E.zd 902, 906 (Ya. 1994). There is an

exception for claims of conversion that can extend to intangible property rights arising from

negotiable instruments, such as bonds, stock certificates or a promissory note. See id. However,

in this case, the only claims alleged by Plaintiffs are that their mining tire drawings were copied,

not that the actual drawings were allegedly taken.

Plaintiffs have also failed to present any evidence regarding their damages related to

Defendants' alleged conversion. The measure of damages for conversion is the fair market value

of the property allegedly converted at the time and place of conversion. See Staley v. Fisher, 176

Va. 163 (1940). Plaintiffs concede that they have failed to present any evidence of the fair

market value of the mining tire designs and mold drawings that are at issue in this case. Without

legally sufficient evidence of damages, Plaintiffs'conversion claim should be dismissed.

D. Plaintiffs' Claims of Common Law Conspiracy Should Be Dismissed (Count If)

The elements of civil conspiracy are an unlawful object of the conspiracy, agreement

among the parties, one of more overt acts in furtherance of the conspiracy and damages. See

Glass v. Glass,228 Ya.39, 4l (1984). The jury was instructed on Plaintiffs' conspiracy claim

that Plaintiffs allege that Defendants engaged in a common law conspiracy with Vance for the

unlawful purpose of infringing Plaintiffs' copyrights, infringing Plaintiffs' trademarks and

-11-
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converting Plaintiffs' properfy. As they were instructed, there is no way that the jury could f,rnd

for plaintiffs on their claims for civil conspiracy because Plaintiffs have failed to provide legally

sufficient evidence that there was an unlawful object of the alleged conspiracy, that there was an

agreement by the parties to the conspiracy, that one of more acts in furtherance of the conspiracy

were carried out or that there were any damages suffered. As mentioned before, there is no

evidence of a conspiracy relating to the meeting that took place in Richmond, Virginia.

Plaintiffs have not been able to prove a conspiracy that began in the United States

between two persons. To prove a common law conspiracy, Plaintiff must prove concerted action

by two or more persons "to accomplish some criminal or unlawful purpose, or to accomplish

some purpose, not in itself criminal or unlawful, by criminal or unlawful means." Waytec

Electronics Corp. v. Rohm and Haas Electronic Materials, LLC, 459 F.Supp. 2d 480, 492 (W.D.

Ya. 2006) (citing Hechler Chevrolet, Inc. v. General Motors Corp.,230 Ya. 396, 337 S.E.2d

744,748 (l 98s)).

A corporation cannot conspire with itselt any more than an individual can conspire with

himself. See Grffith v. Electrolux, 454 F.Supp 29,32 (D.C. Va. 1978). In the instant case,

Kandhari and Vance were agents of the Al Dobowi andlor Tyrex Defendants. Thus, Kandhari,

Vance, the Al Dobowi Defendants andlor the Tyrex Defendants cannot legally conspire amongst

themselves. Indeed, Plaintiffs have made a point to stress in their case that both Canning and

Vance were consultants for the Tyrex Defendants. Plaintiffs have also failed to present any

legally sufficient evidence of each Defendant agreeing to pursue the alleged object of the

conspiracy.

This leaves the Linglong Defendants as the only alleged parties that could conspire with

Al Dobowi, Kandhari and/or Vance. However, there is not any evidence that the Linglong
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Defendants were present at the meeting in Richmond, Virginia where the conspiracy was

allegedly hatched. In fact, the evidence establishes the contrary,that the Linglong Defendants

were not present. Plaintifß have also failed to present any evidence that the Linglong

Defendants ever met with Vance, Kandhari or Al Dobowi to discuss a conspiracy. Accordingly,

Plaintiffs' claim for civil conspiracy should be dismissed.

Furthermore, there is no evidence of an unlawful or illegal purpose. The jury instructions

mention three alleged unlawful purposes of the alleged conspiracy in this case: (i) infringing on

Plaintiffs' copyrighted works; (ii) infringing of Plaintiffs' trademarks; and (iii) unlawfully

converting Plaintiffs' property.

The f,rrst basis for Plaintiffs' conspiracy claim is that Defendants infringed on Plaintiffs'

copyrights. However, this claim should be dismissed because it is preempted as a matter of law

by Plaintiffs' claims under the Copyright Act. The requirements for federal copyright

preemption of state law claims is discussed in detail in the previous section, but it generally

requires that the work at issue must be within the scope of the subject matter of the Copyright

Act and the rights granted under state law must be equivalent to any exclusive rights within the

scope of federal copyright law. See l7 U.S.C. $ 301(a). It is clear that claims for civil

conspiracy are preempted by the Copyright Act. 17 U.S.C. $ 301; see also Hoey v. Dexel

Systems Corp.,716 F. Supp 222 (E.D. Va. 1989); Tegg Corp. v. Beckstrom EIec. Co.,650

F.Supp.2d 413 (W.D. Pa. 2008).30 Plaintiffs clearly allege in their Complaint that Defendants

conspired to infringe on Plaintiffs' copyrighted works. See \ 109 (Dkt. No. 53). Thus,

Plaintiffs' common law conspiracy claim is clearly within the scope of the Copyright Act and

30 Plaintifß cite authority to the contrary from an unpublished case and a Fourth Circuit
case (Trandes) that does not concern claims of civil conspiracy. Plaintiffs' authority is
inapplicable and unavailing.

-1 3-
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should be dismissed. Indeed, the Court, in its Order dated June 29,2010 (Dkt. No. 197), states in

footnote 11 that "[i]t may well be the case that some or all of these claims - especially the

copyright infringement conspiracy claim - are preempted by state or federal law."

Finally, Plaintiffs have also failed to present evidence that there was any unlawful

purpose contemplated at the meeting in Richmond, Virginia or otherwise. There is no evidence

supporting any such meeting with the Linglong Defendants. The evidence regarding the

Richmond, Virginia meeting from Vance and Kandhari establishes, to the contrary, that the

meeting was only about the possibility of the Tyrex Defendants entering the tire fill market.3r

The Canning testimony cited by Plaintifß likewise shows that the parties never discussed

conspiring to infringe the Plaintiffs trademarks, copy the Plaintiffs' blueprints or convert any of

Plaintiffs'property.32 In fact, Canning testifies that there was no conspiracy and no discussion of

taking anything from Plaintiffs. Therefore, it would be impossible for a reasonable jury to find

in favor of Plaintiffs on their conspiracy claim.

E. Plaintiffs' Claims for Copvrieht Infrineement Should Be Dismissed (Count Ð

There are not any allegations in Plaintifß' Complaint that allege acts of infringement in

the United States. More importantly, there has not been any evidence of infringing activity that

has occured within the United States during the relevant limitations period.33

It is clear that acts of infringement that occur entirely outside of the United States are not

cognizable under the United States copyright laws.3a Subafilms, Ltd. v. MGM-Pathe

t' 
See Trial Transcript, July 8, 20 10, page 654:12-22 and 7 54:7 - 7 55:17 .

32 
See Trial Transcript, July 8, 2010, pa[e fi3:7 to 534:17 .

33 The Court has ruÈd on summary judgment fhat any claims for copyright infringement
that occurred prior to October 28,2006 are barred. .9¿¿ Court's Order dated June 29,2010,page
8 (Dkr. No. 197).

" This Court lacks jurisdiction over Linglong Defendants for plaintiffs' claims because
Linglong Tire delivered the goods in China. Title to the mining tires passed from the
manufacturer, Linglong Tire, at the port of shipment Qingdao, China, because they were shipped
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Communications, Co.,24F.3d 1088, 1099 19tn Cir. 1994); see also Litecubes, LLCv. N. Light

Prods., 523 F.3d 1353, 1366-67 (Fed. Cir. 2008); Palmer v. Braun,376 F.3d 12s4, r25g Ofh

Cir.2004); Liberty Toy Co., Inc. v. Fred Silber Co.,I49 F.3d 1183, 1183 (6th Cir. 1998); Update

Art, Inc. v. Modlin Publ'g, Ltd., 843 F .2d 67, 73 (z"d cir. 1988); zenger-Miller, Inc. v. Training

Team, GMBH, 757 F.Supp . 1062 Q.{.D. Cal. l99l). The facts of the decision in Subafilms and

their applicabilify to this case are discussed in detail in Defendants' Motion for Judgment as a

Matter of Law pursuant to Fed. R. Civ. P. 50(a), which is incorporated herein.

In this case, the alleged acts of infringement are even more extraterritorial than the

alleged acts of infringement in Subafilms. Indeed, in Subafilms, the alleged act of infringement

was a decision made in the United States that authorized acts of infringement outside the United

States. See 24 F.3d. at 1089. In this case, there has not been any evidence indicating any act of

copyright infringement by Defendants within the United States.3s Even assuming arguendo that

a decision to engage in copyright infringement occurred at the meeting in Richmond, Virginia

(which is not supported by the evidence), the holding in Subafilms mandates that such a decision

would not be actionable under the Copyright Act. Further, and even more compelling, the

"FOB Qingdao". See Exhibit 194. FOB refers to "Free on Board" which means that the "seller
delivers when the goods pass the ship's rail at the named port of shipment." Vitol 5.A., Inc. v.
Koch Petroleum Group. , L.P., No. 0l Civ.2184,2005 wL 2105592, at *6 (S.D.N.y. Aug. 31,
2005) (quoting ICC Publication 560- Incoterm 2000). This Court has recognized along with
other courts that the practice of sending shipments FOB is one of the factors to be considered in
assessing the propriety of personal jurisdiction . DeSantis v. Hafuer, 949 F . Supp. 41 9, 425 n.l7
(E.D. Va. 1996) (citing Ben & Jerry's Homemade, Inc. v. Coronet Priscilla lce Cream Corp.,
921 F.Supp. 1206, 1211 (D.Vt.I996) (finding "the place of passage of title and risk of loss
relevant to the exercise of personal jurisdiction"); Federal Ins. Co. v. Lake Shore, Inc., 886 F.2d
654,658-59 (4th Cir.1989) (holding non-resident defendant's sales to South Carolina insufficient
to confer personaljurisdiction because, in part, the sold products were shipped FOB Michigan);
Lemme v. Wine of Japan Import, Inc., 631 F.Supp. 456, 459 (E.D.N.Y.1986) (stating that "when
a foreign corporation sells goods [FOB] out-oÊstate, it does not, under [New York's transacting
business-provision], perform its contract in New York',)).

" The Linglong Defendants were not at the meeting in Richmond, Virginia.
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meeting in Richmond, Virginia took place in May of 2005 and Sam Vance permanently moved

to China in July of 2006,36 which are both before the date the Court has already held as the

limitations cutoff (October 28, 2006) for any claims of copyright infringement in this case.

There has not been any contrary evidence offered by Plaintiffs.

The simple fact is that there has been no evidence presented by Plaintifß of any

infringement activities by Defendants in the United States during the relevant time period. AII of

the alleged infringing mining tires were made in China. Moreover, the evidence presented by

Plaintiffs relate to sales and distribution of mining tires to Sandvik in Australia, South Africa and

China, not the United States. Sandvik has not purchased or used any tires in the United States.

Plaintiffs cannot recover any damages for alleged acts of infringement that occurred outside the

United States. See Subafilms, 24 F.3d at 1099.

Plaintifß deny that the Subafilm,s case is controlling and instead cite to Sheldon v, Metro-

Goldwyn Pictures Corp., 106 F.2d 45 (2d. Cir. 1939). However, there have been numerous

decisions following Subafilms in other circuits since the 1939 decision in Sheldon, and other

decisions in the second circuit since 1939, including Update Act,843 F.Zd at 73. More

importantly, Sheldon merely rested on the fact that negatives were copied in the United States.

There is no evidence in this case that any blueprints were copied in the United States after

October 28,2006. Therefore, even under Sheldon, Plaintiffs'claim for copyright infringement

should be dismissed.

In addition to the fact that all alleged copyright infringement took place outside the

United States, Plaintiffs have failed to prove the basic elements of their claim for copyright

infringement. To prevail on a claim for copyright infringement, Plaintifß must prove: (1)

36 Sr" Trial Transcript, July 8, 2010, page 650:13-14,page 651:6-19 and page 672:ll-14.
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Plaintiffs owned copyrights for the drawings of the molds used to produce the mining tires at

issue; and (2) Defendants engaged in conduct that encroached upon one ofthe exclusive rights

afforded to Plaintiffs under their alleged copyrights. 17 U.S.C. g 106(3); Harris v. Lexjet Corp.,

No. 09-cv-616, 2009 WL 4683699, at *3 (8.D. Va. 2009). Plaintiffs have failed to present

legally sufficient evidence that Plaintifß owned valid copyrights for the drawings at issue or that

each Defendant engaged in any conduct that encroached upon any of Plaintiffs' alleged rights

under the copyright Act in the united States during the relevant time period.

Plaintiffs must identi$; each drawing which is the subject of the copyright claim, and for

each drawing, Plaintiffs must allege that they presently own the copyright. See Paragon Servs.,

Inc. v. Hiclrs,843 F. Supp. 1077, 1081 (8.D. Va. 1994). Plaintiffs have presented evidence of

copyright registrations during the trial, but have failed to present legally sufficient evidence

linking the registrations to any of the drawings that Defendants allegedly infringed.3T Mr.

Fishman failed to testifu as to which copyright registrations apply to which drawings and

drawings stamped by the United States Copyright Off,rce have not been admitted into evidence.3s

Plus, the drawings are not adequately referenced in the registrations because the registrations

onl)¡ refer to the size of certain tires, not particular drawings.3e Without evidence of registration

of the drawings, a claim for copyright infringement cannot be maintained. See 17 U.S.C. $

aú@); see also Trandes corp. v. Guy F. Atkinson co.,996 F.2d 655,658 (4th cir. 1993).

t' 5"" Plaintiffs' Exhibit 1.
tt 5"" Trial Transcript, July 7, 2010, page 359:9-17.
3e Plaintiffs refer to an unpublished deiision to support their argument that they do not

have to prove their drawings are registered. See Thomas v Artino,2010 WL 2696639 at *5 (D.
MD. July 6, 2010). However, the Thomas decision merely holds that certified copies of the
works at issue are not required. Defendants are not arguing certified copies are required, just
registered drawings. Moreover, the plaintiff in Thomas testifred as to which particular pieces of
work were registered, which Mr. Fishman has failed to do.
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Plaintiffs have also failed to present legally sufficient evidence as to which of the Plaintiffs, if

any, own the copyrights at issue.

Plaintiffs' claim against Defendants for copyright infringement regarding their mining

tire drawings should also be dismissed because there has not been any evidence presented that

Plaintifß' drawings are original. In fact, the overwhelming evidence shows that the drawings at

issue are not original and merely represent measurements. There has been testimony that Sam

Vance was involved in the production of the drawings at issue and that the dimensions of

Sandvik's underground mining machines dictated the measurements of Plaintiffs' mining tires at

issue.aO Originalify of the work at issue is a requirement to pursue a claim under the Copyright

Act. See Feist Publications, Inc. v. Rural Telephone Service Co., lnc.,499 U.S. 340, 345-46

(1991). The sine qua non of copyright is originality. See id. o'In no case does copyright

protection for an original work of authorship extend to any idea, procedure, process, system,

method of operation, concept, principle, or discovery, regardless of the form in which it is

described, explained, illustrated or embodied in such work." See R,ll, Beck, Inc. v. E3

Consulting, LLC,577 F.3d 133, 1144 (1Oth Cir. 2009). Further, copyright protection does not

extend to ideas. See l7 U.S.C. $ 102(b); Wickham v. Knoxville Int'l Energt Exposition, Inc., 739

F.2d 1094, 1097 6h Cir. 1984) (in rejecting claim of infringement of architectural plans, the

court noted that "[t]he 'idea' of a tower structure certainly is not copyrightable).

The tire measurements and drawings at issue in this case are not original and are not

items that can be copyrighted by Plaintiffs. Plaintiffs have failed to present any legally sufficient

evidence that the measurements and drawings at issue in this case are items that are entitled to

copyright protection. Simply stated, Defendants cannot be held liable for copyright infringement

oo Sæ Trial Transcript, July 8,2010, pageT|5:L2-I7; see Trial Transcript, July 7,2010,
Morning Session, page 295 :3-10.
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for using an idea or concept from a copyrighted work, such as an enhanced outsidewall on a tire,

and cannot be held liable for using measurements that can easily be reversed engineered or

reproduced through independent creation.

It is also worth noting that even if Plaintiffs had provided evidence of copyright

infringement, which they have not, they are not entitled to statutory damages or attorneys' fees

because the alleged copyright infringement occurred before Plaintiffs registered the alleged

copyrights at issue on April 20, 2007. 17 U.S.C. $ 412; see Bourchat v. Bon-Ton Dept. Stores,

Inc., 506 F.3d 3 15,3Zg 14th Cir. 200T.41

Finally, Plaintiffs are also not entitled to maintain any claims against Defendants for

contributory infringement because they have failed to plead contributory infringement in their

Complaint. Plaintiffs have failed to present any legally sufficient evidence that any Defendant

infringed any copyright owned by Plaintiffs' whether directly, vicariously or contributorily.

Additionally, since the alleged damages evidence presented by Plaintiffs failed to break down the

amount of damages attributable to copyright infringement (or to each Defendant) or take into

account the limitations period ordered by the Court, no reasonable jury could have found

damages for copyright infringement in the amount of $26 million.

F. Plaintiffs' Trademark Infrinsement and Unfair Competition Claims Should Be
Dismissed lCount VI and VII)

Plaintiffs' trademark and unfair competition claims are two-fold.a2 First, Plaintiffs allege

that Defendants have infringed on a registered federal trademark, "Mine Mauler," pursuant to l5

4t Plaintiffs have conceded this point. ,Se¿ Court's Order dated June 29,2010, page 9
(Dkt. No. 197).

a2 The Court has ruled on summary judgment that any claims for unfair competition and
trademark infringement that occurred prior to October 28,2007 are barred. ,See Court,s Order
dated June 29,2010,page7 (Dkt. No. 197).
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U'S.C. $ 1l14. Second, Plaintifß allege that Defendants infringed several unregistered marks

pursuantto 15 U.S.C. $ 1125.43

To prevail on their claim for registered trademark infringement, Plaintiffs first must

prove that they possessed a mark protected under the Lanham Act and must prove through

conclusive evidence that the mark is: (i) valid; (ii) owned and registered by them; and (iii)

subject to their exclusive right to use the mark in commerce. 15 U.S.C. g llla(l); Lone Star

Steakhouse & Søloon, Inc. v. Alpha of Virginia, Inc.,43 F.3d 922 (4th Cir. 1995); Sweetwater

Brewing Co., LLC v. Great American Rests., lnc.,266 F. supp. 2d457,461 (E.D. Va.2003).

Plaintiffs have failed to present legally sufficient evidence that: (i) the Mine Mauler mark was

registered on the principal register in the U.S. Patent and Trademark Office; (ii) Defendants used

the mark "in commerce;" (iii) Defendants used the mark "in connection with the sale, offering for

sale, distribution, or advertising" of goods and services; and (iv) Defendants used the mark in a

manner likely to confuse customers. 15 U.S.C. $$ 1114, ll25(a); People for the Ethical

Treatment of Animals v. Doughney,263F.3d35g,364 (4th Cir. 2001).44

In this case, it is clear that Plaintifß' claim for infringement of the alleged registered

mark, Mine Mauler, should be dismissed because it is undisputed that the registered trademark

for Mine Mauler expired in 2008, which was before this lawsuit was brought against Defendants

on or about October 28,2009.4s It is clear that a plaintiff lacks standing to bring suit for

registered trademark infringement unless it holds a current registration for the trademark. See

a3 Plaintiffs have alleged in their Complaint that their unregistered marks are M.M., L-6T,
L-6T+, EDT, A Recap, 1425x450-25, 1425x450-34, 57x2800-27, 57x2500-27, 48x2500-25.1
and 1320x355-23.

aa The elements of a trademark claim under 15 U.S.C. $ 1125 for unfair competition are
the same as the elements of a claim for registered trademark infringement. See, e.g., (J.5.

Search, !.LC v. U.S. Search.Com 1nc.,300 F.3d 517, 523 n.5 (4th Cir.2002).
o5 Mt. Fishman admits the Mine Mauler registration expired. See TlrialTranscript, July 7,

2010, Afternoon Session, page 321:8-12.
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GaiaTechnologies Inc. v RecycledProducts Corp., 175 F.3d 365,375 (Fed. Cir. 1999);see also

Fashion Television Associates, L.P.,849 F.Supp. 19,21n.6 (S.D. N.Y. 1994); DEP Corp., v

Interstate Cigar Co., 622 F.2d 621, 624 (2d. Cir. 1980); Nikas y. Vietnam Veterans of America,

Inc., 1992 WL 336495 at *4 (D.D.C. 1992). Thus, Plaintifß claim for infringement of Mine

Mauler as a registered mark fails.

Additionally, Plaintiffs have not pled a claim for the infringement of the Mine Mauler

mark as an unregistered mark. Accordingly, any attempts by Plaintiffs to seek damages for the

infringement of Mine Mauler as an unregistered mark should be denied. There has also not been

any evidence presented by Plaintiffs indicating that any of the Defendants ever used the Mine

Mauler mark. To the contrary, the evidence presented at trial shows that Defendants used the

term "Mine Handler" with their tires. There has been no evidence provided that the Mine

Mauler mark was similar to Mine Handler or that anyone ever confi.lsed the two. Mr. Fishman

admits that he has no trademark protection for the term "Mine Handler."a6 For all these reasons,

a reasonable jury could never find for Plaintiffs' on their claim for registered trademark

infringement related to Mine Mauler.

To prevail on all of their trademark claims, Plaintifß' must prove that each Defendant

used a similar mark in a manner that created a likelihood of confusion. Whether considering

claims under 15 U.S.C. $ 1114 or 15 U.S.C. $ 1125, "the use of a competitor's mark that does not

cause confusion as to source is permissible." Lamparello v. Falwell, 420 F.3d 309,31414ù Cir.

2005) (citing Dorr-Oliver, Inc. v. Fluid-Quip, Inc.,94 F.3d 376,380 17th Cir.1996)). The Fourth

Circuit has identified seven factors helpful in determining whether a likelihood of confusion

exists as to the source of a work. Pizzeria (Jno Corp. v. Temple, 747 F.2d 1522, 1527 14ú Cir.

ou 5"" id., page 324:24-25 and,325:1.
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1984). The factors arc:"(a) the strength or distinctiveness of the mark; (b) the similarity of the

two marks; (c) the similarity of the goods/services the marks identifr; (d) the similarity of the

facilities the two parties use in their businesses; (e) the similarity of the advertising used by the

two parties; (Ð the defendant's intent; (g) actual confusion." 1d.

Plaintifß have failed to present legally sufficient evidence regarding the distinctiveness

of their mark, the similarities of the two marks at issue, the similarity of the goods the marks

identiff, the similarities of the facilities the two parties use in their businesses, the similarity of

advertising used by the two parties, the Defendants' intent or actual confusion. Plaintiffs have

failed to present evidence of any customer that was confused or likely to be confused. Indeed,

Mr. Fishman testified that his largest customer was not confused at all.a7

Plaintiffs claim that a sale from Boart Longyear in the amount of $5,559.12 serves as

evidence of confusion.as However, the sale from Boart Longyear was not based on confusion

over any of the marks or the mining tires themselves, Longyear merely called Sam Vance

thinking he was working for Plaintiffs. Furthermore, and more importantly, the order from Boart

Longyear was sent in January of 2006, which is outside the trademark limitations period found

by the Court (October 28,2007) in its Order dated June 29,2010 (Dkt. No. 197). There is not

legally sufficient evidence to lead any reasonable jury to conclude that there is a likelihood of

confu sion regarding Plaintiffs' alleged marks.

Plaintiffs' claims for trademark infringement should also be dismissed as a matter of law

because Plaintiffs' have failed to provide legally suffìcient evidence of the distinctiveness of

their unregistered marks. It is clear that Plaintiffs' claimed marks are descriptive and lack

secondary meaning. Descriptive marks define a particular characteristic of the product in a way

n.l^See Trial Transcript, July 7,2}l},Morning Session, page296:24to page 297:6.
*o 

See Plaintiffs'Exhibits 130 and 131.
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that does not require any exercise of the

Entertainment, Ltd.,575 F.3d 383, 393 (4th

Publ'g,364 F.3d 535, 53g 14ú Cir. 2004).

entitled to any protection unless they have

I 0s2(e)(1).

imagination. George & Co., LLC v. Imagination

Cir.2009); see also Retail Services, Inc. v. Freebies

Claimed marks that are merely descriptive are not

secondary meaning. See id.; see also 15 U.S.C. $

Plaintiffs' alleged marks in this case are descriptive of the tires in which they are used.

The overwhelming evidence presented confirms that the claimed marks "1425x450-25,

1425x450-34, 57x2800-27, 57x2500-27, 48x2500-25.1and 1320x3 55-23- are merely tire sizes.ae

Mr. Fishman admits thatpart of these alleged marks relate to the wheel size, that customers use

these alleged marks to order replacement tires of the same size, and that he has never told

customers that these alleged marks do not relate to the size of the tires.50 Mr. Fishman also

admits that these palticular tires were special because they had to fit a very specific width and

height area on Sandvik's machines.sl There is no question that these marks are descriptive of

Plaintifß' tires.

Plaintifß' alleged marks for "M.M., L-6T, L-6T+, EDT and Â Recap" are also clearly

descriptive. Mr. Fishman admits that "EDT" means extra deep tread, which is entirely

descriptive of a tire.s2 Likewise, Mr. Fishman concedes that he has never told any customer that

*L-6T" is meaningless and he admits that "we just refer to it on the literature that we send out on

the sizing when we send out the size to Sandvik or any customer that it's part of the description

o' Sæ Defendants' Exhibit 29; see also Trial Transcript, July 7,2010, Afternoon Session,
page336:24-25 and page 337:1-18.

" ^9ee 
Trial Transcript, Afternoon Session, page 3ZB:23-24 andpage 331:l-2Ltt Sæ Trial Transcript, Morning Session, pãgõ tø2t10 through iøi:g.

52 
See Trial Transcrþt, Afternoãn Session, page326:23 through page327:1.
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of the tire itself."s' Mr. Fishman further concedes that there are standard measurements in the

tire industry for tire treads thatarc designated as"L-5,L-4 andL-3" that everyone uses, that he

has told his customers that they should buy his tires because they have deeper treads and that the

4L-6D tire treads are deeper than the standard ccy-5¡t54 Likewise, the alleged mark for "Â Recap"

is a descriptive term that tells customers when and where a tire needs to be recapped.ss

Because of the blatantly descriptive nature of Plaintiffs' alleged marks, Plaintiffs must

prove that the alleged marks have secondary meaning. "saying thata trademark has acquired

secondary meaning is shorthand for saying that a descriptive mark has become sufficiently

distinctive to establish a mental association in buyers' minds between the alleged mark and a

single source of the product." Retail Services, Inc., 364 F.3d at 539; see also George & Co.,

LLC,575 F.3d at 393.

Proof of secondary meaning entails a rigorous evidentiary standard. See U.S. Search,

LLC, 300 F.3d at 525. Secondary meaning is usually proven by using evidence of extensive use

of the mark, amounts spent on advertising and promotion of the mark, and by consumer surveys.

See U.S. Search, LLC, 300 F.3d at 525; see also Netalog, Inc. v. Grffin Tech., únc.,2006 WL

1666766, *1 (M.D.N.C.2006). Plaintiffs have provided no legally suffrcient evidence of the

amounts they have spent on promotion or advertising of the tires at issue or any surveys related

to secondary meaning.

It is also clear that simple abbreviations of a descriptive mark will not operate to provide

the mark with secondary meaning. See George & Co., LLC, 575 F.3d at 393. "An abbreviation

of a descriptive term which still conveys to the buyer the descriptive connotation of the original

13" 
See id., page 326:9 -14.

"_*_See id., page 325:16-24 and327:7-9 and327:20-23.
" See id., page234:8-25 and page 235:l-13.
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term will still be held to be descriptive." 2 Thomas McCarthy, McCarthy On Trademarks and

Unfair Competition $ 1l:32; see also id. $ 7:11. Accordingly, Plaintiffs' claimed unregistered

mark, M.M., cannot acquire secondary meaning simply because it is an abbreviation of Mine

Mauler, which is not registered and has not been alleged by Plaintiffs as an unregistered mark.

Finally, Plaintifß' claims for trademark infringement based upon alleged conduct of

Defendants that occurred entirely outside the United States should be dismissed. Like the

Copyright Act, the Lanham Act also does not have extraterritorial application. See Zenger-

Miller, Inc. v. Training Team, GMBH,757 F.Supp.1062, 1070 (N.D. CaI. 1,991); see also

Nintendo of America, Inc. v. Aeropower Co., Ltd., 34 F.3d 246, 250 14fr Cir. 1994). In

determining that it did not have subject matter jurisdiction over extraterritorial trademark

infringement under the Lanham Act, the Court in Zenger-Miller specifically referenced a

balancing test utilized by the Ninth Circuit related to the extraterritorial application of federal

statutes. Zenger-Miller, 757 F.Supp. at 1070 (citing lI/ells Fargo v, Wells Fargo Express Co.,

556 F.2d 406 (gth Cir. 1977)).

In applying this test, the Court in Zenger-Mil/er dismissed the plaintiffs Lanham Act

claim because the defendant was based in Germany, had no off,rces and conducted no business in

the United States, the plaintiff had a German office and regularly conducted business in

Germany, all allegedly infringing activities occurred in Germany, plaintiffs business would

primarily be effected in Germany rather than in the United States and an injunction would be

more effective if issued by a German court. Id. at 1071. On balance, the court held that the

Lanham Act could not reach the extrateruitorial conduct of the defendant. 1d "This [w]as

especially true in light of the presumption against the extraterritoriality of federal statues, and in

light of the factthat defendants [were] forcign." Id.
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Similarly, in Kolbe v. Trudel, the Court held that the Lanham Act did not extend to

activity that occured in Canada . See 945 F.Supp. 1268, 1270 (D. Ariz. 1996). In support of this

holding, the court noted that no allegedly infringing activity occurred in the United States, and

plaintiff failed to allege that the conduct complained of caused any confusion in the United

States.Id

Finally, in Nintendo, the Fourth Circuit vacated an injunction issued by a United States

District Court in North Carolina seeking to enjoin alleged infringement activities in Mexico and

Canada. See 34 F.3d at 250. In Nintendo, the District Court found that the defendants had

imported into and sold in the United States certain video game cartridges that infringed many of

Nintendo's registered trademarks and copyrights. See id. at 248. The District Court awarded

monetary damages and injunctive relief prohibiting any infringement activities in Mexico,

Canada and the United States. See id. at249.

In hearing the appeal and vacating the injunction and some of the monetary damages, the

Fourth Circuit considered three factors: (i) whether the defendant's extraterritorial conduct was

confined in its effects to the foreign nation where it occurred, and whether it could have adverse

effects on commerce within the United States; (ii) whether the defendant was a citizen of the

United States; and (iii) whether the injunction sought would interfere with the sovereignty of the

nation within whose borders the extraterritorial conduct was to be prohibite d. Id. at 250 (citing

Steele v. Bulova Watch Co., 344 U.S. 280, 286-287 (195Ð).s6 "The process is a balancing one:

no one factor is dispositive, but all must be considered." Id. The Fourth Circuit held that the

District Court failed to consider all of these factors, vacated the injunction concerning the

56 The Court in Nintendo also stated that "the Copyright Act is generally considered to
have no extraterritorial application." See 34 F.3d at250, footnote 5.
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extraterritorial conduct of the defendants and remanded the decision back to the District Court

for reconsideration. See id. at252.

Plaintiffs have provided no legally sufficient evidence that any trademark infringement

occurred in the United States after October 28,2007, or otherwise. Plaintiffs have likewise

failed to show any effect on commerce in the United States as a result of Defendants' alleged

infringement. In fact, the evidence presented at trial shows that the manufacture of the mining

tires at issue occurred in China and that the sale of the mining tires at issue occurred in other

countries outside the United States. Furthermore, none of the Defendants are United States

citizens and any enforcement of a judgment by this Court would certainly interfere with the

sovereignty of other countries, including China and the United Arab Emirates. There was also

no legally sufficient evidence presented by Plaintiffs as to how a jury could come to an award of

526 million for trademark infringement, especially in light of the limitations imposed by the

Court in its Order dated June 29.2010.

IV. CONCLUSION AND PRAYER

For the reasons stated herein, pursuant to Federal Rule of Civil Procedure 50(b), the

Court should grant Defendants' renewed motion for judgment as a matter of law regarding

Plaintiffs' claims of conspiracy, copyright infringement, trademark infringement, unfair

competition and conversion.
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brandon. elled ge(â.hklaw. com

and

Francesca Morris, Esq. (admitted pro hac vice)
Attorneyfor Shandong Linglong Rubber Co., Ltd.
and Shandong Linglong Tire Co., Ltd,
Holland & Knight LLP
3l W. 52nd Street
New York, NY 10019
(212) 5 13 -3 43 1 (telephone)
(212) 3 I 5 -90 I 0 (facsimile)
fr ancesca.morris@.hklaw.com
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CERTIFICATE OF SERVICE

I HEREBY CERTIFY that on this 20th day of July,2010, atrue and complete copy of
the foregoing has been frled with the Clerk of the Court pursuant to the Court's electronic f,rling
procedures, and using the Court's CN/VECF electronic filing system.

David B. Killalea*
Virginia Bar. No. 29304
William E. Copley*
Virginia Bar No. 43960
August J. Matteis (admitted pro hac vice)
Kathleen Hale (admitted pro hac vice)
Attorneys for Plaintiffs
GILBERT LLP
1100 New York Avenue NW, Suite 700
Washington, D.C.20005
(202) 7 7 2-2200 (telephone)
(202) 7 7 2-22 82 (facsimile)
copl eyw(@ gotofirm. com

By: /s/ Shelb:t J. Kelle:t
Shelby J. Kelley
Virginia Bar No. 44229
Attorneyfor AI Dobowi Tyres Co, LLC, Al
Dobowi, Ltd., Tyrex International, Ltd.,
Tyrex International Rubber Co., Ltd.
Bracewell & Giuliani LLP,
2000 K Street, N.W., Suite 500
Washington,DC 20006
(202) 828-5859 (telephone)
(202) 857 -21 I 7 (facsimile)
shelby.kellev@b gl lp.com


