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FILED

IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGIN!
Norfolk Division

CLERK. U.S. DISTRICT COURT
fJOSrOIK

ACTIVEVIDEO NETWORKS, INC.,
Plaintiff,

CIVIL ACTION NO. 2:10cv248

v.

VERIZON COMMUNICATIONS, INC.,
VERIZON SERVICES CORP.,
VERIZON VIRGINIA INC., and
VERIZON SOUTH INC.
Defendants.

MEMORANDUM OPINION AND ORDER

Before the Court is Counterclaim Defendant ActiveVideo Networks, Inc.'s

("ActiveVideo") Motion for Partial Summary Judgment of Invalidity, pursuant to Federal Rule of
Civil Procedure 56. The Parties have fully briefed this matter and it is now ripe for judicial
determination. For the reasons stated herein, Counterclaim Defendant's Motion for Partial
Summary Judgment of Invalidity is GRANTED.
I. FACTUAL AND PROCEDURAL HISTORY
On May 27, 2010, Plaintiff and Counterclaim Defendant, ActiveVideo, filed suit in the
United States District Court for the Eastern District of Virginia against Verizon Communications

Inc. ("VCI"), Verizon Services Corp.("VSC"), Verizon Virginia Inc. ("Verizon Virginia"), and
Verizon South Inc. ("Verizon South") (collectively, "Verizon") alleging patent infringement and
seeking to enjoin Verizon from infringing five patents that ActiveVideo owns and to recover
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monetary damages for previous infringement. Compl. ffl[ 13, 19,25, 31, 37.
ActiveVideo asserts infringement of five of its patents: United States Patent Nos.

6,034,678 (the '"678 patent"), 5,550,578 (the '"578 patent"), 6,100,883 (the '"883 patent"),
6,205,582 (the '"582 patent"), and 5,526,034 (the '"034 patent"). Compl. If 12, 18,24,30, 36.
On July 16,2010, ActiveVideo filed a First Amended Complaint, alleging that the Verizon FIOS
system, which provides interactive television services, infringes at least one claim of each of the
'678, '578, '883, '582, and '034 patents, which are directed to methods and systems relating to
interactive delivery of information services to subscriber televisions over a cable distribution

network. First Am. Compl. ffl[ 12,18,26, 33,40,47. On December 2, 2010, Verizon filed an
Answer to ActiveVideo's First Amended Complaint and First Amended Counterclaims against
ActiveVideo, seeking, inter alia, declaratory judgments of non-infringement and invalidity of the
'678, '578, '883, '582, and '034 patents and alleging ActiveVideo's infringement of United States

Patent Nos. 5,682,325 (the '"325 patent"), 6,169,542 (the '"542 patent"), 6,381,748 (the "748
patent") and 7,561,214 (the '"214 patent"), which VCI owns. Defs.'s First Am. Countercls. fH
19,23,29,33, 39,43,49, 53, 59, 63, 67, 78, 89, 100. ActiveVideo filed an Answer to
Defendant's First Amended Counterclaims and ActiveVideo's First Amended Counterclaims on
December 16,2010 alleging invalidity and non-infringement of the patents that Verizon asserts
against it. PL's Answer to Def.'s First Am. Countercls. at 17.
On January 3,2011, ActiveVideo filed the instant Motion for Partial Summary Judgment

of Invalidity of the Asserted Claims of the '325 and 748 patents. Verizon filed a Memorandum
in Opposition to the Motion on January 19,2011 and ActiveVideo filed a Reply to Verizon's
Memorandum in Opposition on January 27,2011. On April 7,2011, the Court issued a
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Memorandum Opinion and Order construing the disputed terms in ActiveVideo's and Verizon's

asserted patents in accordance with Markman v. Westview Instruments, Inc., 52 F.3d 967,976
(Fed. Cir. 1995), affdSM U.S. 370 (1996). Accordingly, this matter is now ripe for judicial
determination.
II. LEGAL STANDARD
A.

Summary Judgment

Rule 56(c) provides for Summary Judgment if the Court, viewing the record as a whole,

determines "that there is no genuine issue as to any material fact and that the movant is entitled
to a judgment as a matter of law." Fed. R. Civ. P. 56(c); Haulbrook v. Michelin N. Am., Inc., 252
F.3d 696, 702 (4th Cir. 2001) (citing McKinney v. Bd. of Trustees ofMayland Cmty. Coll., 955
F.2d 924, 928 (4th Cir. 1992) ("[S]ummary judgments should be granted in those cases where it
is perfectly clear that no issue of fact is involved and inquiry into the facts is not necessary to

clarify the application of the law.")). In deciding a motion for summary judgment, the Court
must view the facts, and inferences to be drawn from the facts, in the light most favorable to the
nonmoving party. Anderson v. Liberty Lobby, Inc., All U.S. 242,255 (1986); Matsushita Elec.
Indus. Co. v. Zenith Radio Corp. , 475 U.S. 574, 587 (1986). To defeat summary judgment, the

nonmoving party must go beyond the pleadings with affidavits, depositions, interrogatories, or
other evidence to show that there is in fact a genuine issue for trial. Celotex Corp. v. Catrett, All
U.S. 317, 324 (1986). Summary judgment will be granted "against a party who fails to make a

showing sufficient to establish the existence of an element essential to that party's case, and on
which that party will bear the burden of proof at trial." Id. at 322.
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Anticipation

An accused infringer challenging the validity of a patent claim must prove anticipation by

clear and convincing evidence. See Eli Lilly & Co. v. Barr Labs., Inc., 251 F.3d 955,962 (Fed.
Cir. 2001). An invention is anticipated under 35 U.S.C. § 102 where, inter alia, it was "patented
or described in a printed publication in this or a foreign country or in public use or on sale in this

country, more than one year prior to the date of the application for patent in the United States," §
102(b), or it was described in "an application for patent, published under section 122 (b), by
another filed in the United States before the invention by the applicant for patent" or "a patent

granted on an application for patent by another filed in the United States before the invention by
the applicant for patent," § 102(e). However, "[t]o be anticipating, a prior art reference must
disclose 'each and every limitation of the claimed invention[,]... must be enabling[,] and [must]

describe ... [the] claimed invention sufficiently to have placed it in possession of a person of
ordinary skill in the field of the invention.' If there is a genuine issue of material fact relevant to
any one of these factors, summary judgment is not proper." HelifixLtd. v. Blok-Lok, Ltd., 208
F.3d 1339, 1346 (Fed. Cir. 2000) (internal citations omitted). "Although anticipation under 35
U.S.C. § 102 is a question of fact, it may be decided on summary judgment if the record reveals

no genuine dispute of material fact." Golden Bridge Tech., Inc. v. Nokia, Inc., 527 F.3d 1318,
1321 (Fed. Cir. 2008).

III. DISCUSSION
A.

Anticipation of the '325 Patent by New Jersey Bell's Prior FCC Application

In its Motion for Partial Summary Judgment, Active Video claims that the '325 patent is
anticipated by a prior FCC Application submitted by New Jersey Bell Telephone Company
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("New Jersey Bell"), Verizon's predecessor, and published prior to the '325 patent critical date
(i.e. one year prior to filing). In support of the Motion, ActiveVideo clearly sets forth each claim
limitation contained in the asserted claims of the '325 patent and describes how various aspects

of the FCC Application disclose each limitation of the asserted claims.1 Countercl. Def.'s Mem.
Supp. 7-14. In response, Verizon argues that summary judgment is inappropriate in this case

because there is a genuine issue of material fact as to whether the FCC Application discloses the
"generating menu information listing a plurality of broadband information service providers,"

"visually displaying the menu to the subscriber," and "receiving a selection of a service provider"
limitations of Claim 1 or the "transmitting a menu of available service providers to one of the

terminals for display" and " receiving a control signal" limitations of Claim 28. Countercl. PL's
Mem. Opp'n 11-13. Furthermore, Verizon alleges that the FCC Application does not anticipate

Claims 1 and 28 of the '325 patent because the FCC Application does not enable one of ordinary
skill in the art to practice the invention. Countercl. PL's Mem. Opp'n 14-18.
1.

Disclosure of Each and Every Element of the '325 Patent

Claim 1 of the '325 patent claims, in relevant part, "[a] communication method
comprising: receiving a request for service from a subscriber's terminal...; in response to the
request for service, generating menu information listing a plurality of broadband information

service providers available through the broadband communication network; transmitting said
menu information from the level 1 gateway to the terminal; visually displaying the menu to the

'ActiveVideo's Motion alleges that Claims 1,17, and 28 of the '325 patent are
anticipated; however following the filing of this Motion, Verizon withdrew its claims of

infringement of Claim 17. See Joint Pre-Hr'g Markman Statement 3, February 4,2011.
Therefore, the Court will only address anticipation arguments with respect to Claims 1 and 28 of
the '325 patent.
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subscriber; receiving a selection of a service provider listed on the menu at the level 1 gateway ..
.". "325 patent col. 36 11. 43-56 (filed Sept. 12,1994) (emphasis added). Similarly, Claim 28 of
the '325 patent claims, in relevant part, "... a gateway for: (1) transmitting a menu ofavailable
service providers to one of the terminals for display, (2) receiving a control signal from the one

terminal representing a selection of one service provider from the menu ...". '325 patent col. 40
11. 59-64 (emphasis added). Verizon argues that the FCC Application fails to disclose the

"generating menu information listing a plurality of broadband information service providers,"
"visually displaying the menu to the subscriber," and "receiving a selection of a service provider"

limitations of Claim 1 or the "transmitting a menu of available service providers to one of the
terminals for display" and " receiving a control signal" limitations of Claim 28. Specifically,
Verizon claims that while the FCC Application discloses that information service providers are
listed on the Level 1 Gateway, there is no disclosure of a menu of service providers that appears
on the display screen.

"An anticipatory reference ... need not duplicate word for word what is in the claims.
Anticipation can occur when a claimed limitation is 'inherent' or otherwise implicit in the
relevant reference." Standard Havens Prods., Inc. v. Gencor Indus., Inc., 953 F.2d 1360,1369
(Fed. Cir. 1991). Furthermore, "[a] claim limitation is inherent in the prior art if it is necessarily

present in the prior art, not merely probably or possibly present." Akamai Techs., Inc. v. Cable &
Wireless Internet Servs., Inc., 344 F.3d 1186,1192 (Fed. Cir. 2003). In this case, the FCC
Application describes a system in which broadband services are provided through data streams,
which are "transmitted from the service provider through the network to the subscriber in

response to subscriber requests to provide entertainment video and multimedia information
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services." McCutcheon Decl. Ex. 3, at AVNW02891973. The FCC Application illustrates this
system, depicting how a user is able to select among information services from different service
providers using a remote control device. See id. at AVNW02891975. The Illustrative Tariff,

provided as a part of the FCC Application, describes the functionality of the system from the
service provider perspective. The Tariff describes four different arrangements by which

information service providers may provide services to subscribers using New Jersey Bell's
system. See id. at AVNW02891995-96. Under the "Gateway Multicast Arrangement" and the

"Gateway Narrowcast Arrangement," service providers have access to all subscribers to the
broadband connection service. Id. Furthermore, the information service providers that are
available through the system are "listed on the Level 1 Gateway." Id. Although neither

arrangement uses the term "menu" as used in Claims 1 and 28 of the '325 patent, it is clear that
the list of information service providers at the Level 1 Gateway, which is disclosed in the FCC
Application corresponds to the step of "generating menu information listing a plurality of
broadband information service providers available through the broadband communication
network" as claimed in Claim 1. See In re Bond, 910 F.2d 831, 832 (Fed. Cir. 1990) (noting that

the test for anticipation is not an "ipsissimis verbis" test2).
Additionally, the broadband connection service described in the FCC Application allows

subscribers to access Level 2 Gateway services of a particular service provider by selecting that
service from among the services listed on the Level 1 Gateway directory. McCutcheon Decl. Ex.
3, at AVNW02891996. Although, the FCC Application does not specifically indicate that the

2 "An 'ipsissimis verbis' test requires the same terminology in the prior art in order to find
anticipation." AkzoN.V. v. U.S. Int'l Trade Comm'n, 800 F.2d 1470, 1478 n.ll (Fed. Cir. 1986).
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menu or list of service providers is transmitted from the Level 1 Gateway and displayed to the
subscriber, it is inherent that the list must be visually displayed to the subscriber in order for the
subscriber to select from among the service providers contained on the list. See MEHL/Biophil
Int'l Corp. v. Milgraum, 192 F.3d 1362, 1365 (Fed. Cir. 1999) ("[A] prior art reference may
anticipate when the claim limitation or limitations not expressly found in that reference are

nonetheless inherent in it.")- Furthermore, the schematic depicting the New Jersey Bell system
indicates that the subscriber's television contains an information services display and that the

subscriber utilizes a remote control device for selection and navigation. See McCutcheon Decl.
Ex. 3, at AVNW02891975. Thus, the Court finds that the FCC Application also fully discloses
the steps of "transmitting said menu information from the level 1 gateway to the terminal" and

"visually displaying the menu to the subscriber" in Claim 1, as well as the step of "transmitting a
menu of available service providers to one of the terminals for display" in Claim 28.
Finally, the FCC Application indicates that "[t]he Level 1 Gateway permits users to call
connected Video Information Providers (VIPs)." Id. at AVNW02891974. In order to do so,

"[t]he subscriber interacts with the [Level 1 Gateway] when requesting channel connections and
the service provider's Level 2 gateway when deciding on and requesting specific advanced
services." Id. Furthermore, the illustration of the New Jersey Bell system indicates that the
Level 1 Gateway serves as the connection point between subscribers and the various service

providers and their respective Level 2 Gateways. See id. at AVNW02891975. Based on the
disclosure of the FCC Application, it is clear that the Level 1 Gateway receives the subscribers
request for an information service and then allows the subscriber to connect to the requested
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information service provider. Accordingly, the steps of "receiving a selection of a service
provider listed on the menu at the level 1 gateway" in Claim 1 and "receiving a control signal
from the one terminal representing a selection of one service provider from the menu" in Claim
28 are also disclosed in the FCC Application. Accordingly, the Court finds that the FCC
Application clearly discloses each and every limitation of Claim 1 and Claim 28 of the '325
patent.

2.

Enablement of the '325 Patent

In order for a prior art reference to be anticipating under § 102, the reference should not
only disclose all claimed limitations of the invention, but should also enable one skilled in the art

to practice the invention. See In re Donohue, 766 F.2d 531, 533 (Fed. Cir. 1985) ("It is well
settled that prior art under 35 U.S.C.A. § 102(b) must sufficiently describe the claimed invention

to have placed the public in possession of it. Such possession is effected if one of ordinary skill
in the art could have combined the publication's description of the invention with his own
knowledge to make the claimed invention. Accordingly, even if the claimed invention is
disclosed in a printed publication, that disclosure will not suffice as prior art if it is not

enabling."). Verizon argues that the FCC Application is not enabling because it describes only
New Jersey Bell's aspirations rather than providing an enabling disclosure. Countercl. PL's
Mem. Opp'n 15-17. Furthermore, Verizon asserts that the fact that New Jersey Bell was
experiencing difficulty in making the system functional well beyond the critical date indicates
that the disclosure did not enable one of skill in the art to practice the invention. Id. at 17-18.
ActiveVideo counters that New Jersey Bell certified to the FCC that the technology disclosed in
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the FCC Application had been operational for two years by 1993, which was well before the
critical date. Countercl. Def.'s Mem. Supp. 7-8.

"It is not... necessary that an invention disclosed in a publication shall have actually
been made in order to satisfy the enablement requirement." Donohue, 766 F.2d at 533.

Nevertheless, "failures by those skilled in the art (having possession of the information disclosed
by the publication) are strong evidence that the disclosure of the publication was nonenabling."

Id. However, such failures should be failures to produce the results claimed as a whole, and not
merely failures related to the debugging and reconfiguring that is associated with bringing a
scientifically feasible system to the market. See In re Michalek, 162 F.2d 229,231-32 (C.C.P.A.
1947) ("With respect to the [failed] experiments ... it must be said that in a patent it is to be
presumed that a process, if used by one skilled in the art, will produce the product alleged by the
patentee and such presumption is not overcome by a mere showing that it is possible to operate

within the disclosure without obtaining the alleged product. Skilled workers would as a matter of
course, in our opinion, if they do not immediately obtain desired results, make certain
experiments and adaptations and .. .it is not a difficult matter to carry out a process in such

fashion that it will not be successful."). In this case, the "failures" referenced by Verizon relate
merely to the problems and issues encountered that are incident to the process of bringing a new
product to the market. The issues that Verizon claims are related to the "core functionality of the
'325 patent" are really mere performance problems such as backlogs when processing a large
volume of customers and timing and billing issues. See VanNorman Decl. Ex. 5, at VZ VID
021178919-21.

10
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Rather than providing "high-level generalizations," the FCC Application sets forth not

only the purposes of the system, but also describes the various components of the system and
their respective functions. See McCutcheon Decl. Ex. 3, at AVNW02891973-74. The FCC

Application further provides a relatively detailed schematic diagram which illustrates the
interactions between the various components of the system. Id. at AVNW02891975.
Furthermore, in September 2003, through an Amendment and Clarification to address the

concerns of the FCC with respect to the New Jersey Bell system, New Jersey Bell certified to the

FCC that the disclosed system had been "in operation for two years at a Commission-approved
trial." McCutcheon Supplemental Decl. Ex. 2, at 3; see also Bristol Myers Squibb Co. v. Ben
Venue Labs., Inc., 246 F.3d 1368,1379 (Fed. Cir. 2001) ("[Additional references may be relied
on for anticipation under 35 U.S.C. § 102(b) 'solely as evidence that, more than one year prior to

appellant's filing date, a method of preparing the claimed subject matter... would have been

known by, or would have been obvious to, one of ordinary skill in the art.'" (quoting Application
ofSamour, 571 F.2d 559, 562 (C.C.P.A. 1978))). Accordingly, the Court finds that regardless of
the technical difficulties experienced by New Jersey Bell in bringing the system to the market,

the system as disclosed in the FCC Application had nevertheless been brought to fruition prior to
the critical date, which is one year prior to filing. Thus, the Court finds no genuine issue of
material fact as to whether the FCC Application was enabling prior to the critical date.

Accordingly, because the FCC Application discloses each and every limitation of Claim 1

and Claim 28 of the '325 patent, and because it describes the invention sufficiently to have placed
it in the possession of one of ordinary skill in the art, the Court finds that Active Video has

11
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established by clear and convincing evidence that the FCC Application anticipates Claim 1 and
Claim 28 of the '325 patent. Therefore, ActiveVideo's Motion for Partial Summary Judgment of
Invalidity is GRANTED as to the '325 patent.
B.

Anticipation of the '748 Patent by U.S. Patent No. 6,034,689

ActiveVideo next contends that the 748 patent is anticipated by U.S. Patent No.

6,034,689 (the "'689 patent"), which was filed by different inventors on June 3,1996.
Specifically, ActiveVideo argues that the '689 patent anticipates the 748 patent under 35 U.S.C.

§ 102(e) because the '689 patent contains each and every limitation of Claims 13 and 20 of the
748 patent. In response, Verizon argues that ActiveVideo is attempting to broaden the scope of
the asserted claims to include the prior art patent. Countercl. PL's Mem. Opp'n 19. Verizon
alleges that the method claimed in the 748 patent is limited to transforming network information

at the gateway server rather than at the set top box. Countercl. PL's Mem. Opp'n 19. In support

of this argument, Verizon relies on the claim language, the 748 patent specification and the
prosecution history. See Countercl. PL's Mem. Opp'n 20-28. As a result, Verizon argues that
the '689 patent, which claims transformation of network information at the set top box, does not

anticipate the 748 patent because it does not disclose the limitations of "transforming the data

processing network information from the network format... to a television format..." or
"transmitting the data processing network information in the television format to the television."
Countercl. PL's Mem. Opp'n 28-30.

1.

The Proper Construction of Claim 13 of the '748 Patent

Verizon's principal argument against summary judgment essentially amounts to a claims

12
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construction argument, which is a question of law.3 See Markman v. Westview Instruments, Inc.,
517 U.S. 370, 384 (1996). In construing claims, the Court must first look first to the intrinsic
evidence in the record, i.e. the claims, the specification, and the prosecution history, before
consulting any extrinsic evidence. Markman v. Westview Instruments, Inc., 52 F.3d 967,979

(Fed. Cir. 1995), affdSM U.S. 370 (1996). The Court begins by examining the language of the
claims to ascertain their plain and ordinary meaning. Phillips v. AWHCorp. et al, 415 F.3d

1303, 1312-13 (Fed. Cir. 2005), cert denied, 126 S. Ct. 1332 (2006). Claim 13 of the 748 patent
provides, in relevant part:

A method of retrieving and retransmitting data processing network information in
response to a user selection request, comprising:

retrieving data processing network information, in a network format,
corresponding to the user selection request;

transforming the data processing network information from the network format
having a first interactive element to a television format having a second
interactive element; and

transmitting the data processing network information in the television format to
the television.

748 patent col. 9 11. 42-57 (filed May 2,1997). The claim language does not expressly contain

any limitations on where the transformation of the data processing network information takes
places, i.e. whether it must occur exclusively at the gateway server, or whether, as ActiveVideo

3 Although the Court issued an Opinion and Order construing the disputed claims of all of

the asserted patents in this case on April 7,2010, none of the pleadings submitted by the Parties
addressed the issue of construction that Verizon now raises in its Opposition to the Motion for
Partial Summary Judgment.

13
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contends, it may occur at the set top box. Nevertheless, Verizon argues that the use of the term
"transmitting" indicates that the transformation must take place at the gateway server because set
top boxes do not "transmit" to a television set. Countercl. PL's Mem. Opp'n 20-21. The plain
and ordinary meaning of the term "transmit" in the context of electronics is "to send (a signal), as

by wire or radio." Webster's II New College Dictionary 1171 (2001). Accordingly, the word
"transmit" does not appear to be limited to delivery through a network as Verizon suggests, but
may encompass delivery of a signal through other mediums, including by wire, which is the
method of signal transmission from the set top box to the television. This reading of the plain

and ordinary meaning of "transmit" is further supported by the language in Claim 25 of the 748
patent which claims "a set top box connected to a television for transmitting television

information to the television and for transmitting user selection requests." 748 patent col. 10 11.
43-45. Claim 25 clearly indicates that a set top box may "transmit" signals to the television.
In addition to assessing the plain language of the claims, the Court must also look to the
patent specification to determine whether a deviation from the claim language is warranted. See
Interactive Gift Express, Inc. v. CompuServe Inc., 256 F.3d 1323, 1331 (Fed. Cir. 2001). Verizon

claims that the specification supports limiting the step of "transforming the data processing

network information" to occurring only at the gateway server. Specifically, Verizon argues that
every figure describing the system claimed in the 748 patent depicts transformation at the server.
Countercl. PL's Mem. Opp'n 24-25. However, the mere fact that the drawings do not depict a

system where transformation takes place at the set top box does not mean that the claims should
be limited to server transformation.

See, e.g., Playtex Prods., Inc. v. Proctor & Gamble Co., 400

14
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F.3d 901,907-08 (Fed. Cir. 2005) (refusing to limit claim term to flat surfaces even though the
drawings only depicted a flat surface).

Such an interpretation amounts to impermissibly limiting

the claims to a preferred embodiment. See, id. at 907 ("By its reliance on the figures, the district

court improperly limited claim 1 to a preferred embodiment. We have consistently advised
against this approach to claim construction. Claims of a patent may only be limited to a preferred
embodiment by the express declaration of the patentee ...." (internal citations omitted)).
Furthermore, the specification indicates that the patentee specifically anticipated an
alternative embodiment in which transformation could occur at the set top box rather than at the
gateway server. See 748 patent col. 5 1. 65-col. 6 1. 3 ("Alternatively, the Web-based information
could be delivered directly to a set top box 112 for conversion into television signals at the set
top box."). Verizon argues that the 748 patent actually teaches away from an embodiment with
transformation at the set top box; however, the Court finds that the patentee did not disclaim a

system with transformation at the set top box. The Court may limit claims based upon language
in the specification, however such language must constitute a clear disavowal of the particular

feature. See SciMedLife Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242 F.3d 1337,1341
(Fed. Cir. 2001) ("Where the specification makes clear that the invention does not include a

particular feature, that feature is deemed to be outside the reach of the claims of the patent, even
though the language of the claims, read without reference to the specification, might be
considered broad enough to encompass the feature in question.").

In this case, rather than

excluding an embodiment with transformation at the set top box, the specification merely points
out an advantage and corresponding disadvantage of this embodiment. See 748 patent col. 6 11.

15
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1-3 ("This would relieve the load of server 110, but require much greater processing power in the
set top box 112.")- Such statements are not sufficient to constitute a disavowal of claim scope.
See, e.g., Interactive Gift Express, Inc. v. CompuServe Inc., 256 F.3d 1323,1343 (Fed. Cir. 2001)
("Although the specification describes these two non-preferred embodiments as impractical and

uneconomical, respectively, it does not characterize them as inoperative nor is there anything in
the specification which would nullify the effect of the disclosure ..."). Accordingly, the Court
finds that the patent specification does not support a narrow construction.
Finally, Verizon relies on the prosecution history to limit the claims of the 748 patent,
alleging that the patent examiner considered prior art in which transformation took place at the

set top box, but nevertheless found the 748 patent patentable over prior art because it required
transformation at the gateway server. Countercl. PL's Mem. Opp'n 26-28. Specifically, Verizon
argues that a Supplemental Information Disclosure filed with the Patent and Trademark Office
cited two publications which disclosed transformation at the set top box. Countercl. PL's Mem.
Opp'n 27; see VanNorman Decl. Ex. 7, at VZ VID 0000741. While statements made in an
information disclosure statement to distinguish the invention over prior art may, under some

circumstances, be used to limit the scope of the invention, merely citing a reference in the

disclosure is not sufficient to disclaim claim scope. See, e.g., Abbott Labs. v. Baxter Pharm.
Prods., Inc., 334 F.3d 1274,1279 (Fed. Cir. 2003) (noting that "simply disclosing [a prior art
reference] to the USPTO, without saying or doing anything more, does not disavow or relinquish

[claim scope]."). In this case, Verizon has presented no evidence that the two prior art references
cited were actually discussed or distinguished during prosecution on the basis of where

16
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transformation took place. Furthermore the disclosure submitted during prosecution specifically
indicated that it was not meant to concede that either of the cited references constituted "prior
art" or that the references affected the patentability of the claimed invention. See VanNorman
Decl. Ex. 7, at VZ VID 0000740. Accordingly, the Court finds that the Supplemental
Information Disclosure that Verizon relies upon does not limit the scope of the 748 patent.

Verizon also relies on statements made by the patent examiner in the Notice of
Allowability to limit the scope of the 748 patent. Verizon argues that the examiner distinguished

two prior art references based upon the fact that they processed information at the set top box.
Countercl. PL's Mem. Opp'n 27. Upon review of the Notice of Allowability, it is clear that the
examiner distinguished the Eyer and Field prior art references based on the fact that the format of

HTML pages is not transformed from a network format to a television format at all, as claimed in
the 748 patent, and not on the basis of where the transformation takes place. See McCutcheon

Decl. Ex. 16, at 2-3. It would be improper for this Court to limit the scope of the 748 patent
based upon an inference that the processing described in the Eyer and Field references occurred
at the set top box. See Prima Tek II, L.L.C. v. Polypap, S.A.R.L, 318 F.3d 1143,1151 (Fed. Cir.
2003) ("We note that drawing inferences of the meaning of claim terms from an examiner's
silence is not a proper basis on which to construe a patent claim."). Accordingly, the Court finds
that the Notice of Allowability does not sufficiently limit the claim scope to transformation at the
gateway server. Having reviewed the intrinsic evidence, the Court finds that the scope of Claim
13 of the 748 patent is clear from the record and thus declines to consider any further extrinsic
evidence in construing this claim. Accordingly, the Court finds that the step of "transforming the
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data processing network information from the network format... to a television format..." may

take place outside the gateway server, i.e. transformation may occur at the set top box.
2.

Disclosure of Each and Every Element of the '748 Patent

Claim 13 of the 748 patent claims, in relevant part, "[a] method of retrieving and
retransmitting data processing network information in response to a user selection request,
comprising:... retrieving data processing network information, in a network format,

corresponding to the user selection request; transforming the data processing network
information from the network format having a first interactive element to a television format
having a second interactive element; and transmitting the data processing network information in
the television format to the television." 748 patent col. 9 11. 42-57 (emphasis added). Claim 20
of the 748 patent depends on Claim 13, but claims an additional limitation "wherein the
retrieving network information includes the substep of: interfacing to the Internet." ActiveVideo

argues that the '689 patent discloses each and every limitation of Claims 13 and 20 of the 748
patent. See Countercl. Def.'s Mem. Supp. 17-29. Verizon, however, asserts that the '689 patent
fails to disclose the steps of "transforming the data processing network information" and
"transmitting the data processing network information in the television format to the television."
Countercl. PL's Mem. Opp'n 29-30.

"Anticipation under 35 U.S.C. § 102(e) requires that 'each and every element as set forth
in the claim is found, either expressly or inherently described, in a single prior art reference.'" In
re Robertson, 169 F.3d 743, 745 (Fed. Cir. 1999) (quoting Verdegaal Bros., Inc. v. Union Oil
Co., 814 F.2d 628, 631 (Fed. Cir. 1987)). As discussed above, Claim 13 of the 748 patent does
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not limit the "transformation" step to taking place at the gateway server, but rather

"transformation" in the system described in the 748 patent may take place at the set top box.
The '689 patent describes a system that receives Web pages over the network in HTML format.

The HTML format described in the '689 patent corresponds to the "network format" claimed in
the 748 patent. Compare '689 patent col. 5 1. 65-col. 61. 1 ("The client system receives Web
pages over network connection 29 in the form of HTML documents."), with 748 patent col. 5 11.
57-60 ("If the user selects a WWW page, the user Web page selection is translated into an
Internet address (step 626). Server 110 retrieves the Web page associated with the translated
Internet address (step 630)."). Once the Web page is retrieved, the system described in the '689
patent then transforms the HTML page into a format for display on the client system. '689 patent

col. 6 11. 8-11 ("A received HTML document is provided by communications manager 50 to
HTML parser 51. HTML parser 51 converts HTML page descriptions to displayable format for

the client system."); see generally '689 patent col. 611. 29-44 (describing in detail the tasks
performed by the HTML parser). This transformation step, which is performed by the HTML
parser, corresponds to the step of" transforming the data processing network information from
the network format... to a television format," as the parties agree that a "television format" is

merely "format for display on a television." See Joint Pre-Hr'g Markman Statement App. A, at
2. Accordingly, the Court finds that the '689 patent fully discloses the step of "transforming the

data processing network information" in Claim 13 of the 748 patent.
Verizon also argues that the '689 patent fails to disclose the step of "transmitting the data
processing network information in the television format to the television" because the set top box
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is not capable of "transmitting" a signal to the television, as that term is used in the 748 patent.
As discussed above, the Court finds that a set top box is capable of "transmitting," as the plain
and ordinary meaning of "transmit" is merely "to send (a signal), as by wire or radio." See
discussion supra Part III.B.l. The '689 patent describes a process in which the set top box or
system receives a given user selection and transmits the corresponding information to the
television for display based on that selection. See '689 patent col. 6 11. 56-60 ("The selection
handler 55 determines, in response to the user inputs, which of the hypertext anchors in a Web
page should be a current selection and provides a selection indication to the user of the current
selection through the display of television set 12."). Furthermore, the '689 patent describes the
television set as a display device that is connected to the system by a video link which may be in
the form of a radio frequency, S-video, composite video, or other form. '689 patent col. 4 11. 5559. Thus the Court finds that the system of the '689 patent transmits the requested Web page, or
network information, to the television for display once it has been transformed into an
appropriate format.

Accordingly, given the Court's construction of Claims 13 and 20 of the 748 patent, the

Court finds that the '689 patent discloses each and every limitation of the asserted claims.4
Therefore, the Court also finds that ActiveVideo has established by clear and convincing
evidence that the '689 patent anticipates Claim 13 and Claim 20 of the 748 patent and

ActiveVideo's Motion for Partial Summary Judgment of Invalidity is GRANTED as to the 748

4Verizon does not dispute that the other limitations in Claim 13 of the 748 patent are
disclosed in the '689 patent or that the additional limitation in dependent Claim 20 of the 748
patent is also fully disclosed in the '689 patent.
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patent.5
IV. CONCLUSION

For the foregoing reasons, Plaintiffs Motion for Partial Summary Judgment of Invalidity
is GRANTED. The Court finds that the FCC Application anticipates Claim 1 and Claim 28 of

the '325 patent. The Court further finds that the '689 patent anticipates Claim 13 and Claim 20 of
the 748 patent. Accordingly, Claims 1 and 28 of the '325 patent and Claims 13 and 20 of the
748 patent are invalid as anticipated under 35 U.S.C. § 102.

The Court DIRECTS the Clerk to send a copy of this Memorandum Opinion and Order
to counsel and parties of record.
IT IS SO ORDERED.

Raymond A. Jackson
United States District Judge
Norfolk, Virginia

May /0,2011

5AH disclosures in a prior art patent, whether claimed or unclaimed, are presumed
enabled. Thus, the patentee bears the burden of proving nonenablement of the prior art patent.
See Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1355 (Fed. Cir. 2003). Verizon

has not presented any argument that the '689 patent is nonenabling.
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