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UNITED STATES DISTRICT COT]RT FOR
THE EASTERN DISTRICT OF VIRGINIA
(Alexandria Division)

TRIANTAFYLLOS TAFAS.
Plaintiff,
v.

CryIL ACTION: lz07cv846 (JCC/TRÐ
JON \ry. DUDAS, in his offlcial capacity as UnderSecretary of Commerce for Intellectual Properfy
and Director ofthe United States Patent and
Trademark Office, and the UNITED STÄTES
PATENT AND TRADEMARK OFFICE,

and Consolidated Case (below)

Defendants.

SMITHKLINE BEECHAM CORPORATION.
Plaintiff.
v.

JON \ry. DUDAS, in his official capacity as UnderSecretary of Commerce for Intellectual Property and
Director of the United States Patent and Trademark
Office. and the UNITED STATES PATENT AND

TRADEMARK OFFICE.
Defendants.

PLAINTIFF TRIANTAFYLLOS TAFAS' MEMORAI\DUM
OF LAW IN SUPPORT OF MOTION FOR ATTORNEYS FEES AND
EXPENSES PURSUANT TO THE EOUAL ACCESS TO JUSTICE ACT
Pnnl-rurN¿.Rv Sr¿,rnvrnur
The Plaintiff, Triantafyllos Tafas ("Tafas" or

"Plaintiff'), respectfully submits this

memorandum of law in support of his motion pursuant to 28 U.S.C. ç 2412 et seq. (the "Equal
Access to Justice

Act" or "EAJA") for

an award of his attomeys' fees and expenses incurred by

Tafas as the prevailing party in this Action (both at the District Court and on appeal at the

Federal Circuit), along with such other, further and different relief as the Court may deem just,
equitable and proper, for the reasons set forth herein, as well as those set forth in the supporting
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Declarations of Triantafyllos Tafas, Steven J. Moore, Esq., Shaun M. Gehan, Esq., David M.
Boundy, Esq. and Richard B. Belzer, Esq., and exhibits thereto,l submitted in support of the

Motion.

Rnr-rvnnr Facruar, aNr Pnocnn unnr- Bac rcnouNn
The defendant, the United States Patent

& Trademark Office ("USPTO"), published rules

entitled Changes to Practicefor Continued Examination Filings, Patent Applications Containing
Patentably Indistinct Claims, and Examination of Claims in Patent Applications, T2 Fed. Reg.
46,715,46,716-843 (Ãu,g.21,2007) (to be codifiedat3T C.F,R. Pt. 1) (the "Final Rules") in the
Federal Register on August 2I,2007, with an effective date of November 1,2007. The next day
on August 22,2007, Tafas filed a complaint and motion for preliminary injunction seeking to

preliminarily and permanently enjoin the Final Rules, as well

as requesting a declaratory

judgment that the Final Rules were null and void. Tafas filed an amended complaint on
September 7,2007 (the "Amended Complaint").
Tafas alleged that the Final Rules were beyond the USPTO's rulemakingpower, inter

alia,because they were inconsistent with: (i) the United States Constitution, including Article I,
Section 8, Cl. 8 and the Due Process and Takings Clauses of the Fifth Amendment (the

"Constitutional Claims"); (ii) Sections 2, 4I,I0I,I02,IIl,ll2, 120,I2I,122,13t,I32 and

Exhibits A and E to the Moore Declaration, Kelley Drye's billing statements, are partially redacted (at least
pending further Order of this Court) so as to excise the narrative descriptions for each billing entry. The
narrative entries are appropriately redacted bçcause they contain information that is either confidential
attomey-work product, reflects the confidential mental impressions or litigation strategy of Kelley Drye's
attorneys, or otherwise constifutes confidential attorney-clientprivileged material. Tafas is filing a separate
motion asking that he be permitted to present the complete, un-redacted billing statements to the Court, for
en camera review in order to prevent any exposure to a possible claim of a blankct waiver of attorneyclient privilege by placing these billing statements into the public domain by e-filing same on the Pacer
system. Alternatively, Tafas invites the Court to bifurcate his fee application so as to first determine
whether the Defendants are liable under EAJA for an award of fees and to only then require a disclosure of
the un-redacted billing statements (and the time entry narratives, but only to the extent not deemed
privileged by the Court) after such a finding of liability. Of course, if there is no liability found on the part
ofthe Defendants to pay EAJA fees, the reasonableness ofthe fees and expenses, as well as any need to
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el seq.) and Sections 200-203 of the Bayh-Dole Act (35

U.S.C. $$ 200-212) (the "Statutory Claims");

(iii)

Sections 553(b)-(c) and706(2) of the

Administrative Procedure Act (the "APA"), among other ways, because of the Final Rules'
retroâctive application, with the public being denied a meaningful ability to be informed of and
comment on "the terms or substance of the proposed rule"; and, in that the USPTO's rulemaking
was arbitrary, capricious and an abuse of discretion (the "APA Claims"); and (iv) the Regulatory

Flexibility Act (the "RFA"), 5 U.S.C. $$ 601-612, because the USPTO erroneously certified
under Section 605(b) of the RFA that the Final Rules would not have a significant impact on a
substantial number of small businesses and, in reliance on this flawed certification, failed to
prepare a Final Regulatory Flexibility Analysis (the "RFA Claims").

Smithkline Beecham Corporation d/b/a GlaxoSmithKline and Glaxo Group Limited
(collectively "GSK"), a co-plaintiff, commenced an action and filed its own complaint on
October 9 , 2007 that, as recognized by Judge Cacheris, was "largely similar" to Tafas' complaint
(except for the RFA Claim, which GSK did not have standing to bring, and several additional

statutory andtreaty arguments raised by Tafas), as well as a motion for preliminary injunction.
The District Court preliminarily enjoined the Final Rules on October 31,2007. Tafas v. Dudas,
511 F. Supp. 2d 652 (E.D. Ya.2007) ("Tafas

I").

Following the District Court's preliminary injunction ruling, Tafas sought to take
discovery from Defendants (including obtaining document production and depositions) in aid

of

his APA and RFA Claims. GSK also sought document discovery from Defendants in support

of

its own APA claim. On Novemb er 28,2007, Magistrate Thomas Rawles Jones denied both
Tafas' and GSK's discovery requests. Tafas objected to Magistrate Jones' ruling, which

review the billing statements for such purposes would necessarily be rendered moot.
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objection the District Court Qter Judge Cacheris) ovemrled on January 9,2008. Tafas v. Dudas,
530 F. Supp. 2d 786 (E.D. Va. 2008) ("Tafas

Il').

Tafas f,rled a motion for reconsideration on

Jantary 18, 2008, which was still sub-judice when the Court issued its summary judgment ruling

in favor of Plaintiffs on April

1,

2008. Tafas v. Dudas,541 F. Supp. 2d 805 (E.D. Va. 2008). In

its summary judgment ruling, the Court denied Tafas' discovery related motion for
reconsideration of the Tafas

II

decision as moot.

(þ.)

The District Court granted summary judgment to Tafas and GSK f,rnding that the Final
Rules were 'substantive' and thus beyond the USPTO's rulemaking authority under Section

2(b)(2) of the Patent Act (35 U.S.C. $ 2(bX2)). The District Court never reached Tafas'
Constitutional Claims, a number of his Statutory Claims (with the exception of those relating to
the USPTO exceeding its rulemaking authority under Section 2(b)(2) of the Patent Act), Treaty

Claims, APA Claims and RFA Claims -- concluding that there was no need to do so given the

District Court's threshold finding that the USPTO lacked any substantive rulemaking authority to
promulgate the Final Rules in the first place. Thus, to the extent the District Court's more

naffow ground to invalidate the Final Rules was to be reversed on appeal, Tafas' multiple above
referenced claims would still need to have been considered by the District Court on remand.

Defendants appealed the District Court's judgment. On March 20, 2009 , the Federal

Circuitissued Tafasv. Doll,559 F.3d 1345 (Fed. Cir.2009) (Rader, J., dissentinginpart),
wherein the panel struck down the Final Rules' arbitrary numerical limits on continuations

as

contrary to statute, but a divided majority of the panel ruled that the portions of the Final Rules

limiting Request for Continued Examination filings ("RCE rule") and requiring an applicant to
submit an Examination Support Document (ESD) if the applicant sought more than

5

independent or 25 total claims in any application or among commonly owned applications

4
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wherein one or more claims of the same are found to be indistinct ("5125 rule") were procedural
rather than substantive rules.
Tafas petitioned for rehearing en banc on the grounds that the

majority: (1) misapplied

significant binding Supreme Court and Federal Circuit precedent concerning the correct standard
for classifying administrative rules as "substantive" versus "non-substantive"; (2) failed, contrary
to Supreme Court and Federal Circuit precedent, to fully consider evidence that the Final Rules
significantly and adversely affect individual rights and obligations under the law; (3) failed to
correctly address, as required by Supreme Court precedent, the threshold question of whether the
PTO has the jurisdictional authority under 35 U.S.C. $ 2(bX2) to enact the Final Rules; and(4)
misapplied Chevron deference to its improper determination that Final Rules 75,265 and 114
were not "inconsistent with existing law."
On July 6,2009, the Federal Circuit entered an Order granting the Plaintiffs'petitions for
a rehearing en banc and vacated the

Fed. Appx. 658 (Fed.

prior March 20,2009 panel decision. Tafas v. Doll, 328

Cir.2009). On July 28,2009,

the Federal Circuit granted the parties'

joint

motion to stay all en banc proceedings, and on August 2t, 2009, fuither ordered that the
USPTO's additional en banc brief would be due on October 20, 2009 . On October 7 , 2009 ,

David Kappos, the new Director of the USPTO, signed afrnal rule rescinding the Final Rules at
issue in this case.

On October 8,2009, GSK and Defendants filed

a

joint motion asking the Federal Circuit

to dismiss the appeal and to grant a vacatur of the District Court's judgment. Tafas opposed the
motion to the extent that it sought vacatur of the District Court judgment. On November 13,
2009,the Federal Circuit (en banc) issued an order, Tafas v. Kappos,586 F.3d 1369 (Fed. Cir.
2009), granting a dismissal of the appeal, but denying lhe vacatur request, inter alia, as confiary
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to United States Supreme Court controlling precedent stating in pertinent part as follows:

[V] acatur of the district court's judgment is inappropriate under the
circumstances. In U.^S. Bancorp Mortgage Co. v. Bonner Mall
Partnership, 513 U.S. 18, 115 S.Ct. 386, 130 L.Ed.2d 233 (1994),
the Supreme Court held that when a party procures the conditions
that lead to a case becoming moot, that party should not be able to
obtain an order vacating the lower court decision that was adverse
to that par|y. Vacatur, held the Court, is appropriate if the
moobress arises from external causes over which the parties have
no control, or from the unilateral act of the prevailing party, but not
when the mootness is due to a voluntary act b)¡ the losing pa4y.
such as a settlement. U.S. Bancorp Mortgøge Co., 5I3 U.S. at 25.

The motion seeks to paint this case as falling into the former
category, but it appears to us to fall squarely into the latter. This is
not a case in which the regulations have been overridden by a
statutory change; instead, it is a case in which the agency itself has
voluntarily withdrawn the regulations and thus set the stage for a
declaration of mootness. The motion's statement that arr
intervening regulatory change is directly analogous to an
intervening statutory change is not persuasive. The agency does
not control Congress; but it does control the decision to rescind the
regulations. Thus. it was the USPTO (the losine partli in the
district court action) that acted unilaterall)¡ to render the case moot.
and vacatur is not appropriate.
Id.

aL

l37l

(Emphasis Added).

Defendants did not f,rle a petition for a v¡nt of certiorari to the United States Supreme

Court and, as such, the District Court's judgment became final and un-appealable ninety (90)
davs after the Federal Circuit's denial of vacatur.
ARGUMENT

Point

I

TAFAS SHOULD BE ENTITLED TO RECOVER ALL OF HIS
ATTORNEYS FEES AND EXPENSES UNDER 28 U.S.C. $ 2412(a)(2)(b)
DUE TO THE DEFENDANTS UNNECESSARILY PROLONGING THIS
ACTION AND/OR BASED ON THE COMMON BENEFIT DOCTRINE
Section 2an@)Q)(b) of EAJA expressly authorizes private litigants to obtain an award
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of attorneys fees against U.S. government agencies to the same extent that any other nongovemmentalparty would be liable for attorneys' fees at common law or by statute:

(b)

Unless express prohibited by statute, a court may award
reasonable fees and expenses of attomeys, in addition to the costs
that may be awarded pursuant to subsection (a), to the prevailing
parfy in any civil action brought against the United States or any
asency or any official of the United States acting in his or her
official capacity in any court havingjurisdiction ofsuch action.
The United States shall be liable for such fees and expenses to the
same extent that any other party would be liable under the common
law or under the terms of any statute which specifically provides
for such relief.

(cX2) Any judgment against

the United States or any agency and
any official of the United States acting in his or her official
capacity for fees and expenses ofattorneys pursuant to subsection
(b) shall be paid as provided in sections 2414 and 2517 of this title,
except that if the basis for the award is a findine that the United
States acted in bad faith. then the award shall be paid by the
agencv found to have acted in bad faith and shall be in addition to
any relief provided in the judgment.

28 U.S.C. $$ 2a12(a)(2xb) and(a)(2)(cX2) (Emphasis Added).

As is reflected in the statutory text above, it has long been established that taking
unreasonable positions in litigation in bad faith that substantially and unnecessarily prolong

litigation or impose unnecessary or uffeasonable costs on the opposing party can provide a basis
at common law for an award of attomeys fees.

,See

e.g., F.T.C. v. Kuykendall, 466 F.3d 1149,

1152 (1Oth Cir. 2006).

As is set forth more particularly in the supporting Declaration of Richard B. Belzer, Ph.D
(the "Belzer Declaration") the bad faitVlitigation misconduct exception should be applicable

here. The reason for this is that it certainly appears, at least without

Tafas yet having any

opportunity to take discovery from the USPTO or the OMB on this point, that the USPTO knew
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or reasonably should have known by no later than January 2008 that it did not have the requisite

Paperwork Reduction Act approvals from the U.S. Office of Management and Budget (OMB)
that would have been required for the USPTO to properly implement the Final Rules -- even
the USPTO had prevailed in the

if

Action. (SeeBelzer Decl.,lTT 10-29).

Nonetheless, despite the above referenced fatal hidden defect in its rule-making, the

USPTO continued to vigorously litigate the District Court case through summary judgment until

it finally unilaterally decided to withdraw the Final Rules on or about October 8,2009 and
withdraw its appeal. Tafas was gratified that David Kappos, the PTO's new Director, seemingly
made a virfue out of necessity by finally withdrawing the Final Rules without the need for

additional en banc contested proceedings at the Federal Circuit. Nevertheless, hundreds of
thousands of dollars in attorneys fees and expenses were expended in the interim during the

Iengthy appeal after the USPTO already knew that it could not implement the Final Rules due to
the absence of the requisite OMB approvals. Despite this knowledge the USPTO failed to

disclose this highly material fact to this Court, the Plaintiffs or the publi c at large. While it is
unclear, absent discovery, whether this concealed OMB defect motivated the USPTO to

unilaterally rescind its Final Rules in October 2007, it is certainly plausible that this problem
could have been a motivating factor in this decision. ln all events, the legal fees and expenses

incurred after the USPTO already seemingly had ample knowledge that it either did not have
and/or could not obtain the OMB approvals necessary for the USPTO to actually implement

enforce the Final Rules were atotal waste of money.

Moreover, the USPTO's failure to reveal this OMB "problem" was significant because it
was in the November 2007 through late January 2008 time period that Tafas was aggressively
pressing for discovery in support of this RFA claim suggesting that the USPTO had failed to
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conduct a proper analysis of the burdens imposed by the Final Rules including, without

limitation, failing to perform proper RFA certifications as to whether the Final Rules would
unreasonably burden small businesses (such as Tafas). The District Court repeatedly denied
Tafas' requests for discovery conceming the internal analysis performed by the USPTO
regarding the burdens imposed by its Proposed Rules. The District Court may have ruled
otherwise on Tafas' discovery motions

if it had known of the OMB's

apparent belief that the

USPTO had failed to conduct a proper PRA, IQA or RFA analysis of the Proposed Rules and

Final Rules and./or that the USPTO's deficiencies in this regard would have prevented
enforcement of the Final Rules. The District Court mav likelv have considered the facts set forth

in the Belzer Declaration to be material considerins Tafas' RFA and APA claims in connection

with the summary judgment proceedings.
An additional and related ground for recovery by Tafas of all of his attomeys' fees and
expenses (not subject to any EAJA hourly cap) is under the "common benefit" doctrine. The

common benefit theory is an exception to the general American Rule that eachpar|y to a lawsuit
pays his or its own attorneys' fees. Under the common benefit doctrine, the payment of a
successful plaintiffls attorneys' fees are indirectly charged against unnamed, similarly situated

parties, who have obtained a substantial benefit as a result of the plaintiff s litigation efforts. As
the United States Supreme Court explained nearly forty (40) years ago in discussing the common
benefit theory:

To allow the others to obtain full benefit from the plaintiff s efforts
without contributing equally to the litigation expenses would be to
enrich the others unjustly at the plaintiff s expense.

Mills v.

The EIec. Auto-Lite Co.,396 U.S. 375, 392 (1,970). See also,

Trujillo v. Heckler,587

F.Supp. 928,93I (D. Co., 1984) ("The common benefit theory is designed to avoid unjust
enrichment of beneficiaries to a law suit who are not named plaintiffs.").
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The common benefit theory arises out of the common fund theory pursuant to which
attomeys' fees may be awarded to a plaintiff whose litigation efforts result in amonetary award
for the benefit of similarly situated non-parties. Mills, at392. Significantly, the common benefit
theory is even potentially applicable in situations, such as here, where the plaintiffls litigation
efforts do not result in any monetary recovery. See Mills, at392 ("The factthat this suit has not
yet produced, and may never produce, amonetary recovery from which the fees could be paid

doesnotpreclude anawardbasedonthisrationale.");Hallv. Cole,412U.S. 1,8-9 (1973)
(affirming award of attorneys' fees under coÍtmon benefit theory to union member who had
protected and vindicated rights granted to him as a union member and in the process conferred a
substantial benefit on similarlv situated union members).
When the EAJA was enacted in 1980, Congress specifically incorporated common law
theories of attorneys' fee recovery available to or against private litigants and made those same
theories of recovery available in actions against the United States. 28 U.S.C. 2al2@)(2)(b).
Included within the common law theories of attorneys' fee recovery made available through

EAJA is the common benefit theory. Brzonkala v. Mowison,272F.3d 688, 690 ç4th

Cir,

200l)("[U]nder the 'common benefit' doctrine, at common law, and hence, under EAJA, fees
may be imposed on a class of individuals not participating in the litigation, that received a
'substantial benefit' from that litigation and would have had to pay the fees had the members

of

the class themselves brought the suit."); H.R. R¡p. No.96-1418 (1980), 1980 WL 12964,*4
(Sept. 26,1980) (noting that under EAJA "[t]he United States would be liable for fees under the
bad faith, common fund and cornmon benefit exceptions to the American Rule").

To recover fees under the common benefit theory, "[1] the classes of beneficiaries
(benefited by the litigation) must be small in number andl2l easily ascertainable, [3] [t]he

10
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benefits must be traced with some accuracy, and [4] there [must be] reason for confidence that
the costs [can] indeed be shifted with some exactitude to those benefiting." Brzonkala,272

F

.3d

688, at 691 (citing Alyeska Pipeline Serv. Co. v. Wilderness Soc'y,42U.5.240,265 n.39

(te7s)).
Despite the clear intent of Congress that the common benefit theory remain available for
litigants to recover attomeys' fees under EAJA, at least some courts have refused to award EAJA
fees under a common benefits theory where the class of purported beneficiaries was too large or

where the court perceived that the fees could not be readily shifted to the benefiting group.

Brzonkala, 272

F

^9ee

.3d at 691-692 (denying fee application under common benef,rt theory where

class of beneficiaries was all United States taxpayers atlarge); Grace v. Burger,763 F.2d 457

(D.C. Cir., 1985)(same); Trujillo,587 F.Supp. 928 (same); Oster v. Bowen,682 F.Supp. 853
(8.D. Va, 1988)(same, relying onBurger).
Tafas commenced this litigation in September 2007 in response to the USPTO's effort to

dramatically, and unlawfully, alter the rights of patent applicants. Tafas' efforts have been
overwhelming lauded by the patent community, and benefited patent applicants because they are
no longer subject to the oppressive claims and continuation rules the USPTO would have
implemented but for Tafas' and GSK's efforts. Thus, the present case is unlike some of the
cases cited above that denied application of the common benefit doctrine, in which the potential

pool of benef,rciaries from the plaintiff s litigation efforts was limitless.
Tafas' successful challenge to the Final Rules benefited both patent applicants and
would-be patent applicants because they are not subject to the continuation rules the USPTO

would have implemented but for Tafas' efforts. Moreover, the universe of those directly
benefited by Tafas's litigation efforts is easily ascertainable because, as discussed below, they

l1
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are the very group that funds the operations of the USPTO. Thus, unlike the cases cited above,

in which the potential pool of beneficiaries from the plaintiffls litigation efforts was limitless, the

pool of potential beneficiaries in this case is discrete, limited and direct.

Additionally, the USPTO does not receive any taxpayer money for operations or
otherwise. U.S. Pereur AND TRenBveRr OnrICe, SrRerrctc PLAN, A¡r¡¡uar R¡ponr 1994,
available at http:llwww.tspto.govlabottlstralplan/arll994awnakeport pgIT-22.pdf ln fact,
since 1990 the USPTO has been funded one hundred percent (100%) by fees paid by patent
applicants and trademark registrants, i.e., those who utilize the services of the USPTO. The
Omnibus Budget Reconciliation Act of 1990, Pus. L. No. 101-508, 104

Srer. 1388. Thus, to

the extent that the USPTO should be required to pay Tafas' attomeys' fees and expenses in

full

based on the

coÍtmon benefit doctrine or bad faith, or some combination of the two, the cost of

the litigation

will

be shared, albeit indirectly, by the users of the U.S. patent system who have

benefited enormously from Tafas' legal challenge.

Tafas' successful David versus Goliath challenge to the Final Rules bestowed an
enoÍnous cofilmon benefit on the entire community of patent applicants. It is equitable that the
coÍrmon benefit doctrine should be applied here, inter alia,because solely as a result of the
efforts of the plaintiffs, Tafas and GSK, the entire patent community was spared implementation
by the PTO of the ultra vires and oppressive Final Rules that would have imposed substantial,

if

not crippling, compliance costs on the patent community, as well as resulted in a significant loss

of substantive rights and retarded the ability of inventors to patent their inventions.

Decl.,l24).

(,See

Moore

The massive costs and burdens on the patent community atlarge that would have

flowed from a successful unimpeded implementation of the Final Rules by the PTO dwarf the
attorneys fees and expenses that Tafas is presently seeking to recover.

t2

Id. As such, it is fair,
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reasonable and warranted for this Court to apply the common benefit doctrine as a basis to

permit Tafas to be reimbursed for 100% of his allowed fees without application of the EAJA

hourly cap.

Id. The USPTO

itself received a substantial benefit by virlue of not proceeding to

implement the Final Rules only to have them subject to future challenge and invalidation

-

perhaps long after the patent community had already expended enormous monetary sums and
massive compliance efforts to dramatically overhaul their patent prosecution practices in order to

conform to the Final Rules in reliance on the ostensible effectiveness of the now invalidated
rules.
The United States Supreme Court recognizedthe viability of the common benef,rt theory

in the context of corporate merger and union membership cases a number of years ago. See

Mitls,396 U.S. 375, at394 (". . . courts have increasingly recognized that the expenses incurred
by one shareholder in the vindication of a corporate right of action can be spread among all
shareholders through an award against the corporation, regardless of whether an actual money

recovery has been obtained in the corporation's favor.");

Hall,4I2 U.S. 1, at 8-9 ("Thus, as in

Mills, reimbursement of respondent's attorney's fees out of the union treasury simply shifts the
costs of litigation to 'the class that has benefited from them and that would have had to pay them
had it brought the

suit."). In

each type of case the entity, the corporation or the union, pays the

plaintiffls attorney's fees but because the corporation's shareholders own the company, and
because the union members pay dues which fund the union,

it is the shareholders

and the union

members who ultimately, albeit indirectly, pay the attomeys' fees to the prevailing plaintiff who
has conferred a benefit on them. Trujillo,587 F.Supp .928, at 930 ("The common benefit theory,

by imposing costs on a corporate or union defendant, in effect assesses costs against the real
beneficiaries of the law suit. the shareholders and union members.").

13
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Again, the USPTO is funded by fees charged to those who actually regularly utilize its
services, a recovery in favor of Tafas under the common benefit theory

will effectively be

indirectly paid by the patent community atlarge who directly benef,rted from his litigation

efforts. Thus, the USPTO is in the same position as the corporations or unions involved in Mills
or Trujillo because any attorneys fees and expenses paid by the USPTO to Tafas under a
common benefit theory, to the extent taken from the USPTO's user fees (either directly or

indirectly) would be paid, again indirectly, by those who benefited from the litigation Tafas saw
through to completion. There is no unfaimess to this given that Tafas' litigation costs are
microscopic relative to the benefits realized by the patent community in terms of avoidance

of

crushing burdens and loss of rights that would have flowed from implementation of the Final
Rules

Thus, for all the foregoing reasons, Tafas respectfully submits that he should be entitled
to recover all of his attorneys' fees and expenses not subject to the EAJA hourly cap.

Point

II

IN ALL EVENTS, TAFAS IS A PREVAILING PARTY ENTITLED
TO AI\ AWARD OF HIS ATTORNEYS FEES A¡fD
EXPENSES SUBJECT TO THE EAJA HOURLY CAP
In all events, Tafas is entitled to an award of his attorneys fees and expenses subject,
either in whole or in part, to the EAJA inflation adjusted hourly cap in Section 24I2(d)(1), which
provides in pertinent part as follows:

(dXlXA)

Except as otherwise specifically provided by
statute, a court shall award to a ryiliug_p.A{y other than the
United States fees and other expenses, in addition to any costs
awarded pursuant to subsection (a), incurred by that party in any
civil action (other than cases sounding in tort), including
proceedings forjudicial review ofagenc]¡ action, brought by or
against the United States in any court having jurisdiction of that
action, unless the court finds that the position of the United States

t4
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was substantiallv justified or that special conditions make an award

unjust.

(dXlXB)

A party seeking an award of fees and other
within thirt-v davs of the final judement in the
action, submit to the court an application for fees and expenses
which shows that the parf.v is a prevailins partv and is eligible to
expenses shall,

receive an award under this subsection, and the amount sought.
including an itemized statement from an)¡ attorney or expert
witness representing or appearing on behalf of the party statins the
actual time expended and the rate at which fees and other expenses
were computed. The partv shall also allege that the position of the
United States was not substantially justified. Whether or not the
position of the United States was substantially justified shall be
determined on the basis of the record (inctu¿ing the record
respect to the action or failure to act b)¡ the agency upon which the
civil action is based) which is made in the civil action for which
fees and other expenses are sought.
24 U.S.C. $ 2412(dX1)(A)-(B)(Emphasis Added).
First, Tafas has obtained a "final judgment" within the meaning of 28 U.S.C.

$

24I2(d)(I)(DX2XG) and his application is timely because it has been f,rled within the 30 day
time limit after the entry of a final and un-appealable judgment in compliance with 28 U.S.C. $$

24I2(d)(l)(B) and (dX1XD(2XH). EAJA requires

an application

for attorneys' fees and costs to

be filed within thirry (30) days of final judgment. 28 U.S.C. $ 2412(dX1)(B). For purposes

EAJA,

a

of

judgment becomes flrnal when it is "final and not appealable." 28 U.S.C. ç 24I2(2)(G).

See James v. The U.S.

Dep't. of Housing and (Jrban Dev.,783 F.2d

gg7

,999 (llth Cir., 1986¡

("We interpret Congress' definition of "final judgment" to mean the date on which
has met its

a

party' s case

final demise, that there is nothing further the party can do to give it life."). In

Impresa Construzioni Geom. Domenico Garufi v. U.5., the Federal Circuit Court of Appeals held
that EAJA's thirty (30) day filing period does not begin to run until "the expiration of the period

for filing a petition for certiorari from the final judgment from the Federal Circuit." 531 F.3d
1367,1372 (Fed. Cir., 2008). The bright line rule established by the Impresa Court applies even
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ln October 2009,the USPTO and GSK jointly moved the Federal Circuit for dismissal of
the pending appeal on the grounds that the continuation rules at issue had been withdrawn by the

USPTO, thereby mooting the underlying dispute. The USPTO and GSK also moved for an order
vacating the district court judgment entered in plaintiffs' favor. Tafas opposed the portion of the
USPTO/GSK motion seeking vacatur, but agreed that the withdrawal of the continuation rules
necessitated the dismissal of the pending appeal, inter alia, as moot. On November 73,2009 the
Federal Circuit issued an Order dismissing the pending appeal as moot but denying the prong

of

the USPTO/GSK motion seeking vacatur of the District Court judgment in Plaintiffs' favor.
Pursuant to United States Supreme Court Rule 13, the parties had ninety (90) days from
the issuance of the Federal Circuit Order to seek United States Supreme Court review of the

Order, including the portion of the Order denying the USPTO's vecatur request, via the filing

awrit of certiorarl. The deadline for the USPTO to seek
certiorari was February

ll,2010

Supreme Court review via writ

of

of

(90 days from the issuance of the Federal Circuit Order). No

writ of certiorari was filed, so the thirty (30) day period for Tafas to file his EAJA fee
application begin to run on February 12,2010.

Tafas' thirty (30) day EAJA filing period ran until March 13,2010, a Saturday, thereby
pushing the filing date for his EAJA fee application to Monday, March 15,2010. See Fed. R.

Civ.P.6(a)(1)(C); Fed.R.App.Pro.26(aXlXC);Impresa,atI3TI

(notingthatCongressdidnot

intend for EAJA's thirry (30) day filing window "to be atrap for the unwary resulting in the
unwarranted denial of fees"); Gavette v. OPM,808 F.2d 1456, 1459 (Fed. Cir. 1986)
(superseding Gavette v. OPM,785 F.2d 1568 (Fed.Cir. 1986) and confirming the timeliness
an applicant's Monday

filing, for which the deadline had fallen on the preceding Sunday).

t6
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Because Tafas filed his EAJA fee application within thirfy (30) days of the Federal Circuit's

November 13,2009 Order becoming fina| (i.e., no longer subject to appeal), his EAJA fee
application is

timely. Both

before and during this 30 day window, Tafas unsuccessfully sought

to settle his present fee request through communications directed by his counsel with the
Department of Justice, the USPTO's counsel.
Second, Tafas is

a'þrevailingparty"

because the District Court's judgment invalidating

the Final Rules is final, remains in effect and Tafas successfully obtained the relief he sought

when he commenced this action.

Third, Tafas qualifies as a o'paÍty" under 28 U.S.C ç 241,2(d)(IXDX2XB) as the owner of
an unincorporated business, the net worth of which did not exceed $7,000,000 and which

business did not have more than 500 employees at the time this Action was filed. (SeeTafas
Decl aration,

ll

I

4-26 ; Moore Declaration, T 1 5).

Fourth, Tafas' fees and expenses submitted in connection with the instant application are

within the allowed types of fees and expenses as def,rned in 28 U.S.C. ç 24I2(d)(l)(D)(2)(A) and
his application is supported by proper written ttemizationand backup .z çSee Moore Declaration,

TI

13-41, Exhibits A to

G).

Tafas has also properly alleged that the $125 per hour EAJA cap

should be adjusted for inflation (Moore Declaration,nn 27-31and

38-40). EAJA allows for an

award of attorneys' fees "based upon the prevailing market rates for the kind and quality of the
services furnished," capped at $125 per hour, "unless the court determines that an increase in the
cost of living or a special factor, such as the limited availability of qualif,red attorneys for the

as stated in footnote I infra, Tafas has filed the Kelley Drye statements (i.e., Exhibits A and E to the
Moore Declaration) in partially redacted form, along with a separate motion asking the Court's permission
to file Exhibits A and E for en camera review only in order to protect privileged information/work product
contained in the billine entry narrative on the above referenced bills.

Again,

t7
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proceedings involved, justif,res a higher fee;' 28 U.S.C. $ 2412(dXIXDX2XA) (Emphasis
Added).
Courts in the Fourth Circuit, as well as elsewhere nationwide, routinely adjust the $125
per hour EAJA cap set 1n 1996 for inflation. Johns v. Astrue,2009 WL 2761925 (N.D.W.Va.
2009) (granting cost of living adjustment to $125 statutory EAJA rate to

Sl7l.7l

per hour for

2009); see also Blakely v. U.5.,85 Fed. Cl. 360, 374 (Fed. Cl. Ct. 2008) ("The statutory $125 cap
on attorney fees is periodically adjusted by the IRS, based on inflation. The adjusted rates for
calendar years. ..2007 and 2008 are respectively:...$170 and

$170").

The Fourth Circuit has

held that an increase in the statutorily prescribed rate for attorney's fees should be based upon a
general costof livingindex. Sullivanv. Sullivan,958F.2d 574,578(4thCir.1992). Courts

interpreting

The

Sullivan decision have settled on the U.S. Department of Labor's CPI as the

proper measure to incorporate a cost of living adjustment in EAJA cases. Adams v. Barnhart,
445 F.Supp . 2d 593,596 (D.S.C. 2006) (using the CPI for "all items" under "South Urban

Area"); Hines v. Comm'r of Soc. Sec., 450 F.Supp.2d 628,631(8.D.Va.2006); Harris v. Sec'y,
Dep't of Health & Human Servs.,792 F.Supp. 1014,1017 (E.D.Va.l99l). This is the same
metric and approach used by Tafas to calculate his inflation adjusted EAJA rate. (See Moore
Declaration, at TT 27-31 and 38-40).
Tafas has also properly alleged that certain attorneys (1.e., Messrs. Moore, Gehan and

Boundy) who worked on the Action for Tafas are patent law and/or administrative law experts
and thus are potentially eligible to receive 100% of their normal hourly rate pursuant to 28

U.S.C. $ 2412(dX1XDX2).

(^See

Moore Declaration, ufl 1-12; Boundy Declaration, flfl 1-11;

Gehan Declaration,'!TT 1-16). The Supreme Court has held that"a special factor," such as

"limited availability of qualified attorneys for the proceedings involved" refers to "attorneys
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having some distinctive knowledge or specialized skill needful for the litigation in question-as
opposed to an extraordinary level of general lawyerly knowledge and ability useful in all

litigation." Pierce v. Underwood, 487 U.S. 552, 572 (1988). "[A]n identifiable practice specialty
such as patent law, or knowledge of foreign law or langtage" are examples of distinctive

knowledge and specialized skill,

Id. While there has been some division among and skepticism

among certain of the circuits conceming the allowance of enhanced fees predicated on general

administrative law expertise, it has been suggested that while such enhanced fees are not
generally allowable, there is continuing debate conceming "whether [certain] technical
specialties within the field of administrative law constitute 'distinctive knowledge or specialized

skill[s]' within the meaning of Pierce v. Underwood." Former Employees of BMC Software v.
Dept. of Labor (BMC II),519 F.Supp. 2d1291,1348 (C.I.T.2007).

As is reflected in Attorney Gehan's Declaration, he is not merely an expert in
administrative law, but also has considerable expertise in the

arcarLe

which specialty area has ayery limited attorney pool. (Gehan Decl.,

niche area of the RFA,

If 7-16). As such, Mr.

Gehan should be considered eligible for a possible enhanced award of hourly fees given this

unique sub-specialty and its applicability to Tafas' RFA claims in the Action.

Fifth, Tafas has alleged in his motion and supporting papers that Defendants' prelitigation enactment of the Final Rules and subsequent defense of the PTO's ultra vires Fínal
Rules throughout the course of this Action was not substantially justified within the meaning

of

28 U.S.C. $$ 2412(dX1)(B) and 2412(d)(l)(DX2XD) on the basis of the record in this Action.
Once a party establishes prevailing party status, the burden shifts to the government to
demonstrate that his position in the underlying litigation was substantially justified. Wlson v.

Barnhart,2006 U.S. Dist. LEXIS 86246, at *2 (V/.D.Va. Nov. 30,2006); Purcell v. Barnhart,

l9
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No. 505-30 ,2006 U.S. Dist. LEXIS 53701, at *3 (W.D.Va. Aug. 3,2006). ln this regard, in
order to defeat a claim for attorneys fees under EAJA, the govemment bears the burden of proof

to show that its position was not substantially justified. Hackett v. Barnhart,475F.3d1166,
1

169

(l0th Cir.2007). The governments pre-litigation conduct, or its litigation position,

can be

suff,rciently unreasonable by itself to render the government's position not "substantially

justified." Healy v. Leavitt,485 F.3d 63,67 (2dCir.2007). The government must demonstrate
both the reasonableness of the agency's action as well as its litigation position in order to rebut
the prevailing party's request for fees and expenses under

EAJA. Doe v. Rumsfeld,50l

F.Supp.2d 186, 189 (D.D.C. 2007). The fact that the issues under consideration were novel or

of first impression does not necessarily render the govemment's position's substantially justif,red
as the government may not advocate a

and

position that is unsupportable given statutory, regulatory

judicial authority. Jazz Photo Corp. v. U.5.,502 F.Supp.2d 1277, 1286 (C.LT. 2007).
Finally, Tafas has also contemporaneously and timely filed a similar EAJA application

for his appellate level fees and expenses in the United States Court of Appeals for the Federal
Circuit as required by its Rule 47.7,but this application is solely limited to Tafas' fees and
expenses incurred in connection with Defendants' appeal from this Court's grant of summary

judgment in favor of Plaintiffs.3

Tafas will, however, be filing a motion in the Federal Circuit asking it to abstain and/or remand so as to
allow this Court to decide Tafas' entire fee application for the Action (inclusive of both Tafas' claims to
fees in the District Court and on appeal) or, in the alternative, for the Federal Circuit to stay any further
proceedings on Tafas' claim for appellate fees in the Federal Circuit until after this Court has first ruled on
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Coucr-usror.l
WHEREAS, for all the foregoing reasons, Plaintiff Triantafyllos Tafas respectfully
requests that his motion for attorneys fees under EAJA be granted, along with such other, fuither
and different relief as the Court may deem just, equitable and proper.

Dated: March

15,2010

Respectfully submitted,
s/ Joseph D. Wilson
j"réptr P. wilron (VSB # 4369Ð
K¡rrpy DnyB & Wenn¡N LLP

Washington Harbor, Suite 400
3050 K Street, NW
Washington,DC 20007
Telephone: (202) 342-8400
Facsimile : (202) 3 42 -845 I
E-mail : iwilson@kel leydrye. com
(C ouns el t o P I aint

Tafas'present fee application in the District Court.
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